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THe TRADEMARK REPORTER 


Part | 


CURRENT PROBLEMS IN TRADEMARK LAW 


With the following two papers we conclude the printing of lectures delivered before 
the Practising Law Institute last fall. The Editorial Board wishes to thank all those 
who made them available for publication. The other addresses were carried in the 
December 1955 and the January 1956 issues of the Reporter. — ED. 





LICENSING YOUR TRADEMARK* 
By Arthur L. Nathanson** 


Approaching the problem of trademark licensing requires the 
answer to the basic question—What is a trademark? A consid- 
eration of the history of trademarks is helpful in arriving at the 
answer to this question. 

In the middle ages there were two types of marks; the mer- 
chant’s mark used voluntarily by a merchant to indicate goods 
which belonged to him, and the production mark, which the crafts- 
man was compelled to use on goods produced by him. 

The purpose of the production mark was to indicate the origin 
or source of the goods to which it was applied, so that the original 
craftsman might be held liable for any defect in the quality of 
such goods. 

It is the mark born of compulsion, the production mark, which 
has come down to us through the ages. Although we no longer 
think of a trademark as a liability, and, in fact it is very often a 
most substantial asset, like the production mark of medieval times, 
our modern trademark has the primary function of guaranteeing 
to the consumer that the goods purchased under it ‘‘will have 
the same meritorious qualities as those previously noted by him 
in his purchase of other goods bearing the same mark.’” 


* Lecture delivered before the Practising Law Institute, November 2, 1955, New 
York City. 

** Member of the New York bar; member of the firm of Munn, Liddy, Nathanson & 
March, New York City; member of the International Committee of U.S.T.A. 

1. Scuecuter, HistoricaAL FOUNDATIONS OF THE LAW RELATING TO TRADE-MARKS 
(1925). 
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To the extent that the craftsman and merchant were one and 
the same person, the same mark served in early times, the dual 
functions of the merchant’s or proprietary mark and the produc- 
tion mark.’ 

The merchant’s mark as such is no longer of any commercial 
significance. With the complex channels of distribution which we 
find in modern trade, the ownership of the goods at any given 
time, as distinguished from their origin or source, is of very little 
importance to the purchasing public. 

It is often said that a mark indicates the origin or source of 
the goods to which it is applied. Another frequent definition is that 
adopted by the Lanham Act; that a trademark ‘‘includes any word, 
name, symbol or device or any combination thereof adopted and 
used by a manufacturer or merchant to identify his goods and dis- 
tinguish them from those manufactured or sold by others.’’” 


Were we to give these definitions a literal interpretation and 
assume without more, that they set forth not only the primary 
but the sole function of a trademark, we would quickly come to 
the conclusion that any license of a trademark would have to be 
invalid. Obviously a mark used by someone other than the owner, 
whether or not such use is with the owner’s permission, no longer 
indicates origin or source or identifies the goods of such owner, 
distinguishing them from those manufactured or sold by others. 


The adherence to a literal interpretation of these definitions 
or to the so-called ‘‘traditional doctrine’’ resulted in a frigid 
reception and hesitant acceptance of the concept that at least 
under certain conditions, a trademark can be licensed. 


As late as 1914 the late Edward S. Rogers wrote: 


‘‘The rule forbidding transfers of a trade-mark apart from 
the business of which it is an adjunct applies equally to 
licenses. As a general rule and subject to the same infrequent 
exceptions as exist in the case of assignments, a trade-mark 
cannot be licensed and attempts to do so are almost always 
void.* 


However, the still waters of the law were being constantly 
churned by our rapidly developing economy which required the 


2. SCHECHTER, supra. p. 21. 
3. Trademark Act of July 5, 1946, Sec. 45: 15 U.S.C.A. 1127. 
4. ROGERS, GOODWILL, TRADE-MARKS AND UNFAIR TRADING 106, (1914). 
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judicial recognition of the right to license a trademark, at least 
under certain circumstances. 

Nationwide advertising and other media of communication 
have given nationwide coverage to trademarks. Nevertheless, it 
has not always been feasible for the trademark owner to realize 
the full value of such coverage solely by his own use of the mark. 
One instance was the early realization of a syrup manufacturer 
that it was much more economical to make widespread shipments 
of the syrup to licensed bottlers than it was to ship the bottled 
beverage. 

The Trademark as a Guaranty 


In order to give legitimacy to trademark licensing there was 
a reversion to the concept of the production mark. A concept 
which recognized that the primary function of a trademark is to 
assure or guarantee to the consumer that branded goods are of 
continuing and uniform quality, so that he may assume that goods 
purchased today and bearing the trademark X, are of the same 
nature and quality as the goods purchased last month bearing the 
same mark. 

This guaranty may arise: 

1. In the case of an unlicensed mark; in that the mark 
indicates and guarantees that last month’s goods and the goods 
purchased today came from the same origin or source and dis- 
tinguished these goods from those made or sold by manufacturers 
or merchants other than the trademark owner, and 


2. In the case of the licensed mark; in that the owner of 
the mark has retained sufficient control over the nature and quality 
of the goods to which his licensees have applied the licensed mark. 

In either situation the guaranty or assurance of uniform and 
continuing quality is present. 

In addition to the definitions discussed above, it is sometimes 
said that the function of a trademark is to carry a selling message. 
It is true that at the time of adopting a trademark, attempts are 
usually made, with varying degrees of success, to pick a mark 
which, while not so descriptive as to be invalid, does by the power 
of suggestion carry a sales message. While such suggestiveness 
may give a mark additional value, it does not constitute the 
primary function of the trademark. kxopak for cameras and 
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cAMELs for cigarettes are completely devoid of any suggestive 
quality and yet, that they are extremely valuable trademarks and 
function as such cannot be questioned. 


The Public’s Interest in Trademarks 


Although a privately owned asset, because its primary func- 
tion is that of a guaranty to the purchasing public, a trademark is a 
species of privately owned property coupled with a public interest. 

Once we agree with this concept, the rules laid down by the 
courts and the Lanham Act with respect to licensing trademarks, 
fall into a uniform pattern, viz., a trademark license is valid pro- 
vided this public interest is not endangered. 

There is nothing startling or new about this. There are many 
other instances where, because the public has an interest in the 
way a certain type of property may be used, such use is limited 
and restricted by legal requirements, and conversely, in the absence 
of such public interest, there is no limitation or restriction. 

Let us refer to a homely analogy. With the advent of the ‘‘do 
it yourself’’ trend, there have sprung up in many of our suburban 
communities, establishments which rent, on an hourly or daily 
basis, machinery and equipment such as cement mixers, power 
tools, lawn rollers and the like. While many of these items are 
fraught with danger to a careless user, generally speaking, the 
innocent bystander is fairly safe. Consequently the owner of such 
machinery and equipment may rent or lease or license, if you will, 
the use thereof to another without legal restrictions. 

On the other hand, let us consider the business of renting auto- 
mobiles. Members of the public may be hurt, or their property 
may be damaged by the careless operation of an automobile. There- 
fore, at least in those states where only a licensed operator may 
drive an automobile, the lessor of an automobile is required by 
law to ascertain that the lessee is legally qualified to operate it, 
before the key is turned over to him. 

The automobile like a trademark, is property which although 
privately owned is coupled with a public interest. Neither can be 
freely rented or licensed to the detriment of the public interest. 
In the case of the automobile it is to the public interest that it be 
operated in such manner as to avoid bodily injury and property 
damage to others. In the case of the trademark it is to the public 
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interest that it be used in such manner as to assure and guarantee 
to the public, continuity of quality. 

Where only the owner is using the mark, it may be assumed 
that his interest in maintaining its value is such that he will strive 
for uniform quality lest the good will inherent in the mark be 
quickly dissipated. Where, however, there are a number of per- 
mitted users or licensees of the mark, their interest in maintaining 
its value may not be the same as that of the owner. Therefore the 
purchasing public can be assured that goods sold under a licensed 
mark are of the same uniform quality as though they were being 
sold only by the mark’s owner, if—and only if—such owner con- 
trols the nature and quality of the trademarked goods. 

Consequently, even if the reasoning employed is not always 
satisfactory, our courts will in the public interest, reject a license 
of a trademark that does not provide for such control and hold 
that the licensed mark has become invalid’. 

On the other hand, our courts, long before the passage of the 
Lanham Act, have sustained trademark licenses where such con- 
trol was present, provided that the very control required to pro- 
tect the public was not merely part of a conspiracy to restrain 
trade, thus encroaching upon another and distinct interest of the 
public, i.e., not to be subject to monopolistic price controls. 

There has been so much discussion relative to the provisions 
of the Lanham Act with respect to the use of a trademark by those 
other than the trademark owner as to give the impression that it 
is the Lanham Act which has given an imprimatur to trademark 
licensing. This is not so. 

While the Lanham Act, with its provision that the use of a 
mark by a related company inures to the benefit of the trademark 
owner’, gave statutory recognition to trademark licensing, it did 
not open the flood gates. Except for the right given to the licensor 


by the Act to register a mark used by his licensee’, the substantive 


5. Macmahan Pharmacal Co. v. Denver Chemical Mfg. Co., 113 Fed. 468 (C.A. 8 
1901). 

Purity Cheese Co. v. Frank Ryser Co., 57 Fed. Supp. 102, 34 TMR 368 (D.C.E.D. 
Wise. 1944). 

ae O. Fisk & Co. Inc. v. Fisk Teachers’ Agency, 3 F.2d 7, 15 TMR 147 (C.A.-8 
1924). 

See also: Arthur Murray Inc. v. Horst, 110 Fed. Supp. 678, 43 TMR 501 (D.C. Mass. 
1953), where license was upheld because the requisite control was present. 

6. Trademark Act of July 5, 1946, Sec. 5: 15 U.S.C.A. 1055. 

7. ef. Ea parte United States Steel Corporation, 23 USPQ 145, 24 TMR 598 
(1934), where registration was refused under the Act of 1905 because applicant’s sub- 
sidiaries had used the mark, despite the requirement that the applicant be the exclusive 
user of the mark. 





; b 
1 
1 


* b 
i 
Ev f 
1 
| 
t 
| 
' 
| 
| 
1. 
e 


tay Pe oe 


138 LICENSING YOUR TRADEMARK Vol. 46 T. M. R. 


law with respect to licensing trademarks was the same on July 5, 
1947, the effective date of the Lanham Act, as it had been on July 
4, 1947. A license which would have been held valid or invalid be- 
fore the Act, would be similarly construed by the courts today. 

Much has been said about the provisos of Section 5 that the 
mark must have been used by the related company legitimately 
and not in such manner as to deceive the public. It seems to me 
that these words add little, if anything, to the case law extant be- 
fore the Act. Certainly no court would have held a license valid, 
before the passage of the Lanham Act, even though it had been 
brought to its attention that the mark was being used illegitimately 
or in such manner as to deceive the public’. 

A consideration of the cases decided before the Lanham Act 
establishes that, with the possible exception of cases involving the 
licensing of a trademark and a patent, wherever the license was 
upheld, there was such control by the licensor present as to avoid 
or at least minimize deception of the public when relying on the 
assurance that the licensed trademark represented continuity of 
quality. 

In many eases, control by the licensor was inherent in the 
fact that the licensor sold to the licensee, the principal ingredient 
or material used in the end product to which the mark was applied, 
such as the syrup in the bottling cases,® the cotton piece goods 
in the Fruit of the Loom ecase,*® and the flour used to make the 
bread to which the baker applied the licensed mark." 

In some cases the requisite control was present even though 
none of the ingredients were furnished by the licensor, but he 
supervised the manufacture of the end product. These cases have 
dealt with such diversified products as orange juice’ and rum.** 

A license by a partner to a partnership has been upheld” ap- 


8. ef. cases cited under note 5, supra. 

9. The Coca-Cola Co. v. Bennett 238 Fed. 513, 7 TMR 159 (C.A. 8, 1916). The 
Coca-Cola Bottling Co. v. The Coca-Cola Co. 269 Fed. 796, 11 TMR 134 (D.C. Del. 1920). 
The Coca-Cola Co. v. J. G. Butler & Sons 229 Fed. 224, 6 TMR 206 (D.C.E.D. Ark. 1916). 

10. B. B. §& R. Knight, Inc. v. W. L. Milner §& Co., 283 Fed. 816, 13 TMR 8 
(D.C.N.D. Ohio 1922). 

11.. Ralston Purina Co. v. Saniwax Paper Co., 26 F. 2d 941, 19 TMR 7 (D.C.W.D. 
Mich. 1928). 

12. California Fruit Growers Exchange v. Sunkist Drinks, Inc., 3 F. Supp. 496 
(D.C.S.D. N.Y. 1933). 

13. Bacardi Corporation of America v. Domenech, 311 U.S. 150, 31 TMR 2 (1940) 
85 L. Ed. 98. 

14. E. F. Prichard Co. v. Consumers Brewing Co., 136 F. 2d 512, 33 TMR 370 
(C.A. 6, 1943) cert. den. 321 U.S. 763 (1944) 
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parently on the assumption that the licensor partner has as much 
control over the use of the mark as the other partners. 

A similar holding is found in a case where the licensor em- 
ployee actually worked for the licensee on the goods to which 
the mark was applied.*® 

Our courts have had little difficulty in sustaining licenses 
where there is a stock relationship between the parties. If the 
corporate veil is pierced for other purposes it would seem to fol- 
low that there is sufficient identity between parent and subsidi- 
aries’® or among co-subsidiaries*’ to assure the required control 
over the goods to which the licensed mark is applied. 

It should be remembered, however, that even though control 
may be assumed because of the presence of the factors or criteria 
referred to above, it is always advisable to affirmatively provide 
for such control in the license agreement. This is particularly so 
where we are dealing with parent and subsidiary. If the sub- 
sidiary operates abroad it may be subject to sudden nationaliza- 
tion and a domestic subsidiary may be subject to involuntary 
divorcement from its parent as a result of an anti-trust violation. 
In any situation involving a change of ownership of the subsidiary 
it is well if the relationship of the parties with respect to the 
licensed mark is clearly defined by means of a formal agreement. 

Licenses have also been held valid even where the licensor has 
never dealt in the particular products to which the licensee ap- 
plies the mark, so long as the licensor controls the nature and 
quality of such products.** 

The foregoing cases all show a uniform pattern. The right 
of control in and the exercise of control by the licensor over the 
nature and quality of the product sufficient to assure the purchas- 
ing public of uniform and continuing quality. 

However, in the patent cases, i.e. where a license is granted 
to use a trademark on a product made pursuant to a patent which 
is likewise the subject of a license, the courts do not seem to 
invoke the same ‘‘control’’ requirement. 


15. Lowell Lamb & Co. Inc. v. Herskovitz, 204 App. Div. 407; 198 N.Y.S. 55 
(1933). 

16. Universal Laboratories Inc. v. Jean Viwaudou Co., 65 USPQ 475 (D.C.S.D. 
N.Y. 1945). 

17. Keebler Weyl Baking Co. v. J. S. Ivins’ Son, Inc., 7 F.Supp. 211, 24 TMR 161 
(D.C.E.D. Pa. 1934). 

18. Finchley, Inc. v. George Hess Company, Inc., 24 F.Supp 94, 28 TMR 404 
(D.C.E.D. N.Y. 1938). 
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While it is true that in one case involving a patent and a 
trademark the court noted, in upholding the license, that the 
licensor ‘‘retained well near absolute control over the manner of 
advertising, manufacturing and sale of the products involved’’® 
there are other patent-trademark cases where the absence of con- 
trol was not questioned by the courts. 

The explanation seems to lie in the assumption by the courts, 
that the mark had become identified with the patented product 
to such an extent that to have restricted the right to license the 
mark would impose too great a burden on the right to license the 
patent.?® Such cases do not appear to rest on a sound basis. In 
any case the problem is avoided, if, in drawing a license agree- 
ment for a trademark which is to be used on a patented product 
provision is made for control by the licensor to the same extent 
as though no patent were involved. 


Character of Control 


So far I have been discussing ‘‘control’’ in the abstract. 
How much control is required and how is it to be exercised? The 
degree and manner of control which should be provided for in 
the license agreement will depend to a great extent on the nature 
of the end product to which the licensed trademark is to be 
applied. If the end product is such that a departure from its 
established nature and quality is not readily ascertainable, the 
license should provide for ‘‘control over the internal manage- 
ment operations of the licensee.’’* By internal management opera- 
tions, I refer to those internal operations of the licensee which 
are directed to the nature and quality of the end product, as 
distinguished from the internal administration of licensee’s 
business. 

If on the other hand, a departure from the established 
nature and quality of the end product is readily ascertainable, 
the licensor’s control over the external standards to be observed 
by the licensee, such as testing and examining samples of the 
finished product may suffice. 


19. Smith v. Dental Products Co., Inc. 140 F.2d 140, 34 TMR 78 (C.A. 7, 1944). 
cert. den. 322 U.S. 743 (1944). 

20. Adam v. Folger 120 Fed. 260, 164 (C.A. 7, 1903). Hoffman v. Kuppenheimer & 
Co. 183 Fed. 597 (C. Ct. N.D. Ill. E.D. 1910). 

21. Sage, Trade-Mark Licenses and “Control”, 43 TMR 675 (1953). 
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A good example of goods which by their very nature require 
control over licensee’s internal management operations is found 
in Manischewitz Food Products, Inc. v. Rosenberg? where the 
public had come to rely on the licensed label as a representation 
that the food products sold thereunder were kosher. In many 
instances it is impossible to tell whether food products repre- 
sented to be kosher have been processed as prescribed by the 
traditions of the Jewish religion. Consequently the license in the 
Manischewitz case provided for control by the licensor over the 
internal management operations of the licensee by giving the 
licensor the right to designate the rabbis who were to supervise 
the processes at licensee’s plant as well as the right to designate 
inspectors to make reports on the ingredients used in preparing 
the food products. In denying a motion to dismiss a complaint 
for injunctive relief the court stated: 

‘‘The public policy of Pennsylvania is not opposed to the 
license of trade-marks and names (citing cases). But we 
feel that such policy extends only to a license which ‘main- 
tains the integrity of the name or mark by insuring its con- 
tinuity of its relationship with the business and good will 
with which it has been used’. The royalty agreement in the 
instant case gave the plaintiff sufficient power to maintain 
the integrity of its label. Whether Food Canner’s use of the 
label did in fact work a deception upon the consuming public, 
and plaintiff failed to take reasonable precautions to exer- 
cise its powers under the license agreement is another ques- 
tion. Under a motion to dismiss the complaint we must 
assume the contrary.’’ 

The bottling cases** furnish another example of control over 
internal management operations. It is true that in these cases 
the furnishing by the licensor of the syrup which was the basic 
ingredient, constituted a substantial control. However, the very 
nature of the product to which the mark was applied by the 
licensee, a bottled beverage, required processing under sanitary 
conditions and pursuant to careful formulation. Thus control over 
internal management operations was indicated and in fact was 
provided for in the license agreements. 

Other factual situations are such as to indicate that control 

22. 9 F.R.D. 115, 80 USPQ 427, 39 TMR 231 (D.C.E.D. Pa. 1949). 


23. The Coca-Cola Co v. Butler & Sons 229 Fed. 224, 6 TMR 206 (D.C.E.D. Ark. 
1916). The Coca-Cola Co. v. Bennett 238 Fed. 513, 7 TMR 159 (C.A. 8 1916). 
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by the licensor over external standards will be sufficient to pro- 
tect the public interest. 

In the Fruit of the Loom case* the licensee garment manu- 
facturer was required to use Fruit of the Loom cloth thus pro- 
viding for control by the licensor over an external standard suffi- 
cient to sustain the validity of the license, particularly when 
coupled with the joint guaranty of the licensor and licensee to 
refund the purchase price if the ultimate consumer was dissat- 
isfied with the finished clothing product. 

A license to use a trademark on fabrics made from licensor’s 
yarn which required not only the control over an external stand- 
ard inherent in the use of such yarn, but also the additional 
external standard of approval of such fabrics by a designated 
testing bureau, has been upheld,*’ as has a license to a manufac- 
turer of men’s hats which required compliance with certain ex- 
ternal standards of quality.” 

It has been suggested that the apparent exception to the con- 
trol requirement which is found in the cases upholding the licens- 
ing of a trademark to be used in conjunction with a patent license 
is not a real exception because ‘‘ The specifications in the particular 
patent will constitute ‘the external standards’ so that effective 
‘control’ over the licensee will be maintained by requiring adher- 
ence to the technical specifications of the patent.’’’ 

The difficulty with this position lies in the fact that it ascribes 
to the licensor a concern which is usually absent. A patent license 
usually does not require adherence to the specifications of the 
patent, particularly with respect to those eriteria which affect the 
quality of the patented product. In fact patent specifications are 
usually silent in this respect. So long as the royalties are paid, 
the average patent licensor cares nothing about the nature or 
quality of the product made under the patent. 

I have heretofore referred to the interest that the public has 
in purchasing goods in a free marketplace at prices which are 
not subject to monopolistic controls or illegal restraints. 


24. B. B. & R. Knight Inc. v. W. L. Milner §& Co. 283 Fed. 816, 13 TMR 8 (D.C. 
N.D. Ohio, 1922). 

25. Crown Fabrics Corp. v. American Viscose Corp. 145 F. 2d. 246, 34 TMR 376 
(C.C.P.A. 1944). 

26. Finchley, Inc. v. George Hess 24 F. Supp. 94 (E.D. N.Y. 1938). 

27. Sage, Trade-Mark Licenses and “Control”, 43 TMR 675, 686 (1953). 
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The Antitrust Acts 


While both the courts and the Lanham Act require the pres- 
ence of control by the licensor if the license agreement is to be 
valid, care must be taken to avoid such control as to bring the 
license agreement within the ambit of the Antitrust Acts. 

The problem is not quite as difficult as it might appear to be 
at first blush. The line of demarcation is fairly clear. Where the 
license agreement provides only for such control as is directed 
to the nature and quality of the product to which the licensed 
trademark is to be applied, there should be no antitrust prob- 
lem. On the other hand where the provisions for control are 
merely incidental to a plan or scheme which has for its ultimate 
purpose a restraint of trade, the provisions for control over the 
nature and quality of the goods, even though required by our 
courts and the Lanham Act, will not give respectability to the 
plan as a whole. 

The test is whether the licensed mark is being used as a 
vehicle to suppress competition, in which case ‘‘it is the extrinsic 
conspiracy, in which, to be sure, the mark plays an important 
role, and not the institution of trademarks itself which raises 
the antitrust problem.’’* 

Section 5 of the Lanham Act provides that where a mark 
is used legitimately by related companies such use shall inure 
to the benefit of the registrant or applicant for registration and 
shall not affect the validity of such mark or of its registration 
provided such mark is not used in such manner as to deceive the 
public. Section 45 of the Act defines a ‘‘related company’’ as any 
person who legitimately controls or is controlled by the registrant 
or applicant for registration in respect to the nature or quality 
of the goods or services in connection with which the mark is 
used. 

The word ‘‘legitimately’’ was added to both these sections 
to allay the fears of those who believed that the trademark 
control provided for in section 5 of the Act might be used to 
cloak antitrust violations. 

There are some who urge that great care must be taken in 
drawing a trademark licensing agreement, lest there be provi- 
sion for so great a control over the nature and quality of the goods 


28. Handler, Trade-Marks and Anti-Trust Laws, 38 TMR 387, 389 (1948). 





144 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


to which the mark is to be applied, as to constitute in and of itself, 
an illegal restraint of trade. The proponents for this proposition 
point to the holding in the well known Timken Roller Bearing 
Case.”® 

However, a study of the lower court and supreme court 
opinions in this case, clearly shows that the control by the 
trademark owner over the nature and quality of the goods was 
merely a most incidental means to an end, and that the illegal 
restraint of competition was the real goal of the parties. By their 
agreements, supported by voluminous correspondence and the 
pattern of their conduct, they provided not only for control over 
the nature and quality of the goods, but also for (a) a division of 
world markets, (b) price controls, (c) a requirement that the 
licensees had to use the trademark on all bearings manufactured 
and sold by them, (d) joint efforts by the parties directed against 
the common enemy, outside competition and (e) the reversion 
to the licensor on termination, of all rights in foreign markets in 
and to the trademark, even though there were some serious 
doubts as to whether these rights belonged to the licensor in the 
first place. 

The presence of the foregoing factors resulted in much more 
than the ordinary trademark licensing situation. The control over 
the trademarked goods was merely part of a larger and illegal 
plan. It is submitted that the Timken case is not authority for the 
proposition that where these or similar factors are absent, con- 
trol per se over the nature and quality of the goods to which 
the licensed mark is applied, no matter how rigid and detailed 
such control may be, may constitute a violation of the antitrust 
laws. 

I should like to point out that, generally speaking, the con- 
tracts, combinations and conspiracies which are condemned, are 
those where the purpose or effect is to raise or fix the market 
price.” Usually, as in the Timken case, the parties must enjoy 
a dominant position in the field before any contract, combination 
or conspiracy will affect market prices. 

I mention this because in many cases, the license agreement 
will be between firms which do not hold such a dominant position 


29. United States v. Timken Roller Bearing Co., 30 F.Supp. 284, 39 TMR 431, 
(D.C.N.D. Ohio E.D., 1949), 341 U.S. 593 (95 L. Ed. 1199), 41 TMR 673 (1951). 
30. Apex Hosiery Co. v. Leader, 310 U.S. 469, 500 (84 L. Ed. 1311, 1327, 1940). 
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in a particular industry. It must be remembered however, that 
price fixing per se is proscribed and should be avoided in all 
eases regardless of the positions of the parties in the industry.” 

Bearing in mind that antitrust litigation is both protracted 
and expensive even though the defendants are ultimately success- 
ful, it is extremely advisable to avoid the following provisions in 
drawing a trademark licensing agreement.* 

1. Agreeing that the licensor and licensee will stay out of 
each other’s field of operation. 

2. Dividing territories. 

3. Interfering with or attempting to control the use by 
licensee of his own trademarks, or his sale of non-trademarked 
products. 

4. Limiting the sales of the trademarked product to a maxi- 
mum quota. 

5. Fixing the licensee’s minimum sales quota so high as 
to prevent him, for all practical purposes, from selling similar 
products without using the licensed trademark.** 

6. Agreeing that the licensor will discontinue manufactur- 
ing and selling goods under the licensed mark.** 


The License Agreement 


So much for the provisions which should be avoided. Let us 
now consider some of the provisions which should be included in 
a license agreement in order to assure the requisite control over 
the nature and quality of the product to which the mark is to be 
applied. To this end, every license agreement should: 

1. Set forth the fixed term thereof if there be such, or state 
affirmatively that the agreement is terminable at will. 


31. United States v. Paramount Pictures, Inc., 334 U.S. 131, 143 (92 L. Ed. 1260, 
1285, 1948). 

In United States v. Socony Vacuum Oil Co., 310 U.S. 150, 225 (84 L. Ed. 1129, 
1169, 1940) the Court stated in footnote 59: 

“Whatever economic justification particular price fixing agreements may be thought 
to have, the law does not permit an inquiry into their reasonableness. They are all banned 
because of their actual or potential threat to the central nervous system of the economy. 
See, Handler, Federal Anti-Trust Laws—A Symposium (1931) p. 91 et seq.”. 

32. Wortmann, Trade-Mark Licensing and Use by Related Companies, 44 TMR 
1257, 1265 (1954). 

33. While it is recognized that there are good business reasons for the licensor to 
insist on a minimum sales quota, lest he license his mark without receiving adequate 
compensation by way of royalties, the consequence of a minimum quota which is fixed 
too high should be borne in mind. 

34. Not only may such a provision lead to antitrust difficulties, but it may also 
prevent use by the licensor necessary for the preservation of his rights in the mark, 
in those countries where use is required and the use by a licensee does not inure to the 
benefit of the licensor. See Wortmann, supra, p. 1267 and discussion with respect to 
Holland, infra. 
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Wherever feasible from the commercial point of view, it is 
desirable that the agreement be terminable at will. In such case 
the requisite control in the licensor is more readily apparent, for 
if there is any question in the licensor’s mind as to compliance 
by the licensee with the requirements that the goods be of the 
proper nature and quality, the licensor need merely cancel the 
contract, without the risk of litigation as to whether there has 
been such compliance. Of course, it is recognized that the pros- 
pective licensee will usually oppose such a provision, particularly 
where he contemplates making a substantial investment in the ad- 
vertising, manufacturing and selling of the trademarked goods. 

2. Set forth detailed specifications with reference to the 
formulation and manufacture of the product involved. 

Sometimes there is an objection to incorporating such specifi- 
cations in the agreement itself because it may become advisable 
to record the license agreement in certain foreign countries where 
such recording is available and the parties may not wish the 
specifications to become public information. In the Registered 
User countries this problem is recognized and on request the 
terms of the agreement will be kept secret. This objection can 
be avoided by providing for incorporation in the agreement by 
reference, of a document setting forth such specifications and 
identifying such document by the signatures of the parties. 

3. Provide for the disposition of those goods bearing the 
licensed trademark, which may be on hand on the termination of 
the agreement. 

4. Require the submission of samples to the licensor for his 
approval, at specified periods and additionally on reasonable de- 
mand. 

5. Give the licensor the right to inspect licensee’s premises 
and manufacturing processes during regular business hours. 

6. Provide for preliminary submission to the licensor for 
his approval, of all promotional and advertising material dealing 
with the licensed trademark. 

Where this requirement is objectionable because either the 
licensee will advertise and issue promotional material so exten- 
sively as to place an undue burden on the parties, or the parties 
are so far removed from each other geographically as to make it 
impractical, it may be well to consider the substitution of a pro- 
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vision setting forth in as much detail as possible, specifications 
as to what shall and shall not appear in such promotional and 
advertising material. The standards having been set, the need 
for prior approval is avoided and it will be sufficient to provide 
for the submission at stipulated periods and after publication, of 
specimens of promotional and advertising material. 

7. Provide for the preliminary submission to the licensor 
for his approval, of labels and packaging materials bearing the 
licensed trademark. 

The same considerations apply to this provision as to the 
provision for the submission of advertising and promotional ma- 
terials. 

8. Stipulate that all promotional and advertising material, 
labels and packaging shall indicate that the licensed trademark 
appearing thereon is being used by the named licensee under 
license granted by the named licensor. 

Although I know of no case affirmatively requiring such a 
statement, in my opinion it is desirable that the agreement have 
such requirement. If more than lip service is to be paid to the 
concept that a trademark assures to the consumer a continuity of 
quality and a continued responsibility by the trademark owner for 
the maintenance of such quality, this responsibility should be indi- 
cated by the suggested information on promotional and advertis- 
ing material, labels and packaging. 

9. Affirmatively state that it is the intent of the parties that 
nothing in the agreement shall confer on the licensee a proprietary 
interest in the licensed mark, and that all application for registra- 
tion both here and abroad shall be made by the licensor. 

10. Provide that upon the termination of the relationship 
and the expiration of the period provided for, for the disposition 
of the trademarked goods, the licensee will not directly or indi- 
rectly use either as a trademark or trade name, any words or sym- 
bols which are deceptively similar to the licensed mark, or any 
foreign equivalent thereof. 

11. Require the licensee to notify the licensor of any infringe- 
ment of the mark. 

12. Provide that the licensor upon receiving such notice and 
at his own expense, will, upon determining that such infringement 
exists, institute and prosecute appropriate proceedings. 
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While it may appear that such a provision places an undue 
burden on the licensor, it is in my opinion, important that it be 
included in the license agreement, not only from the licensee’s 
point of view but also to insure control by the licensor over all such 
litigation. If the validity of the mark is to be maintained, a firm 
policy toward infringers must be adopted. | 

13. Require the licensee to notify the licensor of any claim 
that the use of the licensed mark infringes the rights of others, or 
of the institution of any proceeding predicated upon such claimed 
infringement, such suit to be defended at the expense of and under 
the control of the licensor. 

In addition to the foregoing provisions which deal with con- 
trol by the licensor, the desirability of including the following 
should be considered. 


14. That the licensor will hold the licensee harmless from any 
liability which may be imposed on him and arising from litiga- 
tion predicated on the fact that the licensed mark infringes upon 
the rights of another. 

Here, too, we may seem to be imposing a substantial burden 
on the licensor. On the other hand, the licensee who is agreeing 
at least in most instances, to pay substantial royalties and invest 
capital in the marketing of the trademarked product, should be 
protected against the imposition of liability. 

15. An affirmative statement as to the exclusivity or non- 
exclusivity of the license, and if the license is to be exclusive there 
should be a provision for the payment of minimum royalties. 

Without such provision for minimum royalties, a particular 
market may be preempted without adequate compensation to the 
licensor. 

16. The territory in which the licensee is to operate. 

Care should be taken in this connection, to avoid language 
implying that the parties are dividing territories among them- 
selves. For example, it is one thing to provide that the license 
grants rights to the licensee in all states east of the Mississippi 
and quite another to provide that the licensor will stay west of the 
Mississippi and the licensee will confine his activities to those 
states east of that river. In the former case there is no true divi- 
sion of territories because no limitation is imposed on the licensor. 
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17. A provision setting forth the basis for computing royal- 
ties and the time and manner of payment. 

Here again consideration should be given to the advisability 
of incorporating by reference, a separate document dealing with 
royalty payments and any other matters that the parties may 
wish to keep from competitors. 


18. Where the nature of the product lends itself to possible 
claims for product liability, i.e., claims for personal injury arising 
out of defects in the product, the license agreement should pro- 
vide that the licensee will maintain adequate insurance protecting 
the licensor from such claims. 


19. A statement as to the non-transferability of the license 
either voluntarily or by operation of law. 

20. The country or state whose laws shall apply in the con- 
struction of the license agreement. 

Such a provision is particularly important in the licensing 
of trademarks in foreign countries where the laws are not always 
clear and in some instances are in a state of flux. The incorpora- 
tion of such a provision fixes a standard. 

21. A provision that any dispute arising under the agreement 
shall be arbitrated and that such arbitration shall be held in the 
jurisdiction where the licensor has its principal place of business. 

This has the effect of conferring jurisdiction on the forum 
where the licensor has its principal place of business and avoids 
the possible necessity of the licensor having to appear before an 
unfriendly forum at a place so far removed geographically as to 
result in expensive and inconvenient litigation. It is recognized 
that such an arbitration provision in a trademark licensing agree- 
ment has been criticized and, in fact, the statement has been made 
that ‘‘with respect to the validity of a trademark license such a 
provision appears fatal.’’* 

However, I know of no case supporting such a holding and 
there appears to be little reason therefor. While it has been 
stated that an arbitration provision affects the right of control 
in the licensor due to the very nature of the arbitration pro- 
cedure and the fact that ‘‘the standards observed by the arbitra- 
tors replace the standard of the licensor, not to mention those of 


35. Sage, Trade-Mark Licenses and “Control”, 43 TMR 675, 690 (1953). 








150 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


the courts’’,** it seems to me there is no greater replacement here 
than there was with respect to the standards observed by the 
testing bureau in Crown Fabrics Corp. v. American Viscose Corp.” 

I have heretofore discussed the provisions that should appear 
in the license agreement particularly with respect to the exercise 
of control by the licensor. It must be realized, however, that 
paper control is not enough. Not only must there be provision in 
the agreement for control by the licensor, but there must be an 
actual exercise of such control. 

It will be recalled that in denying the motion to dismiss the 
complaint in Manischewitz Food Products, Inc. v. Rosenberg, 
supra, the court stated that ‘‘whether plaintiff failed to take 
reasonable precautions to exercise its power under the license 
agreement is another question. Under a motion to dismiss the 
complaint we must assume the contrary.’’ 

The mere fact of conformity of the licensee’s product to the 
standards of the licensor may go far to prove that the licensor 
has exercised effective control, but it would not necessarily 
show it.** 

To avoid any tendency on the part of the licensor to rely on 
the good faith of the licensee without exercising the control pro- 
vided for in the license agreement, it is advisable for counsel rep- 
resenting the licensor, to submit simultaneously with the license 
agreement, a memorandum emphasizing the importance of actual 
control by the licensor. 

While I know of no case where the question has been raised, 
there is always the possibility of a court, in a suit instituted by 
a consumer predicated on defective quality, imposing liability on 
the defendant licensor on the premise that in failing to exercise 
control, the licensor was derelict in his duty to the consuming pub- 
lic. Consequently the licensor should be sure to exercise control, 
not only for the purpose of maintaining the integrity of his mark, 
but for the additional purpose of avoiding possible product lia- 
bility. 

In DuPont v. Celanese,*® The Court of Customs and Patent 
Appeals had before it a petition to cancel a trademark registra- 


36. Sage, supra. 

37. 145 F.2d 246 (C.C.P.A. 1944). See footnote 25 supra. 

38. Schniderman, Trade-Mark Licensing—a Saga of Fantasy and Fact, 14 Law & 
Contemp. Probl. No. 2 p. 248, 264 (1949). 

39. E. I. duPont de Nemours § Co. v. Celanese Corp. of America, 167 F.2d 484, 
38 TMR 666 (C.C.P.A. 1948). 
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tion because the registrant had entered into a non-exclusive 
license agreement granting to another the right to employ regis- 
trant’s mark in connection with dyestuffs. On an appeal from 
an affirmance by the Commissioner of Patents of the decision of 
the Examiner of Interferences granting registrant’s motion to 
dismiss the petition for cancellation, the court, in affirming, noted 
the absence in the petition of any allegation that the material 
terms of the agreement were not fully carried out by each of the 
parties thereto. It would appear, therefore, that the burden of 
proving non-exercise of control is on the party attacking the 
license. 

However, regardless of who may have the burden of proof, 
and particularly in view of the vigorous dissent in this case, it 
is most desirable that control be exercised in all instances thus 
avoiding the question. 


Licensing in Foreign Countries 


The licensing of the use of trademarks in foreign countries 
has come to be a most important subject. High tariffs, import 
quotas and licenses, discriminatory taxation and currency restric- 
tions often make it impractical if not impossible for the United 
States owner of a mark to ship his goods abroad. Yet, with the 
widespread coverage of marks by means of our many channels 
of communication, marks used only in the United States often 
have a substantial and potential value abroad. In many instances 
this value means nothing unless the owner licenses foreign con- 
cerns to use the mark on products manufactured and sold in 
foreign countries. 

Up to this point we have been discussing the licensing of a 
trademark as affected by the common law concept that a trade- 
mark is more than a naked property right. This of course, is the 
law in the United States. It is also the law in Great Britain and 
the countries of the British Commonwealth. 

In the civil law countries, however, and particularly in Latin 
America, a trademark is looked upon as property indistinguish- 
able from other kinds of property, and the rights flowing there- 
from are not construed as coupled with a public interest. Con- 
sequently in such countries the licensor of a trademark need not 
retain control. 
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Again referring to Latin America, certain countries, notably 
Chile, Cuba and Honduras, while having no specific provisions in 
their laws, do as a matter of practice, permit the recording of 
trademark licenses. The laws of Mexico and Brazil affirmatively 
provide for the recording of licenses, though the failure to do so 
apparently does not invalidate the mark. 

Wherever possible, the license agreement should be recorded, 
not only because notice is thereby given that the licensee’s right 
to use the mark is terminable in accordance with the agreement, 
but also because use by the licensee prima facie meets the user 
requirements of these countries, if the license has been recorded. 

Holland permits licensing but use by the licensee does not inure 
to the benefit of the licensor. Consequently the trademark owner 
should, at least once every three years, ship into Holland goods 
bearing his trademark. 

Greece prohibits the use of a mark on goods which are not 
manufactured by the owner of the mark, except where the licensee 
merely assembles the product from components manufactured by 
the trademark owner and the assembly is under such owner’s 
instructions.*° 

In Belgium the license confers upon the licensee a right of 
co-ownership in the trademark. Here it is particularly advisable 
that the license agreement have the suggested provision affirma- 
tively stating that the licensee has no proprietary interest in the 
mark. 

Switzerland and Italy require supervision and control by the 
licensor. 

The laws of the other continental European countries recog- 
nize the validity of trademark licenses and raise no particular 
problems with respect thereto. 

iven though Great Britain and certain countries of the 
British Commonwealth, notably Australia, Canada, the Union of 
South Africa and India, recognize that a trademark is more than 
a naked property right, one other than the trademark owner may 
be permitted to use the mark provided (1) the specifications and 
standards of licensee’s product are either those of the licensor’s 
product or are approved by the licensor, (2) the licensor has the 
right to inspect the licensee’s manufacturing procedure and the 


40. Wortmann, supra p. 1270. 
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finished products bearing the licensed mark, and (3) the permitted 
user or licensee is registered as such permitted user. However 
there need be no agreement as to specifications and right to 
inspect where the licensor has stock control over the licensee as 
it is assumed that these requirements will be met as a result of 
the stock control. 

The permitted use of any trademark by one other than the 
owner in those countries of the British Commonwealth which 
follow the pre-1938 British law that made no provision for a 
registered user, is likely to render such mark invalid. 

It is submitted that the British Registered User approach to the 
problem of licensing trademarks is much more realistic than ours. 
While both are founded on the postulate that the public interest 
is involved in the licensing of a trademark, the British approach 
requires an actual recording of the fact that there is a license 
or registered user, thus substantially lessening the possibility 
of deception. The record always shows not only the fact of the 
license, but the name and address of the trademark owner and 
registered user. 

In the United States on the other hand, it is possible to 
license a trademark with no notice whatsoever to the public. While 
it is true that a properly drawn and properly administered agree- 
ment assure the purchasing public of continuity of quality, it 
would seem that the public is entitled to know of the existence of 
such a license so that the purchaser can determine for himself, 
whether he wishes to rely on the assumption that the requisite 
control has been exercised. 

To this end it might be well if our law went even further 
than the British registered user provisions, and required an 
affirmative statement wherever the licensed mark is used, setting 
forth the fact of the license and the names and addresses of the 
licensor and licensee. 

In conclusion, it is suggested that, regardless of whether 
the law of the particular country where the mark is to be used 
requires control by the licensor, the license agreement should pro- 
vide for and the licensor should exercise such control. The provi- 
sion for and the exercise of such control will maintain the integrity 
of the licensed mark and avoid the dissipation of its value to 
the trademark owner. 
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THE ROLE OF PUBLIC SURVEYS 
IN UNFAIR COMPETITION CASES* 


By Oliver P. Howes, Jr.** 


Actual confusion or likelihood of confusion is the basic issue 
in trademark infringement and unfair competition cases. Likeli- 
hood of confusion is a nebulous concept and difficult to establish 
by evidentiary proof. Actual confusion is more easily proved if 
the witness who was actually confused is found. However, the 
vast majority of instances of actual confusion may never be 
reported as the confused purchaser may never become aware of 
his mistake. Secondly, no one likes to admit he has made a mistake. 
Therefore, it has been found useful to conduct surveys of the 
public to establish likelihood of confusion and to find confusion 
witnesses among members of the public. 

It is customary to make such surveys before the complaint is 
filed where there is any doubt of likelihood of confusion. If it is 
believed that there is no doubt as to the likelihood of confusion, 
the conducting of the survey may wait until after the complaint 
is filed. 

The choice of material to be used in conducting the survey 
may be arrived at in many different ways, with the objective of 
approximating the market conditions under which the product 
under investigation will be and is sold. Naturally, these conditions 
cannot be reproduced with clinical exactness, but an attempt should 
be made to capture the same spontaneity of response that would 
be present in the market place. For this reason, an actual specimen 
of the infringer’s package or product is the ideal item to use in 
the survey. However, it may be necessary to use an example of 
the defendant’s infringement which is not the most flagrant in- 
fringement in order to present to the public an item with which 
they may be very familiar. In this connection, if an advertisement 
is to be used rather than the actual product, it is better to choose 
the advertisement from a magazine or newspaper of general cir- 
culation rather than a trade journal or house organ. Furthermore, 


in the attempt to approximate market conditions and present to 


* Based on lecture delivered before the Practising Law Institute on October 19, 
1955, New York City. 

** Member of the Bar of the State of New York, associated with the law firm of 
Nims, Martin, Halliday, Whitman & Williamson, New York. 
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the segment of the public being interviewed an item with which 
it is likely to be familiar in its daily lives, the survey must be 
restricted at times to specific segments of the public, such as 
doctors, farmers or mechanics. 


In formulating the questions for the questionnaire, there 
should be kept in mind at all times the ultimate use to be made 
of the survey and its results, namely, the presentation of the 
evidence to the Court. Therefore, leading questions and trick 
questions should be avoided. Furthermore, the questions and the 
answers thereto of each interview which it will be contended show 
confusion of the defendant’s product with the plaintiff’s product, 
should appear on the face of the questionnaire without any need 
for additional information to be supplied by the party conducting 
the survey. 

The cooperation of the public, the facility of tabulating the 
results, and the convenience of the court in following the results 
of the survey will vary inversely with the length and the number 
of questions. The shorter and less involved ‘the question the more 
spontaneous the answer and the more reliable the result. A busy 
housewife, or storekeeper will be much more apt to cooperate in 
answering three brief questions than if a page or two of questions 
is involved. 

The selection of the geographic area in which to conduct 
surveys is determined to a large extent by the decisions regarding 
jurisdiction and venue. 


Some surveys cannot be run on a house-to-house basis because 
of the nature of the product involved. There are cases where the 
interviewers must be limited to certain types of business establish- 
ments such as garages, service stations and automotive supply 
stores, or to certain groups of people such as doctors or druggists. 
In the event such limitation is necessary, specific instructions to 
the interviewers will be required. 


Of course, it is important in all cases that the interviewers 
be uninformed as to the subject matter under investigation in 
order to avoid bias and obtain impartial results. 

Upon completing the survey, the interviewers should execute 
affidavits setting forth in detail the facts of the conduct of the 
survey. 
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As will be pointed out later in connection with the admissi- 
bility of survey evidence, the arguments against the introduction 
of survey results should not be directed to their admissability, 
but to the weight to be given them by the Court Therefore, one 
of the most important aspects of the entire survey is the public 
witnesses who will appear before the Court. These witnesses will 
demonstrate the objectivity of the survey and corroborate the tes- 
timony of the survey interviewers. In selecting public witnesses 
for trial, it is advisable to call only persons who appear on the 
face of the questionnaire to be confused. 

At the trial, the survey interviewers should be put on the 
stand to testify to the manner in which the survey was conducted, 
to be followed by the public witnesses. 

It has been found advantageous to subpoena all public wit- 
nesses. The purpose of the subpoena is several-fold. It will tend 
to encourage an appearance even though the witness has acquired 
last minute ‘‘stage fright’’. Beyond that, it will serve, when the 
witness is on the stand, to supply answers to two questions which 
are likely to be asked: ‘‘ Why are you here?’’ and ‘‘ Are you being 
paid?’’ The witness should be advised that he is being paid the 
legal subpoena fees and mileage allowance granted by law but is 
not being paid for his testimony. 

Throughout the organization and conduct of the survey, the 
object has been to produce evidence of confusion—evidence which 
can be presented to the Court. We now consider how these tests 
are received by the Court. 

The objection is frequently raised that they are irrelevant 
and immaterial. In the alternative, they are objected to as un- 
reliable hearsay. 

The Courts have repeatedly held that survey evidence is 
competent and relevant. In two well-known cases involving sur- 
vey evidence in trademark and unfair competition actions, house- 
wives were shown the defendant’s product and asked who they 
thought made the product. The issue was trademark infringement 
and the basic test was likelihood of confusion of the public. In 
holding the survey evidence competent in Oneida Ltd. v. National 
Silver Co.’ the Court said (p. 43): 

‘<* * * These persons, though not customers of a store, were 


1. 25 N.Y.S. 2d 271, 31 TMR 64 (N.Y. Sup. Ct. 1940). 
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members of the public and may be regarded as potential 
purchasers.’’ 


In the other case referred to above, the Court held that survey 
testimony by numerous housewives was competent and relevant: 


‘‘There was also introduced by the plaintiff the evidence 
of numerous housewives, who testified that they had been 
shown bottles of the defendant’s beverage on which were 
displayed the defendant’s trade name, and had been asked 
whether they had any thought as to who made the product, 
and that they had said, ‘the Coca-Cola Company’ or ‘Coca- 
Cola people’ or ‘Coca-Cola.’ It is true that, at the trial, on 
cross-examination, many of them indicated that their confusion 
had resulted from use of the word ‘Cola’ in the defendant’s 
trade name. They admitted the obvious distinction between 
the words ‘Cleo’ and ‘Coca,’ and none testified that they had 
actually been deceived into purchasing Cleo Cola for Coca- 
Cola. Nevertheless, we think that this evidence was competent 
and relevant. It bore upon the issue whether the trade name 
‘Cleo Cola,’ when dressed in substantially the same raiment 
as the trademark ‘Coca-Cola,’ was, or was likely to be, decep- 
tive and confusing.’” 


Survey evidence was held competent in a leading trademark 
suit in the Third Cireuit* in which Cireuit Judge Biggs said (p. 
776) : 

‘‘Investigating crews engaged by Procter & Gamble en- 
countered like confusion in the public mind. Independent 
market research investigations demonstrated a similar result. 
Though testimony to the opposite effect appears in the record, 
we reach the conclusion that the confusion which resulted 
was not the result of the stupidity of individual purchasers, 
but was to be expected by reason of the similarity of the names 
of two products and the confusion was heightened by the ad- 
vertising upon which the Prescott Company embarked.”’ 


In a later case* survey evidence was held to be admissible 
and was construed to be ‘‘strong testimony.’’ Circuit Judge 
McLaughlin said (p. 753): 


‘‘Strong testimony was presented supporting the peti- 
tioner’s proposition that ‘Alpacuna’ is a proper trade name 
for the particular coats and that the name does not represent 


2. Cleo Syrup Corporation vy. Coca-Cola Co., 139 F. 2d 416, 418-19, 34 TMR 34 
(C.A. 8, 1943); cert. den. 321 U.S. 781 (1944). 

3. Procter §& Gamble Co. v. J. L. Prescott Co., 102 F. 2d 773, 29 TMR 105 
(C.A. 3, 1939). 

4. Jacob Siegel Co. v. Federal Trade Commission, 150 F. 2d 751 (C.A. 3, 1944). 
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to the public that the coats contain vieuna fiber. There was 
evidence of a poll taken in the particular section of a large 
New York department store where such coats were sold. Over 
200 customers chosen at random were questioned and not one 
of them declared that the name ‘Alpacuna’ indicated vicuna 
to them.’’ 


This rule was followed in another leading case involving a 
libel charging economic adulteration of an orange beverage where 
the Government made surveys and collated answers to determine 
what people thought was contained in the beverage. The surveys 
collating answers given by 3,500 people to questionnaires were 
objected to on the ground that they were hearsay and therefore 
inadmissible.’ It was held that the surveys were admissible and 
not hearsay. The Court said (p. 974): 

‘‘The principal contention, however, was that the sur- 
veys were hearsay and therefore inadmissible. The hearsay 
objection is unfounded. For the statements of the persons 
interviewed were not offered for the truthfulness of their 
assertions as to the composition of the beverage. They were 
not offered to prove that Bireley’s Orange Beverage is or is 
not orange juice. They were offered solely to show as a fact 
the reaction of ordinary householders and others of the pub- 
lic generally when shown a bottle of Bireley’s Orange Bev- 
erage. Only the credibility of those who took the statements 
was involved and they were before the court. The technical 
adequacy of the surveys was a matter of the weight to be 
attached to them. And claimant was properly permitted to in- 
troduce elaborate testimony on this point.’’ 


The theory of the Bireley Orange Beverage case, supra, that 
an objection to survey evidence on the ground that it is hearsay 
is unfounded and that the technical adequacy of the surveys was 
a matter of the weight to be attached to them rather than of 
their admissibility, finds further support in a recent decision by 
the Seventh Circuit.’ There the Court stated (p. 387): 

‘Obviously the value of a survey depends upon the man- 
ner in which it was conducted—whether the techniques used 
were slanted or fair. For instance, the Commission here con- 


tends that the form of, and the manner of asking the ques- 
tions excluded the possibility of potential consumers answer- 


5. U.S8.v. 88 Cases More or Less Containing Bireley’s Orange Beverage, 187 F. 2d 
967 (C.A. 3, 1951); cert. den. 342 U. S. 861. 

6. Rhodes Pharmacal Co. v. Federal Trade Commission, 208 F. 2d 382 (C.A. 7, 
1954). 
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ing that the advertisements made representations both as to 
treatment and cure, as well as to provide relief from pain. 

‘In Quaker Oats Co. v. General Mills, 7 Cir. 134 F. 2d 
429, 433, we stated that all the evidence obtained in that case 
by the surveys could be disregarded and the plaintiff would 
still prevail. However, we did not say then, and we do not say 
now, that evidence obtained as a result of a survey is of no 
probative value.’’ 

Summary 


The survey and its results have been conducted and obtained 
for presentation to the Court. From the formulation of the ques- 
tions to the testimony of the public witnesses at the trial, any 
conduct which might possibly be questioned has been avoided. 

The questions on the questionnaire were not leading or trick 
questions. 

The survey interviewers were given specific, detailed written 
instructions, and were uninformed as to the purpose of the survey. 

Lawyers have supervised the operation of the survey through- 
out and facts, not opinions, have been sought. 

What is achieved by this method is the honest record of a 
survey of an impartial segment of the public, conducted in good 
faith. In the light of the safeguards employed by the lawyer in 
charge of the survey, the Court should recognize the accuracy of 
this data and the valuable service it can render the Court in its 
task of protecting the public and the interests of the parties. 
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HINTS ON HOW TO PROTECT THAT TRADEMARK 
By Robert Hays* 


The owners of trademarks rightly feel frustrated and angry 
when they see misuse of their trademarks in print. These owners 
should be concerned, of course, for ‘‘ Among the more serious of 
the ways in which trademarks may be lost is the ever-lurking, 
potential danger that the trademark will become a ‘common 
descriptive’ or ‘generic’ term, in which case it falls into the 
public domain and the right to its exclusive use, which is what 
gives it value, ceases to exist.’’ [The National Better Business 
Bureau, Inc., Do’s and Don’ts in Advertising Copy, March, 1953, 
Section 2.] And, as happened with such notable trademarks as 
‘‘aspirin,’’ ‘‘cellophane,’’ and ‘‘linoleum,’’ trademarks can, by 
dilution through improper usage, pass into the common vocabulary 
as generic terms. 

Owners of the trademarks no doubt wonder why teachers, 
publishers, and editors should misspell a trademark. It is strange 
that a writer who can spell ‘‘acrylic plastic’’ correctly should 
misspell Lucite as ‘‘lucite’’ or ‘‘lusight’’ or even worse. But 
an owner’s difficulty in protecting his trademark from misspelling, 
from failure to properly capitalize the mark, and from improper 
hyphenation of the mark results from one cause: the writers, 
teachers, publishers, and editors simply did not learn in school to 
treat trademarks as established proper names. Books on grammar 
and composition did not state the rules for treating trademarks. 

A recent survey of such books showed how insufficiently the 
textbooks used in schools treat trademarks. Table 1 shows the 
result of this inspection of thirteen books on grammar, composi- 
tion, and report writing. These thirteen books, chosen at random, 
include eight typical of those in college composition courses and 
five typical of the texts used in specialized communications 
courses for engineers and technicians. Further, as Table 2 shows, 
these texts represent offerings from eight of America’s leading 
publishers. 

Table 1 shows that not one of the texts examined contained 
any instructions for spelling trademarks and commercial names. 





* Assistant Professor of English and head of English Department, Southern 
Technical Institute Chamblee, Georgia. 
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Ironically enough, Text ‘‘E’’ included, as a difficult word to spell, 
a trademark lost by its becoming a generic term, ‘‘aspirin.’’ Most 
of the texts contained exhortations about the need for proper 
spelling. Text ‘‘D’’ offered several eloquent pages about proof- 
reading to ensure proper spelling, and the section on spelling in 
Text ‘‘L’’ began with an axiom: ‘‘Faulty spelling is the most 
obvious sign of illiteracy.’’ But even Text ‘‘M,’’ a full booklet 
of spelling rules and examples, did not urge the readers to spell 
a trademark in the way preferred by its owner. 

The record was only slightly more encouraging in rules deal- 
ing with capitalization. As Table 1 shows, Texts ‘‘A,’’ ‘‘G,’’ ‘‘J,’’ 
and ‘‘K’’ offered rules for capitalizing proper names, but only 
by implication did these rules include trademarks. None of the 
thirteen texts classified trademarks correctly as proper adjectives. 
Text ‘‘B’’ did include as one example of a capitalization rule 
GENERAL MOTORS CORPORATION. However, many of the usages listed 
as examples in Text ‘‘B’’ would trouble a student in later life 
more frequently than the proper capitalization of two examples 
cited: PIPPA PASSES and PARADISE Lost. Text ‘‘L’’ quoted several 
lines of poetry to show Herrick’s capitalization. [Herrick was a 
seventeenth-century British poet.] But Text ‘‘L’’ did not suggest 
that writers should spell the name of a popular beverage coca-coLa 
and not ‘‘coca-cola.’’ Texts ‘‘H’’ and ‘‘I’’ selected, to illustrate 
rules of capitalization, proper names like miLtronic and THE NEW 
STONE aGE. Apparently the books on grammar can offer as a rule 
for capitalizing trademarks only the implication that a writer 
should capitalize trademarks because they are proper names. 

The books on composition presented capitalization and spell- 
ing inadequately; but they gave an even poorer treatment of 
hyphenation. Admittedly, hyphenation is difficult. The Govern- 
ment Printing Office Style Manual, for example, lists 52 rules for 
hyphenation, compounding, and writing as separate words. [Gov- 
ernment Printing Office Style Manual. Washington, the Govern- 
ment Printing Office, 1953, abridged and revised edition, pp. 63-69, 
133.] But not one of the thirteen texts surveyed even mentioned 
hyphenation of trademarks like coca-coLa, My-T-FINE, and KEN-L- 
RATION. 

With his texts giving little or no attention to the important 
rules for spelling, capitalizing, and hyphenating trademarks, a 
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student who later becomes a writer, editor, publisher, teacher, or 
businessman hardly recognizes the importance of properly treat- 
ing such marks. The question naturally arises, then, ‘‘What can 
be done to put the proper rules in the grammar books used in 
schools?’’ The most sensible solution to this problem would be 
for owners of trademarks to take four steps: 1. Formulate clearly, 
with current examples, the rules which grammar books should 
contain. 2. Write the major publishers of textbooks to request 
that authors be encouraged to include these rules in future texts. 
3. Write letters and articles to the professional journals read by 
the English teachers. 4. Circularize the English teachers or compo- 
sition teachers at their professional meetings and through their 
colleges and high schools. 


Step 1 could be taken easily. Rules for treating trademarks 
and commercial names should include the following: 


a. Spell a trademark or commercial name the way its owners 
prefer it spelled. Even though ‘‘u’’ usually follows ‘‘q’’ in Eng- 
lish, if the owner of a trademark wants his mark spelled torgo- 
METER, then a writer should follow suit. And, even if ‘‘glass’’ has 
a double ‘‘s’’ at the end of the word, a writer should observe the 


owner’s wishes in spelling FrpeRGLAs with a single ‘‘s.”’ 


b. Capitalize the first letter of a trademark unless [rarely] 
the owner does not wish his trademark capitalized. Capitalizing 
the first letter of vASELINE and LISTERINE has as much validity as 
capitalizing the first letter of ‘‘Constantine’’. All three words are 
proper names. 


ce. Hyphenate a trademark if its owner spells it with a hy- 
phen. The rules of hyphenation are so confused that writers 
should welcome one clearly defined rule. 


d. Use a trademark only as a trademark; that is, use a 
trademark as a proper adjective, preferably to precede the gen- 
eric term, rather than as a common noun standing alone. Thus, 
a writer uses the phrases vAsELINE petroleum jelly and LISTERINE 
antiseptic. 

e. In matter to be printed, designate the trademark as a 
trademark, either by reference in the context, or by asterisk keyed 
to a footnote. Thus a writer might write pacron* polyester fiber. 
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f. Do not make a trademark another part of speech. Es- 
pecially, do not make a trademark a possessive or a verb. For 
instance, a writer should avoid writing about ‘‘Masoniting a 
cabinet.’’ 

Accomplishing step 2 with tangible results would not be so 
simple. It would of course be easy to send the rules listed in this 
article to the numerous publishers. But the letter accompanying 
the rules would need subtle, tactful statement. The publishers 
should be asked to help invite the attention of authors to the rules 
for trademark usage. Further sympathy should result from re- 
minding the publishers of articles about trademarks. [ e.g., ‘‘Shop 
Talk at Thirty,’’ Editor & Publisher. New York, Editor & Pub- 
lisher, June 7, 1952. ] 


Steps 3 and 4 which call for reaching the teachers of English 
and composition courses, would be even more difficult. Any com- 
munication to these teachers should include, before the statement 
of rules, two features: (a) an appeal for help from a group which 
can influence students and (b) a brief history of successful and 
unsuccessful trademark practices. 

Any difficulty inherent in these steps should not preclude 
their use. Two companies have already taken action similar to 
that suggested. Two excellent pamphlets published by the du 
Pont Company, ‘‘How To Use the Trademark Dacron in Print,’’ 
and ‘‘How To Use the Trademark Orlon wm Print,’’ and the Coca- 
Cola Company’s booklet ‘‘The Case for the Upper Case’’ give in- 
structions for treating trademarks in general. Perhaps such pub- 
lications, just as important, provide evidence of maintenance of 
trademarks, evidence which could be useful in future litigation. 


Certainly, Table 1 shows that steps should be taken. The 
time to prevent trademark troubles comes before the instigation 
of legal proceedings. It is too late to insist on the capitalization 
of ‘‘cellophane’’ after the dictionary appears on the bookstore’s 
shelves. Educating the educators, the writers, the editors, and the 
publishers will help educate the general public and help protect 
a trademark. 
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TABLE 2 


PUBLISHERS OF TEXTS ON GRAMMAR AND COMPOSITION 
SURVEYED IN TABLE 1 


Number 
of Texts 
Publishers* Examined t 
EE EP Pre eT 1 
2. Harcourt, Brace and Company.................... 1 
3. Houghton Mifflin Company....................... 1 
GF I, BAe epee bi cekeceees ceed ura 3 
Fe ie I ow hacda'ecdectedeschasecess 1 
6. Scott, Foresman and Company.................... 2 
Fe: ID FI gb. os ave am cocks eesue cence. 2 
8. The Ronald Press Company.....................- 2 





* In alphabetical order, rather than in order of texts surveyed in Table 1. 
t To eliminate a slanted survey, chosen at random by selecting a row of books on the 
author’s shelves. 
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TRADE MARK PRACTICE* 
By Frederick G. Aubrey** 

This subject originated with the somewhat impressive title, 
‘*Special Considerations in Trade Mark Practice under the new 
Canadian Act’’, but as it developed it became more of a little 
junket into the realm of trade mark practice. It seemed to me 
that there were many points of interest which could hardly be 
termed, ‘‘Special Considerations’’, but which are nevertheless 
of interest to all of us. No doubt some will be familiar to you 
but I am hopeful that others will have at least an element of 
novelty. In order to introduce some continuity I propose to 
deal with the subject from the preparation of the application, 
through the various stages of prosecution, to allowance. 

Turning first to the trade mark itself, the Registrar has 
awarded registration to the names of historical characters with- 
out proof of distinctiveness under s. 12(2) of the Trade Marks 
Act, 1952-53 (Can.), c¢. 49. Actually, Wm. PenN was moved 
to registration notwithstanding the fact that there are people 
bearing that name today. The Registrar originally objected un- 
der s. 12(1) (a) but was persuaded to withdraw the objection 
on the ground that the name means to the average person the 
founder of Pennsylvania. 

On the other hand, applications involving the words Davey 
Crocket, and I am sure that everyone here has filed at least one 
application, have, as you know, been rejected under s. 12(1) (a). 
I believe that I reflect the Registrar’s opinion when I suggest 
that each case must be judged on its merits but a trade mark 
involving the Christian name and surname of a well-known his- 
torical figure will likely be awarded registration. A surname, 
standing alone, of a well-known historical figure who is identi- 
fied in the public mind by his surname, such as Shakespeare, 
will likely be awarded registration without proof of distinctive- 
ness. Of course the person must have been dead for more than 
thirty years. 

Any Christian name will be awarded registration provided 
that it is not also a surname. 


* Paper read before The Patent Institute of Canada on September 29, 1955, 
Montreal. Reprinted by permission from the Canadian Patent Reporter, November 1955. 

** Fellow of The Patent Institute of Canada, associated with the law firm Gowling, 
MacTavish, Osborne & Henderson, Ottawa, Canada. 
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The words ‘‘primarily merely’’ in s. 12(1) (a) are exceed- 
ingly helpful as you know, in general they do clarify the issue. 
However, my experience has been that with a general tightening 
up in office practice they must be treated with care. For example, 
an application involving the words CarLeTon SquaRE was tenta- 
tively rejected on the ground that the word CarLeTon was merely 
the surname of an individual and disentitled to registration under 
s. 12(1) (a) and the word Square was considered to be descrip- 
tive of the character of the wares. The office subsequently accepted 
the proposition that, in the combination, the word Car.Leton could 
not be considered to be primarily merely a surname. In short, 
what an attorney may decide is a reasonably clear cut proposition 
can meet with difficulty in the Trade Marks Office. 

Finally, I should add that the Peggy Sage case [[1935], 4 
D.L.R. 151, 8.C.R. 539] is no longer applicable and purely fic- 
titious names will be accepted for registration. The practice is 
for the Examining Officers to check larger directories available 
to them and, of course, if the name is found one can hardly sup- 
port the proposition that the mark is a ‘‘fictitious name’’. If 
the Examiners fail to find the name in a directory but it would 
seem to be a likely name of a person the Office will reject the 
application under s. 12(1) (a) in an initial action. However, 
having fired the ‘‘shot in the dark’’ the Office is prepared to 
surrender if a reasonably strong salvo, in the form of argument, 
is submitted. 

Corporate names may of course be trade marks and the 
issue turns on the nature of the corporate name. That is to say, 
a trade mark consisting of the company name Smita Limirep 
would be denied registration on the ground that it is primarily 
merely a surname just as the single word Smith would be de- 
nied registration. 

Similarly, a company known as Montreat Liuirep would be 
denied registration on geographical grounds, Perfection Limited 
on descriptive grounds, ete. A company with a purely arbi- 
trary word such as Soco Company LimitTep would be awarded 
registration and the present practice is to require a disclaimer of 
the words Company and Limited. 

The Registrar will now accept for registration a trade mark 
involving a single letter naked of design elements which, of 
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course, we could not obtain under the Unfair Competition Act, 
1932 (Can.), c. 38. 

Finally, it is useful to note that a word in a composite mark 
which would ordinarily be required to be disclaimed will not be 
so required if it has been registered as a word mark for the 
same wares under an earlier Act. Obviously, surnames are most 
likely to appear in this category. The Registrar takes the position 
that the disclaimer would deny the earlier registration which 
emanated from his office. For example, the word SmirH’s may 
have been registered under the Unfair Competition Act for use 
with orange juice and the owner may now desire to register the 
entire label as a composite mark. The Registrar will accept the 
new application embracing the entire label and will not require 
a disclaimer of the word SmirH’s. 

If a new application, embracing the compound mark, that is 
the entire mark, was filed for registration with new wares, such 
as prune juice, it would be necessary to disclaim the word SmirH’s 
or apply for registration under s. 12(2). 

If the original registration, covering the word SmiruH’s stand- 
ing alone for use with orange juice, was proposed to be extended 
to include prune juice the Registrar would require the application 
for extension to go under s. 12(2). 

In short, if additional wares are involved by means of an 
application for extension or in a new application for registration 
the Registrar does not consider himself bound by the initial 
registration. 

I have mentioned s. 12(2) but you will appreciate that if there 
is a foreign registration on which the applicant may rely it would 
also be possible to invoke the provisions of s. 14. 

The Registrar will permit a disclaimer of each word in the 
trade mark if the trade mark as a whole is registrable but each 
word, standing alone, is unregistrable. He will require a dis- 
claimer of the unregistrable element in a hyphenated word or, 
of course, two words but if the element which is unregistrable 
forms part of a single word which is capable of registration he 
will not then require the unregistrable portion to be disclaimed. 

No doubt many of you have been concerned with the general 
disclaimer which the Registrar often requests particularly when 
the reading matter includes the corporate name of the applicant. 
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The following form of disclaimer was, I understand, accepted by 
the Registrar of Trade Marks. 
The applicant disclaims the right to the exclusive use of the 
word Perrrection and the words SmirH Company LIMITED 
apart from the trade mark and does not waive its common- 
law right in the trade name. 


The Registrar will also accept: 
The applicant disclaims the right to the exclusive use, apart 
from the trade mark, of all of the reading matter for the 
purpose of this application and resultant registration. 


It seems to me that the latter disclaimer serves to point out the 
fact that the disclaimer is effective from a limited point of view 
and should not affect the owner in any other situation. In view of 
the provisions of s. 34 which provide that the disclaimer does not 
prejudice or affect the applicant’s rights it may be that the whole 
thing is unnecessary but I think it is useful to know that the Reg- 
istrar is prepared to accept considerable variation in a disclaimer. 

You will recall that a trade mark claimed in an application 
filed under s. 14 or s. 33 of the Trade Marks Act may differ from 
the trade mark registered in the country of origin provided that 
the difference arises out of elements that do not alter its distinc- 
tive character or affect its identity. It would appear that a trade 
mark claimed in an application filed under s. 16(2) must be abso- 
lutely identical with the trade mark in the foreign registration 
although the point has not been well-settled. It may happen that 
an attorney files an application for registration of a word in the 
Canadian Trade Marks Office and it is subsequently found that 
the trade mark covered by the foreign registration on which the 
application is based contains design elements. The Registrar will 
permit an application filed under s. 16(2) to be converted from 
a word to a composite mark provided that the design elements 
are of little significance. He will not permit the conversion if the 
design elements are of such a character as to affect the identity 
of the mark. The application will be awarded a new filing date 
as of the date of the filing of the drawings or specimens when 
the mark is converted because Rule 28 provides that either a draw- 
ing or a specimen must be filed to put the application in order to 
receive the filing date. 
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If desired an application filed under s. 14 and s. 33 may also 
be amended to convert them from a word mark application to a 
composite mark application provided that the change does not 
alter the distinctive character of the mark or affect its identity. 
However, the reason to convert is not compelling in the latter two 
examples because the Registrar would accept the word mark ap- 
plication in any event in view of the terms of s. 14(2) and s. 33. 

Before leaving s. 14 I should add that the section may be in- 
voked in support of some of the wares claimed in the application, 
if necessary, but it need not be invoked in support of all of the 
wares if such remaining wares do not need the assistance of s. 14. 
Similarly, a registration obtained under s. 14 (or s. 28(1)(d) of 
the old Act) can be extended to include additional wares without 
again resorting to s. 14 provided that such additional wares do 
not require its assistance. The reason is that an application for 
extension of wares rests on its own merits and whatever the situ- 
ation surrounding the original registration it should have no bear- 
ing on the application for extension of wares. 

Turning now to the wares our experience has been that this 
business of classification causes difficulty with clients and with 
associates who are not familiar with trade mark matters. I think, 
from the client’s or associate’s point of view, there are three tests 
which may be made in order to determine if the wares fall into 
the same class: 


1. If they can be embraced within a class name such as toilet- 
ries or household appliances or pharmaceuticals or petroleum 
products the office will generally accept them as falling into a 
single class. 


2. If they are ordinarily dealt in by the same classes of per- 
sons for example each department of a departmental store. 


3. If they are ordinarily used in the same manner or circum- 
stances as for example various types of laboratory equipment. 

Of course, one cannot be dogmatic and there is always some 
danger in examples but the three tests will generally lead to a 
reasonably sound result. 

The Registrar will no longer permit superfluous matter to be 
introduced in an application which is, I think, a good thing. An 
application was recently filed, prepared by a foreign associate, 
in which reference was made to a foreign registration. The appli- 
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cation was not based in any way on the registration and the Regis- 
trar required an amendment to delete the information relating to 
the foreign registration. 

The drawing of the trade mark should be limited to the 
features which form the mark. Thus a photostatic representation 
of a label or carton which includes directions for use of the com- 
modity, the net contents, the sale price and the like is not in fact 
a true representation of the trade mark. 

While photostatic drawings are accepted they are not the most 
desirable since it seems difficult to obtain photostats which are true 
black and white. Drawings in various shades of grey cannot be 
reproduced accurately and in addition detract considerably from 
the appearance of the Journal. 

Each of the foregoing comments reflect, exactly, the attitude 
of the Office. Obviously they raise contentious issues which I do 
not propose to discuss. I give them to you because they serve to 
show that the Registrar and his Examiners are concerned with 
the type of drawings which have been submitted and I have the 
impression that the Office will become much more strict with respect 
to the drawings in view of the difficulties which they are presently 
experiencing in their reproduction in the Journal. 

Turning now to prosecution of the application I have little of 
special interest with respect to the initial examination by the Office. 
In general, the examination is somewhat stricter than in the past 
but I am sure that this is news to none of you. Obviously there 
can be no informal opposition but it is worthy of note, I think, to 
observe that the Registrar will accept a communication to direct 
his attention to a registration which the registrant may consider 
to be pertinent to the examination of an application. The sub- 
mission can be elaborated upon if the attention of the Office should 
be directed to an issue which is not readily apparent, as for ex- 
ample, the similarity of highly technical wares. The Registrar 
will not generally acknowledge the communication but it can serve 
a very useful purpose I believe. It has, on occasion, happened that 
the official searcher has not found the registration because of the 
method of indexing. 

Some attention may be paid to permitted amendments during 
the prosecution. In general, Rule 36 is clear but Rule 36(c) re- 
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lating to a change of date of first use or making known in Canada 
is possibly of interest because of the attitude of the Registrar. 
Where, on the face of it, no obvious benefit arises by the change 
to an earlier date the Registrar will be satisfied with very little 
evidence. A statement that the date initially introduced in the 
application was erroneous will serve the purpose. On the other 
hand, where a very real benefit can be foreseen, as in conflict be- 
tween rival applicants, the Registrar will demand much more com- 
plete evidence to satisfy him that in fact the new date is justifiable. 


I had initially thought that the Office was not taking advantage 
of s. 36(3) which, you will recall, provides that if the Registrar 
is in doubt he shall notify the owner of the registered trade mark 
in issue of the advertisement of the application. However, I find 
that he is on occasion using the section which conceivably, can be 
helpful to all of us. 

Finally, the practice of giving at least three actions under the 
Unfair Competition Act has been perpetuated under the Trade 
Marks Act. That is, in general, the attorney may expect two 
adverse actions before a final rejection in the third action. 

Assuming successful initial prosecution this leads us to adver- 
tisement and opposition procedure. 

In the case of advertisement and a notice under s. 36(3) to 
which I have referred earlier the Registrar now notifies the appli- 
cant that such a notice has been sent, in order that the applicant 
may have an opportunity to approach the registrant with the object 
of avoiding the opposition if possible. In general, a statement of 
opposition must be filed in the Trade Marks Office within one month 
from the advertisement of the application as you know. I think 
I share the general view that one month is, in many cases, in- 
sufficient time and certainly the Registrar has accepted this propo- 
sition. He will now grant an extension of one month automatically 
on request. It is not necessary to support the request for an exten- 
sion with any reason whatsoever but the name of the opposing 
party must be furnished with the request for an extension. 


The automatic extension is on the understanding that no 
further extension will be granted in ordinary circumstances. In 
special circumstances, particularly where both parties are in agree- 
ment, for example if negotiations of some kind are in progress, 
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he will grant an additional extension of time. The statement of 
opposition and the counter statement need set forth no more than 
the grounds on which the opposition or the counter statement are 
based and may be naked of support by factual material or case law. 
A counter statement was recently attacked on the basis that the 
grounds set forth in the counter statement were completely un- 
supported. The Registrar refused to accept the proposition and 
it seems to me that the provisions for the filing of evidence by way 
of affidavit or statutory declaration and the provisions for the 
filing of argument later gives support to the Registrar’s decision. 
The opposer or applicant may load the opposition and counter 
statement with as much support as possible if it seems expedient 
in the circumstances of course. 


You will recall, that under Rule 48(4) any party may re- 
quest a hearing within fourteen days after the month provided 
for the submission of argument. Obviously one is not likely to 
have the Registrar’s decision within fourteen days and just 
as obviously the successful party has no need to request a hear- 
ing. It points up a bit of a problem. In recent opposition pro- 
ceedings one of the parties terminated the written argument to 
the effect that if the decision went against him he desired the 
opportunity to be heard before the Registrar. In fact, the decision 
went with the party and I do not know what action the Registrar 
would have taken in the circumstances. The obvious cloud on 
this action is that it points out to the Registrar that the party, 
in this case the applicant, is not fully confident of his position. 


A similar problem is involved under s. 44 of the Act which has 
been resolved and I believe that the Registrar will attempt to 
introduce a practice which will meet the situation under opposi- 
tion proceedings. 


If I may digress for a moment s. 44 of the Act, as you know, 
provides for the expungement or for the amendment of a trade 
mark registration if the registrant is unable to furnish a statu- 
tory declaration attesting to the use of the trade mark or give 
good reason for the absence of such use. Where a registrant is 
forced to satisfy the Registrar with reasons explaining the non-use 
he has no means of knowing if the explanation will be accepted 
by the Registrar and, of course, he does not wish to request a 
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hearing unless or until he is positive that the written submission 
is unacceptable. In the case of s. 44 notices where an element of 
uncertainty exists the Registrar proposes to overcome this prob- 
lem by advising the registrant that it would appear from the 
evidence before him that the registration should be expunged 
or amended and that he will make his decision within a specified 
time unless a request for a hearing is filed in the Trade Marks 
Office in the meantime. The Registrar’s communication, while 
not in the form of a decision, puts the registrant on guard and 
unless he is unconcerned about the result he should request a 
hearing. 

A copy of the Registrar’s communication is sent to the 
person who requested the s. 44 notice in the first place together 
with a copy of the evidence filed in the Registrar’s Office so 
that either party may request a hearing. 

Now, assuming either that there is no opposition or an 
unsuccessful opposition, we come to the allowance of the applica- 
tion. The only note I have of interest relates to proposed mark 
applications. 

It is interesting to observe that, in the declaration attesting 
to the use of the mark it is not necessary to introduce the actual 
date of first use. However, on occasion, this has been done and 
the Registrar will accept the declaration in this form. As a 
matter of fact if the declarant indicates that the mark was used 
prior to the date of filing of the application, the Registrar will 
accept it on the ground that s. 39(2) imposes no lhmitations as 
to the time when use took place. My own view is that it would 
be improper to file a proposed mark application in a case where 
use of the mark took place prior to the filing date but if, through 
improper or confusing instructions, the application was filed it 
would certainly be imprudent to permit an applicant to file a 
declaration which discloses a date of first use earlier that the 
date of filing because the subsequent registration may, I think, 
be attacked on the ground that s. 29 (b) of the Act provides that 
in the case of a trade mark which has been used in Canada the 
applicant must give the date from which it was used by him or 
by his predecessor-in-title. 

And now a word about assignments. It is probably generally 
known that the practice of endorsing assignment documents has 
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been discontinued and if an assignment, in duplicate, is filed in 
the Trade Marks Office the duplicate copy is returned but, as 
I have indicated, without endorsement. The officer in charge 
of assignments has indicated that where a number of registra- 
tions or applications are involved in a single assignment there 
should be a covering letter relating to each mark in order that 
the covering letter may be placed on each file involved. Alterna- 
tively, sufficient copies of a single covering letter, which must 
have reference to each mark, may be filed. 

When an assignment is filed in the Trade Marks Office in the 
course of prosecution of an application, the Office will inform 
the original applicant or his agent and also notify the assignee 
and his agent that the transfer has been received and recognized 
and all further prosecution of the application will be the respon- 
sibility of the transferee or his agent. 

Although an amended application need not be filed to show 
the name of the transferee as applicant if, for any other reason 
an amended application is filed in the future then the amended 
application should be executed by or on behalf of the transferee 
and should name the transferee as the applicant and the original 
applicant as a predecessor in title. The Office takes the position 
that the filing of an amended application solely because of the 
transfer does not seem necessary because the application form 
does not, as under the Unfair Competition Act, form part of 
the certificate of registration. Rule 36(a) permits the amend- 
ment of the application to show the transferee as the applicant 
but does not necessarily require it. 

To record an assignment of a registered trade mark an appli- 
cation under Form 6 is not required, but to effect a change of 
name, it is necessary to apply under Form 6. Incidentally, a 
request for cancellation need not be made on Form 6 but it may 
be made only by the owner of a registration unless it is accom- 
panied by a power of attorney. 

It may be of some interest to indicate the time limits involved 
in the prosecution of applications. We may expect to receive 
the notification of the serial number and filing date approxi- 
mately ten days after the date of filing; there is some variation 
here because it turns on the number of applications filed at the 
particular period. The initial prosecution period is, of course, 
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variable; if no difficulties are encountered one may expect to 
receive the official request for the advertising fee approximately 
five months after the filing of the application. When the adver- 
tising fee is received particulars of the application are forwarded 
to the Queen’s Printer in approximately ten days and are pub- 
lished three weeks later in the Trade Marks Journal; that is, 
publication will take place approximately one month after the 
advertising fee is filed in the Trade Marks Office. 

Of course opposition proceedings are highly variable and no 
useful purpose would be served by attempting to indicate time 
limits. Assuming no opposition, the certificate of registration, 
except in the case of proposed mark applications will be mailed 
approximately two weeks after the opposition period has termi- 
nated. About seven months in all where no special delays are 
encountered. 
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COMMON NAMES FOR PEST CONTROL CHEMICALS 


The first meeting of the International Committee on Common 
Names for Pest Control Chemicals, known as the Technical Com- 
mittee ISO/TC 81, was held in London November 14-17, 1955. 
Delegates were present from France, Germany, India, Nether- 
lands, South Africa, United Kingdom and the United States; there 
were observers from Czechoslovakia, Switzerland, U.S.A. and the 
World Health Organization. The delegate from the United States 
was Dr. H. L. Haller, Chairman of the American Standards Asso- 
ciation Sectional Committee K62 (Common Names for Pest Con- 
trol Officials). The United States Trademark Association is also 
represented on this A.S.A. Committee. 

The scope of the International Committee is to agree on com- 
mon names for chemicals which are widely used for the control 
of pests. This is necessary to satisfy the need for a ready means 
of identification in international trade and in scientific litera- 
ture of pest control chemicals, without recourse to cumbersome 
chemical names or to proprietary trade names. The program will 
consist of agreeing on common names and to promote interna- 
tional and national adoption. Coordination with existing national 
standards will be attempted, such as the common names approved 
by the U. S. Interdepartmental Committee on Pest Control. 

Principles for Selection of Common Names were approved. 
In general, they are similar to those of the A.S.A. Committee. The 
suggested procedure for submitting common names is through the 
National Committee of the country concerned which submits the 
proposed name and its characteristics to the Secretariat. This is 
then submitted to Committee Members to investigate the possi- 
bility of confusion with any trademark in their own countries. 
The General Secretariat was asked to discuss with the Interna- 
tional Bureau for Protection of Industrial Property in Berne the 
procedure for registering such common names and for safeguard- 
ing them in as many countries as possible. Each member should 
take steps to safeguard these common names in his country in- 
cluding preliminary safeguarding at the stage when a common 
name is proposed to the International Committee. When names 
are accepted, members should bring them to the attention of all 
organizations concerned and give them adequate publicity in the 
technical press. 
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The committee approved a list of common names already in 
use and a second list with certain reservations. Dr. Haller con- 
cludes ‘‘It provided an opportunity for the free exchange of the 
views and problems encountered in the several countries in the 
establishment of common names for international use.’’ 


Grorce W. Fierro 

Esso Stanparp Or Company 

U.S. TrapeMarkK ASSOCIATION 
Delegate to A.S.A. Committee 
on Common Names for Pest 
Control Chemicals, K62 


INTERNATIONAL NON-PROPRIETARY NAMES FOR 
DRUGS PROPOSED BY W.H.O. 


The names for 152 additional drugs moving in international 
commerce are under consideration by the World Health Organi- 
zation as proposed international non-proprietary names. This 
list has just been released by W.H.O. and will be published in 
a forthcoming issue of the Chronicle of W.H.O. 

Comments or objections with regard to these proposed names 
should be forwarded within four months following the month of 
publication of the list in the Chronicle to the Director-General, 
World Health Organization, Palais des Nations, Geneva, Switz- 
erland. 

Space limitations prevent us from printing this list in full, 
but reference is made to Bulletin S-4 of the Combined Trade- 
mark Bureau of the American Drug Manufacturers Association 
and the American Pharmaceutical Manufacturers Association in 
which it was published. Previous information on proposed inter- 
national non-proprietary names was printed in: 44 TMR 35, 
142, 926, 1154 (1954) and 45 TMR 522, 775, 929 (1955). Addi- 
tional information will be carried in the Reporter as it becomes 
available. 
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PATENT OFFICE 
Statistics on Trademarks 


Number of Applications Filed 
1955 1954 


October 1,751 1,667 
November 1,737 1,801 
December 1,759 1,702 


Number of Number of Number of 
Registrations Registrations Registrations 
1955 Issued Renewed (Sec. 9) Canceled (Sec. 8) 


October 1,747 311 719 
November 1,959 387 831 
December 1,376 263 965 


5,082 961 2,115 


Notice 


The following appeared in the Official Gazette of February 7, 
1956, 703 O.G. 1: 


Disposal of Copies of Articles of Incorporation 


In a notice dated October 9, 1953, published in 676 O.G. 8 
(November 3, 1953), it was announced by the Commissioner of 
Patents that the practice of recording, or receiving and filing 
articles of incorporation by the Patent Office was discontinued and 
Order No. 3181 relating to that practice was rescinded. 

Articles of incorporation or photoprints thereof filed in 
accordance with that practice are no longer used by the Patent 
Office for any purpose and will therefore be destroyed. 


DapHne LEzEps, 
Assistant Commissioner of Patents. 


Jan. 24, 1956. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 





Australia 
Rejected Applications 





The following applications were rejected by the Deputy 
Registrar of Trade Marks for the reasons indicated: 


(1) DANDEEWEAR, in respect of children’s coats and frocks, 
was rejected on the ground of confusing similarity with panpy 
which had been registered in respect of cotton piece goods. 
The Deputy Registrar stated that an ordinary purchaser would 
assume that goods bearing the trademark DANDEEWEAR were 
articles of clothing made from panpy piece goods and that they 
emanated from the same trader. The applicant attempted to 
obtain registration based upon honest concurrent use but 
the Deputy Registrar held that the evidence of use was in- 
sufficient. 25 Official Journal of Patents, Trade Marks & 
Designs 2085. 

(2) apv, in respect of preparations for cleaning or for 
removing milk scale, corrosion products, grease and sedi- 
ments, was rejected on the ground that initials are not adapted 
to distinguish the goods of one trader from those of other 
traders and no evidence has been furnished to establish that 
apv had acquired distinctiveness. .The applicant had been 
successful in obtaining two other registrations for apv based iF 
upon evidence of acquired distinctiveness but it was held that 
the evidence submitted in connection with the other two appli- 
cations could not carry over to the present application since 
the goods involved were different. 25 Official Journal. of 
Patents, Trade Marks & Designs 2087. 

(3) NYLONENE, in respect of articles of clothing, was re- 
jected on the ground that the mark is a combination of the 
word ‘‘Nylon’’ and ‘‘Ene’’, a common termination of the 
commercial substances. The Deputy Registrar held that the 
addition of a short syllable to the end of a common word does 
not make an invented word or disguise the meaning of the . 
common word. 25 Official Journal of Patents, Trade Marks & i. 
Designs 2088. 

(4) caTsEYE, in respect of roadstuds for the direction of 
traffic, the predominating material of which the goods are 

~ made being metal, was rejected on the ground that the mark 
was a mere combination of the words ‘‘Cats’? and ‘‘Kye’’ 
which describe the nature of the goods. Reference was made 
to the common use of the word ‘‘Catseye’’ in the Highway 
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Engineers’ Reference Book. The applicant replied that the 
reference in the cited text to catsrYE was actually use of the 
word as a trademark in connection with the applicant’s goods. 
Reference was also made to a registration obtained by the 
applicant of the word caTsEYE and a design with a disclaimer 
of the word but the applicant explained that it also had a 
registration in Great Britain in Part B for the same goods 
covering the word alone and that the registration with the 
disclaimer was obtained to assist in obtaining a corresponding 
registration in Sweden. The applicant also explained that it 
manufactures 95 to 96 percent of the total number of roadstuds 
used in Great Britain and since these are identified with the 
trademark caTsEYE it is only natural that some mistaken use 
of CATSEYE as a generic term will occur. Despite these explana- 
tions, the Deputy Registrar rejected the application stating 
that ‘‘ While it may be the position in some countries that the 
word caTsEYE has not acquired or has perhaps been prevented 
from acquiring this descriptive characteristic because one 
particular trader has taken care to ensure that the word should 
be regarded as his trademark, I do not think that position 
obtains in Australia.’’ 25 Official Journal of Patents, Trade 
Marks & Designs 2246. 

(5) BROCADIAN, in respect of dressing gowns, was rejected 
on the ground that the mark is made up of the word ‘‘ Brocade’’ 
and the adjectival suffix ‘‘Ian’’ and therefore is directly 
descriptive of dressing gowns made of brocade. Although 
BROCADIAN may have been newly coined it is nevertheless 
descriptive. 25 Official Journal of Patents, Trade Marks & 
Designs 2088. 

(6) winpak, in respect of piece goods, wholly or mainly 
of cotton, was rejected on the basis of confusing similarity with 
WINDEX which is covered in a prior application in respect of 
articles of ladies’ outerwear. The Deputy Registrar dis- 
counted the difference between the endings of the two marks 
and pointed out that people are prone to slur the endings of 
words. 25 Official Journal of Patents, Trade Marks & Designs 
2458. 

(7) GLo-stRIPE, in respect of articles of clothing, was 
rejected on the ground of confusing similarity with cLow-cown 
which had been registered in respect of articles of clothing. 
The Deputy Registrar pointed out ‘‘A purchaser requiring 
goods under the mark now sought would in many instances 
ask for the article of clothing, if it were a gown, as a GLO-STRIPE 
gown.’’ 25 Official Journal of Patents, Trade Marks & Designs 
2458. 











182 THE TRADEMARK REPORTER Vol. 46 T. M. R. 


Austria 
Trademark MIX Descriptive for Non-Alcoholic Beverages 

By a decision rendered May 25, 1955, the cancellation section 
of the Austrian Patent Office granted a petition for cancellation 
of the registration of the word mark mrx for non-aleoholic bever- 
ages on the ground that. the mark indicated the purpose or mode 
of manufacture of the goods and lacked distinetiveness. This was 
so despite the fact that the word mix was merely an abbreviation 
of the verb ‘‘mixen’’, which had gained currency as meaning 
‘*to mix’’. The decision held that abbreviations of unregistrable 
words are themselves unregistrable where the original meaning 
is not lost as a result. of the abbreviation and where the abbrevia- 
tion does not constitute a fanciful word. Intl. GRUR, November 
1955, p. 515. 


India 
Descriptive Words 

An application was made to register the word raso1 in respect 
of cooking oil. The application was rejected on the ground 
that rasor would be commonly understood to mean ‘‘cooking’’ 
in India. The applicant appealed to the High Court at Calcutta 
and the appeal was initially heard by two judges, Chakravartti, 
C.J. and §.R. Das Gupta, J. One judge held that the Registrar 
was correct in that rasor is descriptive of cooking oil and that, 
although this was a mark which would be entitled to registration 
provided it could be established that it had acquired distinctive- 
ness, there had not been sufficient use and therefore had not become 
adapted to distinguish. The second judge disagreed and held that 
rAsOI, although it may suggest the goods, has no direct. reference 
to their character or quality. In view of the disagreement the 
question was submitted to a third judge of the High Court, Das, J., 
who held that. rasor was an ordinary common word which had 
direct reference and was therefore not entitled to registration 
since the applicant was unable to prove that the mark had acquired 
distinctiveness. 11 Patent, Design & Trade Mark Review 27. 


Rectification Proceedings 
The owners of a trademark consisting of the device of a rose 
and four small rosebuds and reading matter, which had been regis- 
tered in Indian in respect of ‘‘Biris’’ (a tobacco product similar 
to cigarettes, also known as bedis or beedies) sought to expunge 
the registration of mark consisting of the device of a rose and 
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four small rosebuds which had been registered in respect of biris. 
The Register of Trade Marks, S. Venkateswaran, indicated that 
there were five issues in the case, namely: 

(1) Are the applicants for rectification ‘‘persons aggrieved” 
within the meaning of the Trade Marks Act? 

(2) Is the previous litigation between these parties res judi- 
cata in the present case? 

(3) Do the two registered trademarks involved so closely 
resemble each other as to be likely to deceive or cause 
confusion? 

(4) Is the use of the mark sought to be expunged likely to 
deceive or cause confusion? 

(5) Were the registered proprietors entitled to registration 
by reason of honest concurrent use and, if so, should any 
conditions or limitations be imposed on such concurrent 
registration of their mark? 


With respect to the first issue, the Register held that the appli- 
cants for rectification were ‘‘persons aggrieved’’ since the regis- 
tration in question would or might limit their legal rights. 

With respect to the second issue, the Registrar was advised 
of a previous suit before the Madras High Court, but the Registrar 
held that the issues in the previous case were different from those 
raised in these rectification proceedings. 

With respect to the issue of similarity between the two trade- 
marks the Registrar stated that, although the reading matter on 
the two trademarks was dissimilar, he was of the opinion that the 
flower devices were almost identical. However, in the previous 
ease before the Madras High Court the judge had held that the 
marks as a whole were not similar and the Registrar felt bound 
to follow the previous decision. 

With respect to the fourth issue, the applicants for rectifica- 
tion contended that (a) the trademark in question had been unlaw- 
fully licensed; and (b) the use of the trademark in question is 
likely to deceive or cause confusion when used concurrently with 
the mark owned by the applicants for rectification. The Registrar 
held that (a) there had, in fact, been no licensed use of the trade- 
mark; and (b) even though he had already held that the two marks 
were not confusingly similar, he held that the concurrent use of 
the two trademarks is likely to lead to deception and confusion 
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because the smokers of Biris are generally of the lower classes 
the majority of whom would be illiterate and would not recognize 
the differences between the two marks based upon the reading 
matter contained therein. Furthermore, it was established that 
the products of both parties are known as ‘‘Poo Beedies’’ (Poo 
meaning ‘‘flower’’ in Tamil). Under the circumstances, the Regis- 
trar held that use of the mark sought to be expunged is likely to 
deceive and cause confusion. 

With respect to the fifth issue, the Registrar held that, despite 
the fact that the use of the two marks would lead to deception and 
confusion, the owners of the mark sought to be expunged were 
entitled to registration based upon honest concurrent use. How- 
ever, since the use did not extend to the southern part of India, 
the Registrar ordered that the registration be limited so as to 
exclude certain states in south India. 11 Patent, Design & Trade 
Mark Review 97. 


Pakistan 
Descriptive Words 


An application was made to register the word Easy in respect 
of laundry appliances and machines. The Registrar, H. U. Siddiqi, 
refused the application on the ground that the mark has direct 
reference to the character or quality of the goods. The applicant 
then attempted to prove distinctiveness but the Registrar rejected 
this on the ground that Easy is a word which is not capable of 
acquiring secondary signficance. The Registrar stated that: 


‘‘One need not stretch one’s imagination to realize that 
customers of laundry appliances mostly being housewives 
would readily go in for them when they are easy to handle, 
use or work with. The use of the word ‘ Easy’ becomes almost 
unavoidable. Accordingly, I hold that the word Easy is not 
adapted to distinguish and, although it might have been 
used by the applicants from a date prior to 25th February, 
1937, its registration will cause incalculable difficulty to the 
general public and those who deal in similar goods in that 
they shall be deprived of the use of a word which is descriptive 
of the quality and character of such goods as laundry appli- 
ances and machines. No one can be given a monopoly of such 
words without at the same time causing injury to the interests 
of not only those who are actually in business but also those 
who in future may take to the trade.’’ 11 Patent, Design & 
Trade Mark Review 1. 
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BOOK REVIEW 


Tue Law For ADVERTISING AND MarketinG. By Morton J. Simon. 
New York, W. W. Norton & Company, Inc., 1956. Pp. 645. 
$10.00. 


The Cumulative Digest of ‘‘The Trademark Reporter’’, 1937- 
1950, lists eighteen articles on the topic of advertising, as well as 
a considerable number of articles on such topics as copyright, 
Food, Drug & Cosmetic Act, fair trade, Federal Trade Commis- 
sion, liquor labels, and of course trademarks. All of these topics, 
as well as almost any other conceivable topic relating to adver- 
tising law, are covered in Simon’s new 645 page book. 

This Book is aimed at business men and advertising men and 
is written clearly and simply so as to be readily understandable. 
Secondarily, however, the citation of cases is sufficiently thorough 
so as to make the book of value to attorneys seeking information 
about specific problems. The book is fully up to date and even 
includes a chapter on the currently pending advertising antitrust 
case. : 

While the book contains thirty-four chapters on as many 
different topics, almost all of the topics are sufficiently thoroughly 
treated to make the book useful as part of almost any business 
or advertising man’s reference bookshelf. Just by way of example, 
the chapter on idea piracy (chapter 9) explains just what pro- 
cedure a company should follow in receiving outside ideas, and 
what pitfalls to avoid. At the same time, from the attorney’s 
standpoint, most of the leading cases are cited. The coverage of 
trademarks, in the thirty pages allotted to the subject (chapter 
12), obviously cannot be as complete, but this chapter covers 
adequately much the same ground as pages 1-88 of ‘‘ Trademark 
Management’’ (The United States Trademark Association, 1955), 
although in less detail and with fewer illustrative examples. 

It seems likely that Simon’s book will take its place alongside 
the late Isaac Digges’ ‘‘The Modern Law of Advertising and 
Marketing’’ as the standard textbook on the subject. 


Ricuarp W. Bium 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


Bechuanaland. The Bechuanaland Trade Marks (Amendment) Proclamation 
No. 20, 1955. (Patent and Trade Mark Review, v. 54, No. 3, December 1955, pp. 
61-62). 

Cole, R. H., L. M. DeBoer, R. D. Millican and N. Wedding. 

Manufacturer and Distributor Brands; some Facts and Issues. Urbana, Uni- 

versity of Illinois, 1955. Pp. 103. 
National Paint, Varnish and Lacquer Association, Inc. 
Trademark Selection and Protection. Washington 5, D. C., 1954. Pp. 12. 


Association maintains listings of trademarks registered in Class 16, Protective 
and Decorative Coatings. 


New Package + Displays + Ads = Sales Boom. Orange Crush Co., Chicago, 


Seores Sales Hikes of up to 300% via Introduction of Beverage in bigger, more 
identifiable Bottle in 6-Unit Pack. (Printers’ Ink, January 27, 1956, pp. 132-133). 


1955 State Legislatures Enact Variety of New Trademark Laws. (American Bot- 
tler, v. 101, No. 656, August 1955, p. 16). 


Questions and Answers about Trademarks. Washington, Dep’t. of Commerce, 1955. 
Pp. 4. 


Swaziland. The Swaziland Trade Marks Amendment. (Subsisting Registered 
Marks) Proclamation No. 22, 1955. (Patent and Trade Mark Review, v. 54, No. 
3, December 1955, pp. 63-71). 


U. S. Patent Office 


General Information concerning Trademarks. Washington, September 1955. 
Py. B7. 
Copies of this booklet may be obtained by writing to the Superintendent of 


Documents, U. 8S. Government Printing Office, Washington 25, D. C. or any of the 
Department’s Field Offices. Price per copy 15 cents. 


The United States Patent Office. What it is. How it Functions. And what it 
Needs. (Journal of the Patent Office Society, v. 37, No. 11, November 1955, 
pp. 769-817). 





* Copies of these articles are available in the Association’s library. 
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DWIGHT S. WILLIAMS CO., INC. v. 
LYKENS HOSIERY MILLS, INC. 


No. 1026 — D.C., W.D. North Carolina — October 24, 1955 


ComMMON LAW TRADEMARKS—NATURE OF RIGHTS 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Proper function of trademark is that by association with goods it becomes 

means of identification of origin or ownership of article and hence a symbol of 

good will; this essential element is same both in trademark cases and in cases of 

unfair competition unaccompanied with trademark infringement; law of trade- 
marks is but part of law of unfair competition. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

Since no evidence of probative value was offered of actual instances of con- 
fusion in purchase of goods, test comes to that of deceptive similarity, and this 
is whether ordinary purchasers buying under usual conditions would likely be 
induced to purchase the article to which the accused trademark is affixed, believing 
it to be the plaintiff’s article. 

Test of deceptive similarity finally comes to this: whether similitude in labels 
would properly deceive purchaser who exercised ordinary prudence, not the careless 
buyer who makes no examination. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
TRAINMEN SOCKS for work socks, is not confusingly similar to RAILROAD SOCK 
for like goods. 
Action by Dwight 8S. Williams Co., Inc. v. Lykens Hosiery Mills, Inc., 
for trademark infringement and unfair competition. Complaint dismissed. 


Eaton & Bell, of Charlotte, North Carolina, for plaintiff. 


Francis H. Fairley and William F. Long, of Charlotte, North Carolina, 
for defendant. 


War.ick, District Judge. 


This is an action for unfair competition and infringement filed in the 
Charlotte Division of this District, and heard by the court without a jury 
on oral evidence, stipulations and other provided means. The hearing 
brought out facts as follows: 

Plaintiff is a New York corporation engaged in selling hosiery with its 
place of business on Fifth Avenue in New York City. It does not manu- 
facture hose but as selling agent has its products manufactured for it and 
under its direction, and thereafter sells to the hosiery trade. It and its 
predecessors have been engaged continuously as such for approximately 
thirty-five years. On occasion it acts as commission agent and factor. It 
sells hosiery over the greater portion of the United States. 
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The defendant, Lykens Hosiery Mills, Inc., is a Pennsylvania corpora- 
tion, and it and its predecessors in title have been engaged in manufactur- 
ing men’s hose and work socks for approximately thirty years, or more. 
Formerly its manufacturing plant was located in Lykens, Pennsylvania, 
but it more recently moved south and is now located in Marion, in the 
Western District of North Carolina. Subsequent to the institution of this 
action against it, defendant experienced financial difficulties and until re- 
cently its operation was permitted under an order allowing the debtor to 
remain in possession. At the time of the trial that was its actual status. 
It now has adjusted its difficulties and having satisfied its creditors is in 
full possession of the assets of the corporation. 

Plaintiff had at a time prior to the charge herein complained of, 
adopted as a trademark in its hosiery sales, the name RAILROAD in connec- 
tion with a design of a train and secured on its application two certain 
registrations with the United States Patent Office for such trademark, all 
as appears on the exhibits being attached to the complaint filed in the 
action,—one dated May 2, 1950, for Registration No. 524,743, and another 
dated January 12, 1954 for Registration No. 584,507, each showing a train 
as the design. That these designs are stamped on a transparent cellophane 
wrapper by a process now available and are used as decorative wrappers 
on the packaged socks. That each such package holds three pairs of men’s 
work socks. 

That on January 4, 1955, and during the pendency of this action, plain- 
tiff registered in the Patent Office under No. 600,543, this trademark: 
SOCK LINE OF THE NATION and on February 15, 1955, under Registration 
No. 602,189, plaintiff secured THE RAILROAD SOCK as a trademark. Approxi- 
mately 20% of the plaintiff’s business is derived from the sale of the 
RAILROAD SOCK. 

The wrapper in which plaintiff markets its RAmLROAD work socks and 
from which the alleged unfair competition and infringement comes about 
by the marketing process of the defendant is approximately eleven inches 
long and five inches wide,—is made of transparent cellophane and by a 
process of lamination in conjunction with printing, the following is stamped 
thereon: A picture of a railroad train of the vintage of one hundred years 
ago, the engine being much alike in appearance to the “General” now kept 
in the passenger station of the L & N Railroad in Chattanooga or the 
“Texas” which is preserved for posterity in Grant Park in Atlanta. It is 
a replica of a wood burner with large stack and has coupled to it two 
passenger coaches of the type used in that far off day. The engine and 
the coaches are painted black, red and green. The smoke coming from the 
stack is in red and as it flows from the engine and over the tender and 
coaches, has the word RAILROAD socK printed in white letters on it. Im- 
mediately under that is “Registered U. S. Pat. Office”. On a green back- 
ground, in white letters surrounded by a red border and placed under the 
engine and coaches will be found these words: “Guaranteed a full month’s 
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wear in every pair.” “Nylon heel and toe reinforced”. In front of the 
engine this appears: “3 pair” the figure three being in white with green 
background and the word “pair” being printed in red. At the seam on the 
side of the wrapper are these words in red, bordered with black: sock 
LINE OF THE NATION. At the top and bottom of the cellophane wrapper one 
sees black lines running more or less horizontally. On both the front and 
the back of the wrapper will be found a genuine facsimile in appearance 
of the registered trademarks of the following railroads: New York Central 
System, Nickel Plate Road, New York, New Haven and Hartford Railroad, 
Burlington Route, Northern Pacific, Illinois Central, the Seaboard Airline 
Railroad, Reading Lines, Southern Serves the South, The Great Northern 
Railway, Cotton Belt Route, L & N, Boston & Maine, Wabash and Santa Fe 
Line. All of which the plaintiff secured the right to use by authority of 
each individual railroad company. On the back of the wrapper again ap- 
pears THE RAILROAD socK. This unquestionably constitutes a unique pack- 
age, exceptionally attractive, and one that would be unusually easy to 
retain in the mind. Plaintiff has expended considerable monies through 
the years in advertising the sale of its socks. 

This is the wrapper that the defendant is charged with infringing by 
its use of a package wrapper in the sale of its manufactured products. 

The defendant in more recent years and particularly since marketing 
conditions have radically changed, has used different trade labels and pack- 
ages in the sale of its various manufactured products and has advertised 
its goods for sale under some five or six of their different labelled trade 
names. Sometime during 1953 it began the marketing of its men’s anklets 
and work hose in a transparent cellophane package with the following 
markings thereon: The word LYKENS in white letters on a red oval back- 
ground. In red letters on a white background these words are found: 
“Men’s Anklets”. In white letters on a red background “3 pair” appears. 
Under that is a present day streamline passenger engine with the cars 
attached as far as the design appears. On the front of the engine where 
ordinarily the railroad name or number appears, the letter “L” is found 
and in some of the allegedly infringed wrappers the word LYKENS appears 
in place of the “L”’. This train is painted white and black. Thereunder these 
statements are found: “Union Made. Nylon Reinforced Heel and Toe. 
100% combed cotton. Laundry Tested.” “Size.” “Color.” On the back 
of the wrapper the word LYKENs appears followed by the word TRAINMAN 
and a small picture of the streamliner likewise is shown identically as that 
shown on the front of the wrapper. 

The above recitation accurately describes the alleged infringing wrap- 
per in which the defendant markets three pairs of its anklets or work hose 
and is that product which is charged with the infringement and unfair 
competition as alleged in the complaint. This wrapper is attached to these 
findings and made a part thereof. 

The defendant has advertised these socks rather extensively since 1953 
as it has done in the sale of all of its products and has evidently expended 
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considerable monies in its efforts to successfully place them on the market. 

Among other things plaintiff contends that the words TRAINMAN and 
RAILROAD have the same significance and that defendant’s use of the word 
TRAINMAN and the pictural illustration of a train constitute a colorable 
imitation of the plaintiff’s RamLRoAD trademark; and is so similar as likely 
to cause confusion or mistake and to deceive a purchaser as to the source 
and origin of the product, and that such infringement of plaintiff’s trade- 
mark constitutes unfair competition which entitles plaintiff to the injunc- 
tive relief sought and the damage later to be determined. Plaintiff does not 
contend that the defendant’s wrapper is a copy of plaintiff’s trademark, 
but does contend that it is a colorable imitation thereof. 

The defendant contends that there is no similarity in the wrapper used. 
That it had no knowledge of plaintiff’s wrapper and that it adopted the 
word TRAINMAN as a good suggestion in the sale of its work socks through 
repeated conversations with various employees of railroad companies in 
the Lykens, Pennsylvania area. That its modern streamline train could in 
no wise be confused with the woodburner used by the plaintiff in the mar- 
keting of its socks. 

Much has been written as to the law in matters of this kind but little 
it seems could be gained from an assembling of the various authorities that 
are cited and the law that is contended as being applicable. The term 
trademark includes any word, name, symbol, or device or any combination 
thereof adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured or sold by others. 
Trademark Act of 1946, Sec. 45, 15 U.S.C. § 1127. 

The proper function of a trademark is that by association with goods 
it becomes a means of identification of the origin or ownership of the 
article and hence a symbol of good will. This essential element is the same 
both in trademark cases and in eases of unfair competition unaccompanied 
with trademark infringement. The law of trademarks is but a part of the 
law of unfair competition. Hanover Star Mill Co. v. Metcalf, 240 U.S. 
403, 413 (6 TMR 149); Walgreen Drug Stores v. Obear-Nester Glass Co., 
113 F.2d 956, 961, 46 USPQ 440, 445 (30 TMR 477, 529), F. W. Fitch Co. 
v. Camile, Inc., 106 F.2d 635, 48 USPQ 210 (30 TMR 503). 

Since no evidence of probative value was offered of actual instances 
of confusion in the purchase of these goods, the test comes to that of 
deceptive similarity, and this is whether 

“ordinary purchasers, buying under the usual conditions in the trade 

and exercising ordinary care, would likely be induced to purchase the 

article to which the accused trademark is affixed, believing it to be 
the plaintiff’s article. Queen Mfg. Co. v. Isaac Ginsberg & Bros., Inc., 

25 F.2d 284, 287 (18 TMR 275), 8S. 8S. Kresge Co. v. Winget Kicker- 

nick Co., 96 F.2d 978, 987, 37 USPQ (28 TMR 342), Seven-Up Co. v. 

Cheer Up Sales Co., 148 F.2d 909, 911, 65 USPQ 237, 239. 

“It is the generally accepted rule that a designation is confusingly 


similar to a trademark if an ordinary prospective purchaser, exercis- 
ing due care in the circumstances, is likely to regard it as coming from 
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the same source as the trademarked article. Schneider Brewing Co. v. 
Century Distilling Co., supra; Victor American Fuel Co. v. Huerfano 
Agency Co., 15 F.2d 578.” Avrick et al. v. Rockmont Envelope Co., 

155 F.2d 568, 572, 69 USPQ 431, 434 (36 TMR 199). 

The test finally comes to this: Whether the similitude in the labels 
would properly deceive a purchaser who exercised ordinary prudence, not 
the careless buyer who makes no examination. Ph. Schneider Brewing Co. 
v. Century Distilling Co., 107 F.2d 699, 483 USPQ 262 (29 TMR 317). 

After a careful and painstaking study of the label, the contents, mark- 
ings, get up and the over all appearance of each, I come up with the con- 
clusion that there is no similarity in the two labels and that no confusion 
would likely result to a purchaser who would exercise ordinary care and 
prudence, since each is so vastly different from the other. In fact it is in- 
conceivable to me that one desiring to purchase work socks would be de- 
ceived in favor of defendant’s TRAINMAN SOCKS as packaged over against 
the RAILROAD sock of the plaintiff. I therefore am of the opinion that the 
trademarks are wholly unlike and that there is no likelihood of confusion; 
that there is no infringement of plaintiff’s marks and that the plaintiff is 
not entitled to enjoin defendant from the use of its wrapper; that there 
has been no unfair competition and that plaintiff is not entitled to recover. 

Counsel will submit decree. 





UNITED MERCHANTS & MANUFACTURERS, INC. v. 
BROMLEY FABRICS, INC. 


N. Y. Sup. Ct., Spec. Term, N. Y. Cty. — November 24, 1955 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 


Fabric manufacturer may lawfully use competitor’s specially designed fabrics 
as samples in the solicitation of orders prior to the actual manufacture by it of 
such fabrics even where to do so will permit it to obtain advance orders at lower 
prices so long as no confusion or deception of customers results. 


Fabric manufacturer using competitor’s goods as samples in the solicitation of 
orders will be enjoined from representing that such samples are of its own manu- 
facture. 

Action by United Merchants & Manufacturers, Inc. v. Bromley Fabrics, 
Inc., for unfair competition. Plaintiff moves for temporary injunction. 
Motion granted in part and denied in part. 

Stroock & Stroock & Lavan of New York, N. Y. for plaintiff. 
Walter Margulies, of New York, N. Y. for defendant. 
Ever, Justice. 

Plaintiff moves for a temporary injunction restraining defendant from 
using plaintiff’s fabrics as sample pieces; representing that such sample 
pieces are defendant’s; copying the designs and patterns of such particular 
fabric and advertising or otherwise representing that same are fabricated 
by defendant. 
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No basis exists to grant a monopoly in a design pattern to the orig- 
inator of an unpatented or unpatentable idea; anyone may copy fabric 
designs or patterns not protected by design patent or copyright. Cheney 
Bros. v. Doris Silk Corp., 35 F.2d 279, 3 USPQ 162, (19 TMR 491), cert. 
denied, 281 U.S. 728; Mavco, Inc. v. Hampden Sales Assn., 273 App. Div. 
297, 77 USPQ 62, (38 TMR 568). The exceptional cases of International 
New Service v. Associated Press, 248 U.S. 215, (9 TMR 15), and Metro- 
politan Opera Assn. v. Wagner-Nichols Recorder Corp., 199 Mise. 786, 
87 USPQ 173, (40 TMR 1072) aff’d 279 App. Div. 632, deal with direct 
appropriation of intangibles, news items being directly copied in the 
former and music-over-the-air being directly recorded in the latter. They 
are not deemed applicable in this field. See Millinery Creators Guild v. 
Federal Trade Comm., 109 F.2d 175 (30 TMR 301), aff’d 312 U.S. 469, 48 
USPQ 487. Having purchased plaintiff’s fabric defendant could use it 
for any legitimate purpose so long as it did not simulate plaintiff’s pack- 
aging, advertising, or induce confusion in the trade with intent to deceive 
those desirous of buying the fabric as plaintiff’s make. On these papers 
it must be held that no adequate showing of deception or confusion has 
been made; defendant says it has used plaintiff’s pieces as its samples 
without representing that those pieces were manufactured by it but with 
the understanding that the actual goods thereafter delivered on orders 
then received would be of its own manufacture. At least, so it is now 
claimed and no proof to the contrary is presented by plaintiff. Such 
practice may be sharp, since it enables defendant to get orders on the 
basis of samples in the form of plaintiff’s goods prior to the making of 
any of the goods by defendant itself, then being copied from plaintiff’s 
fabrics, but it is not illegal according to the authorities unless calculated 
in some manner to bring about confusion or deception. The fact that 
defendant is hurting plaintiff’s sales by this maneuver of securing advance 
orders at lower prices cannot alone be the ground for injunction, absent 
a showing that defendant is obtaining such orders from customers led to 
believe that they are buying plaintiff’s fabrics. 

Since defendant maintains that it informed customers that the samples 
had not been converted by it but that it would convert and deliver its 
own material in accordance with the samples, there can be no harm in 
granting this motion to the limited extent that defendant do not represent, 
directly or indirectly, that such pieces of plaintiff’s fabrics were manu- 
factured by defendant. This right of plaintiff is conceded in principle by 
defendant, and the order would merely continue until the trial the posi- 
tion which defendant claims to have at all times taken. Of course, plaintiff 
may present at the trial proof, here missing, that the use by defendant of 
its sample pieces has been tinged with acts or representations warranting 
injunctive relief. 

A suggestion for an early trial has been made. If the parties agree, 
same may be provided in the order to be settled hereon. Settle order. 
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HOLLYWOOD JEWELRY MFG. CO., INC. v. DUSHKIN 
No. 75-68 — D.C., $.D. New York — November 29, 1955 


CoPpYRIGHTS 


Plaintiff, manufacturer and seller of costume jewelry under trade name HOLLY- 
CRAFT is holder of separate copyrights on 14 items of costume jewelry and sues for 
injunction restraining defendant from manufacturing and selling of 14 items claimed 
to be copies of plaintiff’s products. 

Costume jewelry is subject to copyright, but defendant denies copying plaintiff’s 
jewelry. Burden of proving copying is on plaintiff, but when he makes strong 
prima facie case by pointing out a convincing number of similarities, burden of 
going forward with evidence explaining such similarities is on defendant. 


Copyright notice is valid despite omission of corporate name where plaintiff 
used trade name HOLLYCRAFT. 


Although, plaintiff’s copyrighted articles are in public domain, copyrights are 
valid since articles involve distinguishable variations that are more than trivial. 
Court holds that defendants have infringed on plaintiff’s copyrights and that 
he is entitled to a perpetual injunction and damages. 
Action by Hollywood Jewelry Mfg. Co., Inc. v. Robert Dushkin for 
copyright infringement. Judgment for plaintiff. 


Fieldman & Fieldman (Louis Fieldman of counsel) of New York, N. Y., 
for plaintiff. 


Harry Greenspan and Nickel & Bader (I. Walton Bader of counsel) of 
New York, N. Y., for defendant. 
EDELSTEIN, District Judge. 

Plaintiff, as holder of separate copyrights on 14 items of costume 
jewelry, is suing under the Copyright Law, Title 17, U.S. Code, for an 
injunction restraining defendant from manufacturing, selling or offering 
for sale 14 items of costume jewelry claimed to be copies of the plaintiff’s 
products. The complaint also seeks statutory damages, costs, disbursements 
and a reasonable counsel fee. The case was tried to the court without a jury. 

A side by side comparison between the plaintiff’s and defendant’s 
products reveals a remarkable similarity between the two, in each of the 
14 pairs of items. The cups in which the jewels are placed in defendant’s 
items appear to be identified with the cups in the plaintiff’s pieces. How- 
ever, the plaintiff’s items have prongs around the eups for holding the 
stones, while the defendant’s lack prongs. The reason for this difference 
is apparent when it is seen that in the defendant’s jewelry the stones are 
pasted in. Nevertheless, around each cup in every one of the defendant’s 
items are the basis of the prongs which have obviously been cut off, from 
locations coinciding with those where the plaintiff’s prongs are. Further- 
more, on the plaintiff’s jewelry, the copyright notice appears on little 
bars on the back of each item. These bars have no function except to enable 
the plaintiff to write his copyright legend on them, yet these bars, minus 
the legend, appear on each of the corresponding items of the defendant. 
And, most significantly, in the plaintiff’s necklaces and bracelets the bar 
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with the copyright notice appears only on one link, and in the defendant’s 
corresponding pieces, the bar again appears, minus the legend, in the cor- 
responding link. 

There are some differences in the color of the stones used by the plain- 
tiff and defendant and, if the inexpert eye is not deceived, some differ- 
ences in shape of stones. However, these differences would seem to result 
from the attempt to produce more inexpensively. Indeed, the overall im- 
pression gained from comparing the plaintiff’s product with the defend- 
ant’s is that the latter is a cheaper imitation of the former. 

That costume jewelry is subject to copyright is not disputed. Trifart, 
Krussman & Fishel, Inc. v. Charel Co., Inc. and Charel Jewelry Co., Inc., 
Civil Action No. 100-314, September 27, 1955, Bicks, J., S.D.N.Y., 107 
USPQ 48. But the defendant has denied copying the plaintiff’s jewelry. 
There has been no direct proof of access or copying. ‘‘But the charge of 
infringement does not fail merely because the infringer is not caught in the 
act, for access may be inferred or found circumstantially * * *.’’ Wilkie v. 
Santly Bros., (2 Cir.) 91 F.2d 978, 979, 34 USPQ 269. The similarities be- 
tween 14 of the plaintiff’s items and 14 of the defendant’s pass the bounds 
of accident and are beyond explanation by coincidence. The burden of 
proving copying is on the plaintiff, but when he has made a strong prima 
faci case by pointing out a convincing number of similarities, the burden 
of going forward with evidence explaining such similarities is on the de- 
fendant. General Drafting Co. v. Andrews, (2 Cir.) 37 F.2d 54, 4 USPQ 
72; Frank Shepard Co. v. Zachary P. Taylor Pub. Co., (2 Cir.) 193 F. 
991; Home Art v. Glensder Textile Corporation, 81 F.Supp. 551, 79 USPQ 
12; R. H. Donnelley & Sons Co. v. Haber, 43 F.Supp. 456, 52 USPQ 445. 
The defendant has made no attempt to meet that burden. I conclude, 
therefore, that the defendant did copy the plaintiff’s jewelry in each of the 
fourteen instances. 

But the defendant argues that, even if it be found that he did copy the 
plaintiff’s jewelry, he may not be found to have infringed, for two rea- 
sons: because the copyright notice on the plaintiff’s articles is legally defec- 
tive; and because the copyrights are in any event invalid in that they 
involve matter within the public domain. 

Section 19 of Title, U.S. Code, provides that the notice of copyright 
shall include the name of the copyright proprietor. Plaintiff’s certificates 
of registration are in the name of HOLLYWOOD JEWELRY MFG. CO., INC. 
D/B/A HOLLYcRAFT. The notice on the plaintiff’s articles, however, merely 
sets forth the trade name HOLLYCRAFT, omitting the corporate name of the 
copyright proprietor. The omission of the corporate name in no way 
disguised the identity of the party who had registered the copyright. 
Indeed, the notice as given would seem to reveal that identity, inasmuch as 
the trade name appears to have been in widespread use by the plaintiff for 
a period of years. ‘‘The purpose of the statute’s requirement as to notice is 
to prevent innocent persons who are unaware of the existence of the copy- 
right from suffering for making use of the copyrighted article. * * * A 
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reasonable construction of the statutory requirement shows that the name 
of the copyright proprietor, is sufficient in form, if it gives notice of copy- 
right to one who is looking for the truth and who desires to avoid infringe- 
ment.’’ Fleischer Studio v. Freundlich, (2 Cir.) 73 F.2d 276, 277, 23 
USPQ 295, 296. Allen v. Walt Disney Productions, 41 F.Supp. 134, 50 
USPQ 365. The notice by trade name appears to be sufficient. Werck- 
meister v. Springer Lithographing Co., 63 F. 808. 

Upon the trial the defendant introduced a number of expired design 
patents, and the plaintiff’s designer acknowledged familiarity with two of 
them. Section 8 of Title 17 provides: ‘‘No copyright shall subsist in the 
original text of any work which is in the public domain * * *.’’ It is 
argued that plaintiff’s copyrighted articles are in the public domain, as 
indicated by the expired design patents, and therefore are invalidly copy- 
righted. I assume this argument of copyright invalidity is based on a con- 
tention that plaintiff copied from materials in the public domain, inasmuch 
as the originality to support a copyright ‘‘means little more than a prohi- 
bition of actual copying.’’ Alfred Bell & Co. v. Catalda Fine Arts, (2 
Cir.) 191 F.2d 99, 103, 90 USPQ 153, 157. I do not find that the plaintiff 
copied from materials in the public domain. In my opinion, the plaintiff’s 
articles of costume jewelry involve distinguishable variations that are more 
than merely trivial, Alfred Bell & Co. v. Catalda Fine Arts, supra, and the 
copyrights are free of the alleged defect. 

Accordingly, I make the following findings of fact and conclusions 
of law: 

FINDINGS OF Fact 


1. The plaintiff is a New York corporation and is engaged in the 
Southern District of New York in the business of creating, manufacturing 
and selling costume jewelry under the trade name HOLLYCRAFT. 


2. The plaintiff originated and manufactured items of costume 
jewelry bearing titles Drop Earring #8288, Drop Earring #8291, 
Bracelet #9109, Bracelet #8829, Earring #8822, Drop Earring #8819, Pin 
#8803, Necklace #8812, Drop Earring #8815, Pin #8830, Necklace #9113, 
Pin #9117, Earring #9121, Bracelet #9108, and offered for sale and sold 
copies of the same, each of which bore a copyright notice in the plaintiff’s 
trade name HOLLYCRAFT; the plaintiff duly registered its claim to copy- 
right with the Copyright Office and was issued certificates of copyright 
therefor bearing numbers Drop Earring #8288 GP 306, Drop Earring 
#8291 GP 309, Bracelet #9109 GP 3176, Bracelet #8829 GP 2257, Earring 
#8822 GP 2192, Drop Earring #8819 GP 2191, Pin #8803 GP 2179, Neck- 
lace #8812 GP 2187, Drop Earring #8815 GP 2190, Pin #8830 GP 2258, 
Necklace #9113 GP 3179, Pin #9117 GP 3181, Earring #9121 GP 3183, 
Bracelet #9108 GP 3175; the plaintiff was and still is the owner of each of 
the said copyrights. 


3. Each of the plaintiff’s copyrighted items possesses distinguishable 


variations from material in the public domain that are more than merely 
trivial. 
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4. The defendant without permission of the plaintiff did make copies 
of each of the said 14 copyrighted articles of costume jewelry and did sell 
and distribute the same. 


Concutusions or Law 

1. Copyrights number Drop Earring #8288 GP 306, Drop Earring 
#8291 GP 309, Bracelet #9109 GP 3176, Bracelet #8829 GP 2257, Earring 
#8822 GP 2192, Drop Earring #8819 GP 2191, Pin #8803 GP 2179, Neck- 
lace #8812 GP 2187, Drop Earring #8815 GP 2190, Pin #8830 GP 2258, 
Necklace #9113 GP 3179, Pin #9117 GP 3181, Earring #9121 GP 3183, 
Bracelet #9108 GP 3175 were duly and validly issued to the plaintiff. 

2. The copyrights are not invalid because the notices are in the plain- 
tiff’s trade name HOLLYCRAFT rather than in its corporate name. 


3. The copyrights are not invalid because of plaintiff’s copying from 
materials in the public domain. 

4. The defendants have infringed upon the plaintiff’s copyrights 
bearing numbers Drop Earring #8288 GP 306, Drop Earring #8291 GP 
309, Bracelet #9109 GP 3176, Bracelet #8829 GP 2257, Earring #8822 
GP 2192, Drop Earring #8819 GP 2191, Pin #8803 GP 2179, Necklace 
#8812 GP 2187, Drop Earring #8815 GP 2190, Pin #8830 GP 2258, Neck- 
lace #9113 GP 3179, Pin #9117 GP 3181, Earring #9121 GP 3183, Brace- 
let #9108 GP 3175. 

5. The plaintiff is entitled to a perpetual injunction enjoining and 
restraining the defendant, his agents, servants, employees and those in 
active concert participating with them from making or causing to be made 
or selling any articles of jewelry in infringement of said copyrights or any 
of them. 

6. The articles of jewelry seized by the United States Marshal of the 
Southern District of New York, pursuant to the order of Honorable Irving 
R. Kaufman made and entered herein on the 22nd day of April, 1952, shall 
be destroyed by the said United States Marshal; the undertaking on seizure 
filed herein on or about the 22nd day of April, 1952 and executed by 
the Fidelity and Deposit Company of Maryland on the 16th day of April, 
1952 shall be and the same hereby is discharged and said surety released 
and discharged from any liability thereunder. 


7. The plaintiff is entitled to recover of the defendant damages in 
the sum of $3,500.00. 


8. The plaintiff is entitled to recover of the defendant counsel fee in 
the sum of $500.00. 


9. The plaintiff is entitled to recover of the defendant costs and dis- 
bursements to be taxed by the Clerk herein. 
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COLUMBIA PICTURES CORPORATION v. 
NATIONAL BROADCASTING COMPANY, INC. 


D.C., $.D. California, C.D. — December 9, 1955 


CoPYRIGHTS 
The question is whether television showing of FROM HERE TO OBSCURITY is true 
burlesque of movie FROM HERE TO ETERNIT. Burlesque is plagiarism where defendant 
takes verbatim the dialogue of copyrighted script and transfers it from a serious 
to a comic one. However, where burlesque takes a theme, locale or a situation there 
is no infringement, since such matters are ordinarily not subject to protection. 


Where alleged infringing work is of same character as copyrighted work, 
viz. a serious work with taking from another serious copyrighted work, then line is 
drawn more strictly. 

In historical burlesque part of content is used to conjure up, at least general 
image of original; limited taking should be permitted under doctrine of fair use 
and in case of burlesque it should go somewhat farther so long as the taking is not 


substantial. 
Although burlesque per se is not a defense, court here held there was taking of 

only some material which is necessary element of burlesque. Complaint was dismissed. 

Action by Columbia Pictures Corporation v. National Broadcasting 
Company, Inc., for copyright infringement. Complaint dismissed. 
Mitchell, Silberberg & Knupp and Peery M. Price, of Los Angeles, Cali- 

fornia, for plaintiff. 
O’Melveny & Myers and William B. Carman, of Los Angeles, California, 

for defendant. 
CaRTER, District Judge. 

Movies v. T.V. 

Like Loew’s Inc. v. Columbia Broadcasting System, 131 F.Supp. 165, 
105 USPQ 302, now on appeal, this case represents another collision be- 
tween the economic interests of the motion picture industry and the youth- 
ful and growing television industry. Since in this case we hold for the 
defendant, and the case is therefore the reverse or counterpart of Loew’s 
Inc. v. Columbia, supra, we had hoped to be able to write at least a short 
opinion. The press of other work and the desire to speed this case on its 
way to the Appellate court, prevents our so doing. These few remarks are 
therefore intended to assist counsel in the preparation of findings of fact, 
conclusions of law and judgment. 

We hold for the defendant on the issues raised by the first and second 
count. The third count has been dismissed by stipulation. 


CoMMENT 


Dr. Smith’s extended testimony, like Dr. Baxter’s in Loew’s Inc. v. 
Columbia, is informative and captivating, but most of it is beside the point. 
Its only import in the case at bar could be on the question of whether the 
television showing of FROM HERE TO OBSCURITY is a true burlesque. How 
that determination aids us in a solution in this case is difficult to see. 
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We realize we are working in a new field of law, trying to decide 
particularly what T.V. may take from motion pictures for its shorter pro- 
ductions, and what it may not take. In Loew’s v. Columbia we stated you 
cannot take substantially all of a copyrighted work and defend upon the 
ground that the alleged infringing work was burlesque or the mere con- 
version of the work from the serious to the comic. We said also, one cannot 
take a substantial part, and that although difficulty confronts the court in 
drawing the line, it must be drawn in each case. 

It seems clear and was conceded at the trial, that at one end of the 
spectrum were situations where clearly the burlesque would be plagiarism, 
e.g. where a defendant took verbatim the dialogue of a copyrighted script 
and transferred it from a serious vein to a comic one. On the other end of 
the spectrum, it seems equally clear that where the burlesque took a theme, 
the locale, or a situation, that there would be no infringement. This would 
be true because such matters are ordinarily not subject to protection and 
secondly because the taking, if any, would not be substantial. 

With some hesitation, but with the assurance that there is logic and 
fairness behind them, as well as general support in the law, we suggest 
these principles: 

(a) When the alleged infringing work is of the same character as 
the copyrighted work, viz. a serious work with a taking from another 
serious copyrighted work, then the line is drawn more strictly than when 
a farce or comedy or burlesque takes from a serious copyrighted work or 
vice versa. 

(b) In historical burlesque a part of the content is used to conjure 
up, at least the general image, of the original. Some limited taking should 
be permitted under the doctrine of fair use, in the case of burlesque, to 
bring about this recalling or conjuring up of the original. 

(ec) Burlesque may ordinarily take the locale, the theme, the setting, 
situation and even bare basic plots without infringement, since such mat- 
ters are ordinarily not protectable. 

(d) The doctrine of fair use permits burlesque to go somewhat far- 
ther so long as the taking is not substantial. It may take an incident of the 
copyrighted story, a developed character (subject to the limited right of 
an author in certain situations, Loew’s Inc. v. C.B.S. [note 1]), a title 
(subject to right of protection under unfair competition, Loew’s Inc. v. 
C.B.S. [note 38]) some small part of the development of the story, possibly 
some small amount of the dialogue. 

(e) When burlesque takes more than the matter ordinarily not pro- 
tected, and referred to above, it runs a calculated risk, that on all the 
facts involved, a trier of fact may find the taking substantial. 

(f) The defense, ‘‘I only burlesqued’’ the copyrighted material is not 
per se a defense. To hold otherwise would seriously jeopardize rights of 
property in copyrights and investments in such works, and would ulti- 
mately seriously damage the prices to be paid to authors for their literary 
works. A studio with no assurance it could protect an investment in a 
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copyrighted work from infringement by unlimited use through burlesque 
of the work, would tend to pay less and less for an author’s work. Un- 
limited and unrestrained taking by burlesque could destroy the Copyright 
Act, undermine the motion picture industry, the legitimate stage, and re- 
duce the author to his status of 300 years ago, dependent on the largess 
of the Prince or Patron. 

Some higher court may decide, burlesque was a defense per se. I do 
not choose to do so. 

CONCLUSION 


We trust we have not followed the system of Judge Bridlegoose of 
Rabelais and stacked plaintiff’s papers on one end of the table and de- 
fendants’ on the other, before determining in whose behalf we would first 
cast the judicial dice. Actually, this case tests the general principle and the 
dictum in Loew’s v. Columbia. It is an excellent companion case for 
Loew’s, and we hope that they may stride together through the hazard of 
judicial review and still remain consistent companions. Unlike Loew’s 
here there was a taking of only sufficient matter to cause the viewer to recall 
and conjure up the original. This is a necessary element of burlesque. 
As Dr. Baxter stated at the trial of Loew’s v. Columbia, the defendant has 
taken a small part and then ‘‘taken off into the blue.”’ 

Defendant will prepare findings of fact, conclusions of law and judg- 
ment within the time provided by the Rules. Defendant will include suit- 
able citation of authority in the conclusions of law. 


ROBERT C. WIAN ENTERPRISES, INC. v. PERSINGER et al., 
doing business as BIG BOY MANUFACTURING COMPANY 


No. 14723 — C.A. 9 — December 13, 1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Complaint pleading two claims of trademark infringement and one of unfair 

competition alleges that plaintiff sells BIg BOY hamburgers at its HOME OF BIG BOY 
restaurants, and that defendant subsequently used Bia Boy for outdoor barbecue 
equipment made in its HOME OF BIG BOY MANUFACTURING COMPANY; plaintiff as a 
minimum has succeeded in stating claims and is entitled to trial; there seems to 
be little likelihood of confusion of identity of products, but upon a trial there 
may be some proof of confusion of source that entitles plaintiff to some relief. 
Action by Robert C. Wian Enterprises, Inc. v. L. O. Persinger and 

Merle Persinger, doing business as Big Boy Manufacturing Company for 

trademark infringement and unfair competition. Plaintiff appeals from 

judgment of District Court for Southern District of California dismissing 

complaint. Reversed. 


Gray, Binkley & Pfaelzer, William P. Gray, and Martin J. Schnitzer, of 
Los Angeles, California, for appellant. 
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Albert Lee Stephens, Jr., and George B. T. Sturr, of Los Angeles, California, 
for appellees. 
Before Heaty, Bone and CHampBers, Circuit Judges. 

PER CurRIAM. 

Wian Enterprises, plaintiff and appellant, operates principally in 
Southern California a drive-in restaurant business, the fulerum of which 
seems to be a double-decked hamburger served under the name of BIG Boy. 
His advertising on the premises and in the media focuses on a fat infant, 
hamburger in hand. Defendants and appellees are in a different business: 
the manufacture of outdoor barbecue equipment. After plaintiff established 
its use of the name of BIG Boy and the HOME oF BIG Boy defendants became 
the Big Boy Manufacturing Company in Southern California and the 
HOME OF BIG BOY MANUFACTURING COMPANY. 

Plaintiff’s amended complaint pleads two claims of trademark infringe- 
ment and one of unfair competition. The complaint exhaustively pleads 
with exhibits the evidence of what defendants have done, but states short 
conclusions as to the effect of defendants’ acts. The district court granted 
defendants’ motions to dismiss. 

On appeal a close question exists as to whether plaintiff has pleaded 
enough for any valid claim. Tentatively plaintiff’s mark does not look like 
what is usually denominated in this class of litigation as a “strong” one. 
There seems to be little likelihood of confusion of identity of products, 
but upon a trial there may be some proof of confusion of source that 
entitles plaintiff to some relief. It may develop on the trial that plaintiff 
is entitled to no relief, some slight relief or even substantial relief. On that, 
this court expresses no opinion. At least, this court thinks the plaintiff, 
as a minimum, has succeeded in stating claims, and is entitled to a trial, 
costly though it may be to both parties. 

This is not a patent case and it was not decided on motions for summary 
judgment, but the underlying principle of Hycon Manufacturing Company 
v. H. Koch & Sons, 9 Cir., 219 F.2d 353, 104 USPQ 231, appears to be 
applicable here. 
Judgment reversed. 


EX PARTE CAIRNS 


Commissioner of Patents — October 19, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—PACKAGES AND CONFIGURATIONS 


Application to register on the Principal Register a three-dimensional display con- 
sisting of water filled masonry blocks in which float three ducks on each of which 
the word Rox appears. This is not a device registrable under Section 45 of 1946 
Act. It is simply an advertising or merchandising display. It does not function as 
a trademark. Dismissal of application is affirmed. 


Application for trademark registration by Henry W. Cairns, Serial 
No. 621,656 filed November 26, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 
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Harness, Dickey & Pierce, of Detroit, Michigan, for applicant. 
Leeps, Assistant Commissioner. 

There has been presented for registration on the Principal Register a 
three-dimensional display described as follows: “The trademark consists 
of a water-filled masonry block with three toy ducks floating therein, 
each duck carrying the word rox thereon.” The Examiner of Trademarks 
has refused registration on two grounds, (a) that which is sought to be 
registered serves merely as a device to advertise to the public the capabil- 
ities of the applicant’s product ; and (b) that which is sought to be registered 
is merely a physical display associated with the goods. Under such circum- 
stances, stated the examiner, it does not function as a trademark. Applicant 
has appealed. 

Applicant is a manufacturer of cement base coating (cement paint) 
which, when used on masonry blocks, cement blocks or cinder blocks, causes 
them to repel water and moisture. It uses the trademark rox to identify 
and distinguish its product. 

In advertising and merchandising its product, applicant furnishes to 
retailers what is described in one of applicant’s trade periodical advertise- 
ments as: ‘‘The unique display—a rox coated masonry block filled with 
water in which bright colored animated ducklets float about—a large 
metal rox display sign and plenty of descriptive literature are all yours 
FREE with your initial order. These sales help build floor traffice— 
increase profits from the sales of rox and the sale of related items.” 

Another of applicant’s advertisements in a trade periodical states: 
“This attention-getting display—a Rox-coated masonry block in which, 
when filled with water, three brightly colored animated ducklings float 
about, is free with your initial order.” 

The specimens submitted with the application are photographs of one 
of these displays showing the Rox-coated masonry block with the ducks 
floating in water, a sign showing “rox cement paint”, and some cans of 
the product. Each duck has the word rox on its breast. 

A trademark is a word, name, symbol, or device or any combination 
thereof adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured or sold by others. 
(See. 45 of the Act of 1946). Obviously, that which is presented for reg- 
istration is not a word, name or symbol. Applicant contends that it is a 
“device” within the meaning of the statute and the decisional law. Reliance 
is placed on Liggett Tobacco Co. v. Finzer, 128 U.S. 182 (1888), in which 
The Supreme Court held that plaintiff, who had used a tin star, having 
five points and a round hole in the center, and attached to plug tobacco 
by prongs, was entitled to enjoin another from affixing to his plug tobacco 
a round piece of gilded paper having a red star on it; Lorillard et al. v. 
Wight, 15 F. 383 (D.C.Md., 1883), in which the user of a colored tin tag, 
with the name of plaintiff and the brand stamped on it, attached to the 
plugs of tobacco was entitled to enjoin another from using colored tin 
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tags; and Lowell Mfg. Co., v. Larned, Fed. Cases 8570 (D.C.Pa., 1873), 
in which a manufacturer of carpets who had used a hollow wooden stick 
upon which the carpets were rolled so that the stick at its ends presented 
the appearance of two octagonal wooden rings was entitled to enjoin 
another from using substantially the same thing. 

Applicant also is of the opinion that the registration which issued in 
1881 of a miniature of the great bell of Moscow hung by a ribbon around 
the neck of a bottle of champagne identified by the word mark BELL, oF 
Moscow is a precedent for finding registrability in the present case. 

The basic differences between these cases and the present one seem 
to have been overlooked entirely. In each of the tobacco cases the tags 
affixed to the plugs of tobacco were not advertising “gimmicks”—they were 
markings affixed to the goods to identify them and distinguish them from 
like goods of others. In the carpet case, it was not the hollow stick which 
was the thing protected, but it was the octagonal ends which formed an 
identifying and distinguishing device for a product not otherwise easily 
marked in 1873. In the champagne case, the third-dimensional bell hung 
around the neck of the bottle, which bore a label showing BELL oF MOSCOW 
and the picture of a bell, was affixed to the product to identify it and 
distinguish it from other champagnes. 

In this case, that which is presented for registration is not a marking 
of any kind—it is not a “device” which is used on the goods by placing it 
in any manner on the goods or their containers or on the displays associated 
therewith or to tags or labels affixed to the goods. It is a display adopted 
and used to demonstrate the water-repellent quality of applicant’s product, 
rather than to identify applicant’s cement paint and distinguish it from 
like products of others. It is a physical display designed to attract the 
attention of potential purchasers to applicant’s rox cement paint. It is a 
merchandising display and not a trademark. 

Both grounds of rejection given by the Examiner of Trademarks were 
sound and will not be disturbed. 

The decision of the Examiner of Trademarks is affirmed. 


DELAUNAY v. WILSON 
No. 31575 — Commissioner of Patents — October 19, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks registration of ZOMBIE for candy and opposer asserts prior use of 
ZOMBIES and evidence supports his claim. Applicant’s mark was adopted without 
knowledge of opposer’s use but as the latecomer, applicant is not entitled to regis- 
tration. Applicant’s counterclaim fails in face of opposer’s proved earlier use. 
Opposition is sustained. 


Opposition proceeding by Arthur J. Delaunay v. Ernest Wilson, appli- 
cation Serial No. 620,763 filed October 31, 1951. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Affirmed. 
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James Atkins, of Washington, D. C., for applicant-appellant. 

Townsend, Townsend & Hoppe, of San Francisco, California, for opposer- 
appellee. 

Leeps, Assistant Commissioner. 

An application has been filed to register zompre for candy, asserting 
use since October 29, 1948. Registration has been opposed by one who 
claims prior use of ZoMBIES on candy.’ The Examiner of Interferences 
sustained the opposition, and applicant has appealed. 

Opposer’s record shows that in the fall of 1945 he commenced the 
manufacture of a candy-like confection in the nature of a macaroon without 
flour or shortening? and sold it in Pennsylvania, Maryland and New Jersey 
through the stores of Candy Makers, Ine. In February of 1946, Candy 
Makers, Inc., manufactured the confection for opposer and sold it under 
the ZOMBIES mark under an agreement with opposer; and this arrangement 
continued until December of 1947 shortly before Candy Makers, Inc., was 
declared a bankrupt. In December of 1947, opposer entered into an agree- 
ment with Deer Park Baking Company for the manufacture of the zomBirs 
confection ; and production commenced in March of 1948. Under this agree- 
ment, Deer Park Baking Company manufactured and distributed the con- 
fection and furnished to opposer a statement of sales under the mark, 
together with information concerning the places of sale, for purposes of 
computing “royalties” due to opposer. In September of 1949, the method 
of billing and accounting as between opposer and Deer Park Baking Com- 
pany was changed; and opposer, under the revised system, received the 
ZOMBIES customer list from Deer Park Baking Company, Deer Park manu- 
factured the product, charged it to Zombies Company (opposer’s trade 
name), and opposer thereafter billed the customers himself. This arrange- 
ment was continuing at the time opposer’s testimony was taken in 1953. 

In December of 1951 applicant’s use of zomBIE as a trademark for 
candy came to opposer’s attention through a trade journal; and on Decem- 
ber 7, 1951, opposer, through his counsel, requested discontinuance of the 
use of the name ZOMBIE and abandonment of the application to register. 
On December 12, 1951, applicant, through his counsel, acknowledged the 
communication and requested a sample of opposer’s product, a label, and 
information concerning opposer’s use of the zomMBIES mark. There appar- 
ently was no further communication between the parties, and this opposition 
was filed on June 10, 1952. 

The early sales by opposer were limited to the Maryland, Pennsylvania 
and New Jersey area, with occasional shipments to California, but produc- 
tion also was limited prior to the arrangement with Deer Park Baking 


1. Opposer has pending an application to register his mark; and applicant, in 
addition to his answer, has pleaded as one affirmative defense “laches, acquiescence and 
estoppel;” unclean hands as another affirmative defense; and by way of counterclaim 
requests that opposer be denied registration on his application. The affirmative defenses 
and the counterclaim were dismissed. 

2. The labels used prior to February of 1946 show MARY LEE ZOMBIES and the state- 


ment of ingredients included cake flour. 
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Company. In 1949, however, opposer’s customers were located in thirty 
states, Guam and the Philippines. There does not appear to have been 
any advertising of the product by opposer, but some of his customers have 
advertised it. 

Applicant’s record shows that about July 1, 1948, he commenced manu- 
facture of a chocolate cream dipped in milk or dark chocolate and sprinkled 
with chocolate covered nut meats, chocolate chips, chocolate decorets or 
chocolate covered cocoanut. The product was sold under the trademark 
ZOMBIES in at least fourteen States during 1948. 

In 1949 applicant’s product was one of the selections of the Candy-of- 
the-Month Club; and some 4,000 orders were received from the Club; the 
Candy-of-the-Month Club’s advertisement in the December, 1949 issue of 
Coronet Magazine featured applicant’s zoMBIES among other selections, for 
which applicant paid a proportionate share of two hundred dollars. In 
November and December of 1949, and in December of 1950, applicant 
advertised his zoMBIES in Sunset Magazine, a West Coast periodical. 

In the fall of 1950 or early in 1951, according to the testimony, appli- 
cant commenced the packaging of single pieces of the candy and at the 
time testimony was taken in August of 1953, approximately 250,000 of 
these individual packages (price: 10¢ each) were being sold annually under 
the trademark zomBIE. It is this singular version of the mark, rather than 
the plural, for which registration is sought. 

The record indicates that about 29,000 pounds of zomBIEs were being 
sold annually by applicant in 1953—20,000 in one-pound boxes and the 
balance in two-pound boxes. 

In a letter dated August 13, 1951 a prospective customer inquired of 
applicant as to the status of the mark zomBIEs, stating that in Florida a tin 
ean containing a confection called ZoMBIES was being sold throughout the 
State. Applicant replied that the name had been used for nearly three 
years without complaint; that attorneys had been authorized to proceed 
with registration of the mark; that the product had been sold by a number 
of department stores throughout the country and applicant’s right to use 
the mark had not been questioned ; and that he had no reason to believe that 
he was not entitled to use the name ZOMBIES. Opposer’s protest was dated 
some four months later. 

Under the fact situation presented here, it is clear that opposer adopted 
and used ZOMBIES on his macaroon confection earlier than applicant 
adopted and used the same word mark on his chocolate candies. At the 
time applicant first used the zoMBIES mark, opposer had been selling his 
product in a number of States, and was continuing to sell it. Applicant’s 
adoption and use were, however, without knowledge of opposer’s use; and 
it is this type of fact situation which points up the desirability of regis- 
tration of trademarks. 

The products of the parties are of a nature which the purchasing 
public would reasonably assume to be products of a single producer when 
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sold under the identical word mark. Under such circumstances, the later 
user, applicant here is not entitled to registration. 

Applicant’s asserted defense of “laches, acquiescence and estoppel” is 
neither well pleaded nor proved. His asserted defense of unclean hands 
fails for want of competent proofs. His counterclaim is dismissed as pre- 
mature and as not stating a cause of action in view of opposer’s proved 
earlier and continued use. 

The decision of the Examiner of Interferences is affirmed. 


ESQUIRE, INC. v. THE COUNTRY SQUIRE (THE COUNTRY 
SQUIRE PUBLISHING CORPORATION, assignee, substituted) 


No. 32296 — Commissioner of Patents — October 19, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register THE COUNTRY SQUIRE for a periodical and is opposed 
by the owner of ESQUIRE for a monthly magazine. Issue is whether the purchasing 
public is likely, upon seeing THE COUNTRY SQUIRE magazine, to believe it to be 
another magazine published by the publisher of ESQUIRE, or to purchase one for the 
other. Since the marks do not look alike and have distinctly different connotations 
there is no likelihood of confusion of source, and therefore the decision of the 
Examiner in dismissing the opposition is affirmed. 


Opposition proceeding by Esquire, Inc. v. The Country Squire (The 
Country Squire Publishing Corporation, assignee, substituted) application 
Serial No. 609,168. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition, but refusing registration. Affirmed. 

See also 44 TMR 229. 


Schroeder, Merriam, Hofgren & Brady, of Chicago, Illinois for opposer- 
appellant. 
Johnson & Kline, of Bridgeport, Connecticut, for applicant. 


LeEps, Assistant Commissioner. 

An application has been filed to register THE COUNTRY SQUIRE for a 
periodical, first use having been alleged as of December 15, 1950. Regis- 
tration has been opposed by the owner-registrant of ESQUIRE’ and ESQUIRE 
—THE MAGAZINE FOR MEN,” each of which issued for a monthly publication. 
The Examiner of Interferences dismissed the opposition, but refused regis- 
tration on the ground that the mark sought to be registered was not in use 
at the time the application was filed. Only the opposer has appealed. 

The records of the Patent Office show that opposer is the owner of the 
two registrations relied upon; and the statute makes them prima facie 
evidence of ownership of the mark, validity of the registration, and of 
opposer’s exclusive right to use the marks on the product recited therein. 

The products of the parties are, for all practical purposes, identical— 
periodicals or magazines. 

1. Reg. No. 313,768, issued to a predecessor on June 5, 1934 and renewed during 


the pendency of this proceeding to opposer. 
2. Reg. No. 340,497, issued November 10, 1936 to opposer. 
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The only question, then, is whether or not the purchasing public is 
likely, upon seeing THE COUNTRY SQUIRE magazine, to believe that it is 
another magazine published by the publisher of EsQuIRE, or mistakenly to 
purchase one when there was an intent to purchase the other. The answer 
to the question is in the negative. The marks, when applied to the maga- 
zines, do not look alike; they do not sound alike; and they have distinctly 
different connotations. It is true that at one time in history the two terms 
had an identical significance, but the efforts of opposer to create a new 
significance for ESQUIRE have not been altogether fruitless. Today, as a 
result of those efforts, the association of ideas stimulated by ESQUIRE is 
more likely to be that of the smartly attired suburbanite, rather than that 
of a rural, landed proprietor or a title of an officer such as a Justice of 
the Peace. 

The decision of the Examiner of Interferences is affirmed; and the 
application stands refused on the grounds set forth in the decision below. 
















GOLDRING INC. v. LEVY BROTHERS, INC. 
No. 32261 — Commissioner of Patents — October 19, 1955 







LIKELIHOOD OF CONFUSION 





TRADEMARK ACT OF 1946—REGISTRABILITY 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Application to register TOWNLINE for ladies’ apparel is opposed by TOWNLEY for 
ladies’ coats, suits, sweaters and sport suits. Examiner sustained opposition and 










applicant appeals. 

TOWNLEY is nationally advertised and has long priority. Applicant took no 
testimony but cites 1920 Act registration and introduced under Rule 282 third party 
registrations which included TOWN as part of the marks for apparel. The third party 
registrations are relevant only for the purpose of rebutting testimony by opposer 
that portion of their mark TOWN had trademark significance. Opposer’s mark is 
TOWNLEY and issue is whether TOWNLINE so resembles it in sound or appearance as 
to be likely to cause confusion. Marks sound somewhat alike and both are displayed 
in an upslanted script, hence likelihood of confusion is present and decision of 
Examiner is affirmed. 

Opposition proceeding by Goldring Inc. v. Levy Brothers, Inc., appli- 
cation Serial No. 626,517 filed March 15, 1952. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Affirmed. 
Henry L. Burkitt, of New York, N. Y., for opposer-appellee. 

Ernest P. Rogers, of Atlanta, Georgia, for applicant-appellant. 
LEEDs, Assistant Commissioner. 

An application has been filed to register TOWNLINE, displayed in an 
upslanted seript, for ladies’ and misses’ dresses, skirts, suits and jumpers, 
use having been asserted since March 15, 1944. Registration has been 
opposed by the registrant of TOWNLEY’ for ladies’ coats, suits, dresses, golf 
and sport suits and sweaters. The Examiner of Interferences sustained the 


opposition, and applicant has appealed. 
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1. Reg. No. 296,939, issued under the 1920 Act on August 23, 1932 to a prede- 
cessor and renewed to opposer. 
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The facts concerning opposer’s ownership, use, sales volume and adver- 
tising of TOWNLEY apparel have been fully set forth in Goldring, Ine. v. 
Town-Moor, Inc., 101 USPQ 114 (44 TMR 857) (Com’r., 1954), and in 
Goldring, Inc. v. Towncliffe, Inc., 102 USPQ 405 (45 TMR 92) (Com’r., 
1954) ; and since the record here is, for all practical purposes the same 
as was presented in those cases, the details will not be repeated here. Suffice 
it to say that TOWNLEY has been used by opposer (and its predecessors) 
since 1932 to identify its coats and suits; its sales volume under the mark 
in 1951 and 1952 exceeded eight million dollars annually; it spends in 
excess of a quarter of a million dollars annually in advertising its TOWNLEY 
apparel in media having national circulation; and its sales outlets are 
located in most of the larger cities of the United States. 

Applicant took no testimony, but its application recites ownership of 
Reg. No. 414,686, issued on June 19, 1945 under the 1920 Act, of TOWNLINE 
for ladies’ and misses’ dresses, skirts, suits and jumpers; and it intro- 
duced under Rule 282 a number of registrations to third parties showing 
TOWN as a part of the marks for sundry items of wearing apparel.” 

With reference to the registrations to third parties, the Examiner of 
Interferences stated, “The question to be determined in this case, however, 
is not whether the opposer is entitled to the exclusive use of its mark 
[TOWNLEY], or any portion thereof [TowN], but whether the opposer’s 
mark and that of the applicant considered in their entireties are confus- 
ingly similar.” This is a correct statement of the question, but one of 
opposer’s witnesses testified that he believed that applicant would benefit 
from the goodwill of TOWNLEY by using TOWNLINE since “the important 
part of the name is TOWN. This is at least a suggestion that opposer’s execu- 
tive vice-president considers TOWN standing alone as having some trade- 
mark significance. The registrations are relevant for the purpose of 
rebutting this portion of opposer’s testimony. 

Opposer’s goodwill is symbolized by the word TOWNLEY—a single 
word. It can prevail in proceeding against other marks which include 
TOWN as a part only if the other marks so resemble TOWNLEY in sound 
or appearance’ as to be likely, when applied to the others’ goods, to cause 
confusion, mistake or deception. 

The marks here sound somewhat alike when pronounced. Too, opposer 
has long displayed its TOWNLEY mark in an upslanted script, and appli- 
eant’s mark simulates the script display. Considering the similarity in 
sound and the similarity in appearance, it is believed that the purchasing 
public is likely to be confused, mistaken or deceived as between applicant’s 
TOWNLINE garments and opposer’s TOWNLEY garments. 

The decision of the Examiner of Interferences is affirmed. 


LL ———— 


2. It also introduced a certified copy of the file of opposer’s Reg. No. 296,939, but 
the relevance of this copy is neither indicated nor apparent. 

3. Since TOWNLEY has no connotation or meaning other than to suggest a surname, 
similarity in connotation is not involved in this case. 
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STANDARD MOTOR PRODUCTS, INC. v. STANDARDIZED 
PRODUCTS COMPANY 


No. 32091 — Commissioner of Patents — October 19, 1955 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Applicant, owner of a 1905 registration for the same mark and same goods seeks 
to register under the 1946 Act but registration is opposed and therefore applicant, 
during the pendency of the opposition and after testimony had been taken withdrew 
its application. Opposer objected to dismissal of opposition without prejudice but 
since applicant already owns a 1905 registration for the same mark no benefit would 
inure to opposer to continued contest. Dismissal of opposition without prejudice is 
affirmed. 

Opposition proceeding by Standard Motor Products, Inc. v. Standard- 
ized Products Company, application Serial No. 567,888 filed October 29, 
1948. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 

Kenyon and Kenyon, of New York, N. Y. for Standard Motor Products, 

Ine. 

Paul E. Hadlick, of Washington, D. C. for Standardized Products Company. 
LeEEpDs, Assistant Commissioner. 

This is an appeal from the dismissal of an opposition as a result of 
abandonment and withdrawal of the application which had been opposed. 

Briefly, the facts are as follows: 

1. Applicant owns a trademark registration issued under the Act of 
1905 for the same mark for the same goods, namely, automotive parts. 

2. The prior registration issued on July 30, 1940, and is in full force 
and effect; and so far as the record shows, it has never been challenged 
by opposer. 

3. When registration of the mark was sought under the Act of 1946, 
an opposition was filed. 

4. During the pendency of the opposition, and after testimony had 
been taken, but before the briefs were due, applicant filed a formal with- 
drawal of its application. 

5. The Examiner of Interferences fixed a time within which opposer 
was allowed to file objections, if any, to the dismissal of the opposition 
without prejudice. 

6. Opposer filed its objections, urging that dismissal without prejudice 
would be seriously prejudicial to opposer. 

7. The Examiner of Interferences held that since applicant is the 
owner of a 1905 Act registration of the same mark for the same goods, 
conduct of further proceedings would be futile, since a registration cannot 
now issue upon the abandoned and withdrawn application. 

8. On petition for reconsideration, the Examiner of Interferences held 


“Where, as here, the issues of an opposition have become moot 
because of the abandonment of the involved application, the practice 
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ordinarily followed of permitting the opposer to elect nevertheless to 
contest the proceeding on the merits is merely designed, in the event 
of a decision adverse to the applicant, to preclude the applicant from 
thereafter obtaining a registration for its mark upon a new applica- 
tion therefor. In the present case, on the other hand, the applicant 
now owns a subsisting registration under the Act of 1905 for its mark, 
for which it may secure the benefits of the Act of 1946 merely by 
affidavit under Section 12(c); and the question whether the opposer 
would be damaged by the registration thereof therefore may not be 
effectively resolved in the absence of a direct challenge to that regis- 
tration under the provisions of Section 14 of the Act of 1946. It is 
recognized that whereas the applicant’s registration issued under the 
Act of 1905 its abandoned application of this case was filed under 
Section 2(f) of the Act of 1946, but this cannot affect any right of 
the opposer in the subject matter. The opposer’s claim of damage 
is predicated upon an allegation of likelihood of confusion between the 
applicant’s mark and the opposer’s mark and trade name; and the issue 
thus raised would involve precisely the same considerations whether 
the application or registration under attack pertained to the Act of 
1905 or that of 1946. Westgate-Sun Harbor Co. v. Watson, 97 USPQ 
523 (48 TMR 1064) (C.A.,D.C.). 

“Aceordingly, the examiner remains of the opinion that the further 
conduct of this case would be futile insofar as the granting of relief 
to the opposer may be concerned. Except to the extent indicated, the 
request for reconsideration is therefore denied.” 


No error is found in the decision of the Examiner of Interferences, 
and his action dismissing the opposition without prejudice is affirmed. 





ALL-STATE SCHOOL OF DRIVING v. ALLSTATE INSURANCE 
COMPANY 


No. 32568 — Commissioner of Patents — October 20, 1955 


TRADEMARK AcT OF 1946—REGISTRATION PROCEDURE—PLEADING AND PRACTICE 

Applicant sought two registrations of ALLSTATE for insurance risks. Opposition 
is by ALL-STATE SCHOOL OF DRIVING. Applicant’s parent company, Sears Roebuck & 
Co., prior to opposition had brought a civil action against opposer and the District 
Court dismissed the complaint. The Third Circuit Court of Appeals reversed, and 
as a result the driving school is enjoined from all use of ALLSTATE. Since opposer 
may not use ALL-STATE or ALLSTATE in connection with its business it cannot be 
damaged by applicant’s registration of the word. Contention of opposer that likelli- 
hood of damage is determined as of the date of filing Notice of Opposition and not 
by events two years later is without merit. 


Opposition proceeding by All-State School of Driving v. Allstate In- 
surance Company, applications Serial Nos. 626,130 and 626,131 filed March 
8, 1955. Opposer appeals from decision of Examiner of Interferences 


dismissing opposition. Affirmed. 
See also 44 TMR 938, 45 TMR 461. 


1. S.N. 626,130 shows the single word ALLSTATE S.N. 626,131 shows an illustration 
of two hands holding an automobile, above which appears the phrase YOU’RE IN GOOD 
HANDS WITH ALLSTATE. 
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Arthur N. Klein, of Philadelphia, Pennsylvania, for opposer-appellant. 

Frank H. Marks, of Chicago, Lllinois, and Ivan P. Tashof, of Washington, 
D. C., for applicant-appellee. 

LeeEps, Assistant Commissioner. 

Opposition was filed by All-State School of Driving against two regis- 
trations of ALLSTATE sought for the underwriting of insurance risks.‘ The 
Examiner of Interferences dismissed the opposition, and opposer appealed. 

A civil action had been instituted against opposer by applicant’s parent 
company, Sears, Roebuck & Co., prior to the filing of this opposition; and 
at the time of the decision of the Examiner of Interferences, the District 
Court for the Eastern District of Pennsylvania had found in favor of 
defendant and dismissed the complaint. The Examiner of Interferences 
stated : 

“Aside from the above, it is noted that the District Court has held 

in the above mentioned litigation (101 USPQ 2438), (44 TMR 938) 

that there is such a wide difference between the insurance business and 

the driving school business that there is no reasonable likelihood of 
confusion. In view of the issues framed in said litigation, it is not seen 
how opposer could be damaged by the registrations sought.’” 

The decision of the District Court was appealed to the Third Circuit 
Court of Appeals, and on February 21, 1955, approximately five weeks 
after this appeal was filed, the Court of Appeals reversed the lower court, 
104 USPQ 280 (45 TMR 461) ; and on March 22, 1955, the District Court 
entered a final decree on mandate under the terms of which All-State School 
of Driving, opposer here, was enjoined from using ALL-STATE SCHOOL OF 
DRIVING or any Other name including ALL-STATE Or ALLSTATE in connection 
with the business conducted by defendant-opposer ; and the decree directed 
the defendant-opposer to change all signs used in advertising so as to 
eliminate the name ALL-STATE SCHOOL OF DRIVING or any other name inelud- 
ing the term ALL-STATE or ALLSTATE, and to deliver to the Court for destruc- 
tion all printed and written material in their possession or under their 
control bearing any such name, including all stationery of all kinds, plates 
and any other material bearing said name or usable in printing thereof. 

Since opposer may not use ALL-STATE Or ALLSTATE in connection with 
its business, it cannot be damaged by applicant’s registrations of the word. 

Opposer contends in its appeal brief that “likelihood of damage is 
determined as of the date of the filing of the Notice of Opposition, namely, 
May 25, 1953, and cannot be changed by something which occurred two 
years later”; and “the present proceeding involves only applicant-appellee’s 
statutory right to registration while the Decree of May 19, 1955 (rendered 
in a suit to which applicant-appellee was not a party) relates only to com- 
mon law rights.” 





2. It is noted that in the Civil Action, plaintiff (applicant’s parent company) had 
relied upon its own use of ALLSTATE on automobile tires, parts and accessories, as well 
as use of ALLSTATE by its wholly-owned subsidiary in its corporate name and in the 
automobile insurance business. 
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That there is no merit in either contention seems obvious. As to the 
first, likelihood of damage at the time of filing an opposition entitles an 
opposer to file; but if the basis of the claimed damage, namely likelihood 
of confusion, mistake or deception within the purview of Section 2(d) of 
the statute, ceases to exist, as it does here by virtue of the injunction, then 
the opposition must fail. Irrespective of any proofs offered by opposer in 
support of its pleadings as to its use and right to use ALL-STATE as part of 
its name, the factual and legal situation has been so changed by the Court’s 
injunction as to make it unnecessary to consider such proofs. 


With reference to the second contention, it is true that this proceeding 
involves applicant’s right to register and the Court proceeding related to 
common law rights; but since it has been determined by a Court on appeal 
that opposer has no common law or other right to use ALL-STATE, it follows 
that it has no right to object to applicant’s registration of aLLsTATE. And 
this result would obtain even if the plaintiff in the civil action were a 
complete stranger to this proceeding, which is not the case. 

The decision of the Examiner of Interferences is affirmed; but on the 
rationale set forth herein. 


EX PARTE MARCALUS MANUFACTURING CO., INC. 
Commissioner of Patents — October 21, 1955 


TRADEMARK AcT 1905—REGISTRABILITY—IN GENERAL 
A background design consisting of an oval and several colors may not be regis- 
tered as a trademark apart from the mark usually displayed thereon. While a word 
mark may be removed from its surroundings and registered, the reverse is not true. 
Applicant has right to say what it claims to be its trademark but Patent Office 
must determine trademark usage. Background design does not function as a trade- 
mark. Decision of Examiner refusing registration is affirmed. 
Application for trademark registration by Marcalus Manufacturing 
Co. Inc. Serial No. 511,488 filed October 25, 1946. Applicant appeals from 


decision of Examiner of Trademarks refusing registration. Affirmed. 
Robert F. Beck, of Paterson, New Jersey, and Joseph Montgomery, of 

New York, N. Y., for applicant. 

Leeps, Assistant Commissioner. 

An application was filed under the Trademark Act of 1905 to register 
for paper handkerchiefs a pink and maroon desigh of a box upon which 
the words MARCAL HANKIES appeared; the drawing was amended to show the 
same box unfolded; the drawing was later amended to show the same un- 
folded box without any wording; and it was later amended to show a 
maroon ellipse or oval. The applicant originally sought registration of 
the ellipse for paper handkerchiefs; and it now apparently seeks registra- 
tion for paper handkerchiefs, waxed paper and toilet paper, asserting use 
on the goods since 1945, 1939 and 1938, respectively. 
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The Examiner of Trademarks refused registration on the ground that 
the ‘‘oval merely serves as a background for the actual mark, or at best, 
but a fragment of the over-all design of the package.’’ Applicant has 
appealed. 

The specimens submitted are boxes for paper handkerchiefs and for 
waxed paper, and paper wrapping for rolls of toilet tissue. The boxes for 
the paper handkerchiefs have two maroon sides and the top is pink with 
a maroon ellipse surrounded by a scroll design in cream color. The oval is 
approximately 41% inches in diameter one way and 21% inches in diameter 
the other. On the maroon sides appear MARCAL HANKIES, on the ends the 
box appear MARCAL HANKIES, and on the maroon oval appears MARCAL 
HANKIES. MARCAL is applicant’s registered trademark for numerous paper 
items,’ including those set forth in the present application. 

The boxes for the waxed paper have maroon ends and pink sides (with 
the cream colored scroll design), and all four sides show an ellipse 934 
inches in diameter one way and 2% inches the other. On the ellipse which 
is on the top of the box appears MARCAL KITCHEN CHARM WAXED PAPER; 
and on the ellipse on one side appears MARCAL KITCHEN CHARM 200 FT.; 
on the ellipse on another side appears 200 FT. KITCHEN CHARM; and on the 
ellipse on the bottom of the box appears 200 FT. EXTRA KITCHEN CHARM 
HEAVY SUPER WAXED PAPER. 


The wrapping paper for the toilet tissue shows upon a white back- 
ground a maroon ellipse 4% inches in diameter one way and 25% inches the 
other. This ellipse is surrounded by a pink floral design; and upon the 
ellipse appears the word MARCAL with a pink flower above and below it. 

It is clear from an examination of the specimens that this ellipse or 
oval of varied sizes and shapes is a part of the color design of the boxes 
and wrapping paper and is used, not as a trademark, but as a background 
for the display of its registered trademark MaRcAL and for other informa- 
tional material—with or without the trademark. 

Applicant contends that the action of the Examiner refusing the reg- 
istration ‘‘is an endeavor to dictate to the applicant what comprises the 
mark’’ and that it is the applicant and not the Commisisoner who is to 
determine what is the trademark. Reliance is placed upon Ex parte 
Standard Underground Cable Co., 1906 C.D. 687 (C.A. D.C., 1906) ; Tip 
Top Bottling Co. v. Jones, 1927 C.D. 1 (Com’r., 1926); Ex parte John 
David, 35 USPQ 126 (40 TMR 413) (Com’r., 1937); and In re Servel, 
Inc., 85 USPQ 257 (27 TMR 772) (C.C.P.A., 1950). The conclusions 
reached in these cases support the position of the Examiner rather than 
the applicant. They stand for the basic proposition that a word mark may 
be removed from its surroundings, embellishments or display and registered 
as a mere word mark, just as this present applicant removed the word 
MARCAL from its background display an dregistered it without difficulty. 


1. Reg. No. 372,674, issued Nov. 7, 1939; Reg. No. 425,272 issued Nov. 12, 1946; 
and Reg. No. 589,555, issued May 11, 1954. 
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None of these decisions stands for the proposition that the background may 
be removed from the word mark and registered alone. 


It is true that the applicant has the right to say what it claims to be 
its trademark, but it is the duty of the Patent Office to determine, whether 
that which is presented for registration is a name, mark, symbol or device 
used on or in connection with the goods of the applicant in such manner 
as to identify them and distinguish them from the goods of others. The 
maroon ellipse or oval of varied sizes and shapes which is used by this 
applicant as a part of its package design and as background for its trade- 
mark MARCAL, as well as other informational material, is not used as, and 
does not perform the function of, a trademark. See: In re Hillerich & 
Bradsby Co., 97 USPQ 451, (48 TMR 967) (C.C.P.A., 1953). 


The decision of the Examiner of Trademarks is affirmed. 





EX PARTE QUEEN CUTLERY COMPANY 


Commissioner of Patents — October 21, 1955 


TRADEMARK AcT oF 1946—Ex Parte REJECTION 


Application filed to register QUEEN for pocket and pen knives. Registration has 

been refused by Examiner on basis of prior registrations for FOREST QUEEN for a 
sheath knife and HARVEST QUEEN for garden tools. Likelihood of confusion with 
these marks is not deemed likely in view of the differences in the marks and their 
connotations QUEEN registered in 1907 and renewed for shears, scissors, razors and 
pocket knives would be damaged by the proposed registration. Applicant’s mark is 
not distinguished by the coronet above the “Q” since the trademark is normally 
spoken in purchasing the goods. Application is dismissed in view of this registration. 
Application for trademark registration by Queen Cutlery Company, 
Serial No. 623,734 filed January 17, 1952. Applicant appeals from de- 


cision of Examiner of Trademarks refusing registration. Affirmed. 
H. E. Cole, of New York, N. Y., for applicant. 
Lreps, Assistant Commissioner. 

Application has been filed to register ‘‘QUEEN’’ for pocket and pen 
knives, axes, hunting and fishing knives, barbers’ shears and household 
scissors, hair clippers, and kitchen and table knives. The mark is displayed 
with a large capital ‘‘Q’’ above which is an illustration suggestive of a 
eoronet. Applicant owns registration No. 424,480 for the ‘‘Q’’ with the 
coronet. Use of the mark sought to be registered is asserted since Febru- 
ary 28, 1922. 

Registration has been refused by the Examiner of Trademarks on the 
ground of likelihood of confusion with Registration Nos. 64,701, 209,517 
and 433,553. 

Registration No. 209,517, showing the trademark FOREST QUEEN, 
issued on February 26, 1926 (renewed, published in accordance with Sec. 
12[¢e] on September 21, 1948, and the affidavit required by Sec. 8 has been 
accepted), for a sheath knife. In view of the nature of the goods and the 
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differences in the marks—and giving due consideration to the suggestive 
nature of FOREST QUEEN when applied to a sheath knife—it is concluded, 
on the record here, that confusion, mistake or deception is unlikely. 

Registration No. 433,553, showing the trademark HARVEST QUEEN, 
issued on October 21, 1947 (Act of 1905), for a long list of hand-operated 
cultivators, including forks, hoes, rakes, spades, trowels, and the like, and 
axes. The items listed in the registration do not include anything remotely 
resembling the cutlery, scissors, shears, and clippers set out in the applica- 
tion here involved. It is true that both the application and the cited regis- 
tration include axes; but since axes are only one item in addition to the 
line of cultivating tools of the registrant, and they are only one item in 
the line of cutlery and related products of the applicant, it is concluded on 
the present record that the two marks, which have distinctly different con- 
notations, are not likely to cause confusion, mistake or deception. 

Registration No. 64,701, showing QUEEN, issued on August 20, 1907 
(renewed a second time, and published in accordance with Sec. 12[c] on 
February 9, 1954), for shears, scissors, razors and pocket-knives. The word 
mark is identical with that sought to be registered, and the goods of the 
applicant and those of the registrant are in part identical, and those which 
are not identical (with the possible exception of applicant’s axes) are of a 
nature which the purchasing public might reasonably assume emanated from 
a single producer. Under these circumstances, it is not seen how confusion, 
mistake or deception could be avoided. 

Applicant contends with reference to its mark that ‘‘the design is most 
unusual.’’ The basic difference between applicant’s mark and registrant’s 
mark is that the ‘‘Q”’ of applicant’s has above it an illustration suggestive 
of a coronet. It is common knowledge, however, that when cutlery is or- 
dered by trademark, the trademark is spoken—and when spoken, the two 
marks are the same. Furthermore, the displays of word marks may be, 
and frequently are, changed from time to time without in any way alter- 
ing the character of the marks. Persons familiar with registrant’s QUEEN 
cutlery, upon seeing applicant’s QUEEN cutlery, might well assume that 
registrant had merely changed the display of its mark. The converse is 
likewise true. 

Since the statute prohibits registration of a mark which ‘‘consists of 
or comprises a mark which so resembles a mark registered in the Patent 
Office * * * as to be likely, when applied to the goods of the applicant, to 
cause confusion, or mistake or to deceive purchasers’’; and since the facts 
of this case lead to the conclusion that confusion, mistake or deception of 
purchasers would be inevitable as between registrant’s QUEEN cutlery and 
applicant’s QUEEN cutlery, Registration No. 64,701 is a bar to registration 
by applicant. 

The decision of the Examiner of Trademarks is affirmed. 
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CONSOLIDATED DAIRY PRODUCTS COMPANY v. KRAFT 
FOODS COMPANY 


No. 31744 — Commissioner of Patents — November 30, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
On record consisting of opposer’s registration for the mark DARIGOLD used on 
milk of various types, butter, cheese and ice cream and copies of fifty-five third 
party registrations showing word “dairy” or its phonetic equivalent, no likelihood 
of confusion sufficient to sustain opposition found to exist with applicants mark 

DARI-LICIOUS used on a dairy filling for cake, pastry and pie since marks are different 

in sound and appearance and do not create same psychological impact when applied 

to the goods. 

Opposition proceeding by Consolidated Dairy Products Company v. 
Kraft Foods Company, application Serial No. 620,514 filed October 26, 
1951. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D. C., for applicant- 
appellee. 

Soans, Glaister & Anderson, of Chicago, Illinois for opposer-appellant. 

Leeps, Assistant Commissioner. 


An application has been filed to register DARI-LIcIous for a dairy filling 
for coffee cakes, cheese cakes, eclairs, puffs and pies. Use is asserted since 
February 7, 1951. Registration has been opposed by the registrant of 
DARIGOLD for evaporated milk, condensed milk, powdered milk, fresh milk, 
butter, cheese, ice cream,’ and animal feeds which are not pertinent to this 
proceeding. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of a copy of opposer’s registration, the involved 
application, and copies of some fifty-five registrations of marks including 
“dairy,” or its phonetic equivalent, issued to strangers to this proceeding. 

The marks of the parties do not look alike—they do not sound alike— 
and they do not create the same psychological impact when applied to the 
respective goods of the parties. On the record here, it is not believed that 
purchasers of applicant’s DARI-Licious fillings are likely to associate them 
with either the products or the producer of DARIGOLD dairy products. 


The decision of the Examiner of Interferences is affirmed. 





1. Reg. No. 375,997, issued March 12, 1940. 
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ROGER & GALLET v. JANMARIE, INC. 
No. 32406 — Commissioner of Patents — November 30, 1955 









REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Domestic importer and distributor of trademarked goods is neither the owner 
nor user of the mark in contemplation of law and while an assignment of a regis- 
tration for the mark from the foreign producer may create an estoppel between it 
and the importer, no independent right of ownership exists in the latter sufficient 

to sustain an opposition based thereupon. 

Notwithstanding ineffectiveness of registrations assigned it by foreign manu- 
facturer and despite in the absence of independent rights in the mark, a domestic 
importer and distributor of foreign made goods has standing to institute opposition 
proceedings as one who believes he will be damaged by issuance of the registration. 













TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Upon ex parte consideration of applicant’s mark JANMARIE as used on tints, 
rinses, oils, tonics and waving and dressing preparations for the hair and the mark 
JEAN MARIE FARINA previously used in connection with perfumes and soap no likeli- 
hood of confusion was found to exist since marks were different in sound and 
appearance; moreover, distinctly different commercial impressions were created by 
the marks when seen on the goods. 
Opposition proceeding by Roger & Gallet v. Janmarie, Inc., Serial No. 
618,742 filed September 13, 1951. Applicant appeals from decision of 
Examiner of Interferences sustaining opposition. Reversed. 


Choate, Byrd, Leon & Garretson, of New York, N. Y., for opposer-appellee. 


Janmarie, Inc., pro se. 
LeeEps, Assistant Commissioner. 

An application has been filed to register JANMARIE for tints, rinses, 
waving preparations, oils, tonics and dressing preparations for the hair, 
and hand lotions and creams. Use since June 21, 1948 has been asserted. 

Registration has been opposed by the record registrant of JEAN MARIE 
FARINA for eau de cologne, perfume extracts, toilet waters and perfumery ;* 
and for soaps.” 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that it is an importer and distributor of soaps 
and perfumeries manufactured in Paris, France since 1806. The products 
are marked with the JEAN MARIE FARINA mark by Roger & Gallet, a French 
manufacturer. Prior to 1910 the products were imported and sold under 
the mark in the United States by Park & Tilford and other distributors, 
but since 1910 they have been imported and sold by opposer. The registra- 
tions relied upon by opposer issued in 1930 to the French manufacturer ; 
and in 1947 the registrations were assigned to opposer who renewed them 
in 1950. The labels used on the products which opposer imports and sells 
























1. Reg. No. 267,944, issued March 4, 1930, renewed: and Reg. No. 268,367, issued 
March 11, 1930, renewed. 
2. Reg. No. 271,914, issued June 17, 1930, renewed. 
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show the words JEAN MARIE FARINA and a facsimile signature of JEAN MARIE 
FARINA. Opposer advertises the products of the French manufacturer and 
sells them throughout the United States, but the extent of sales and ad- 
vertising does not appear. 

It seems clear from the record that the mark JEAN MARIE FARINA is a 
mark which identifies and distinguishes the products of the French 
manufacturer; and the French manufacturer is therefore the owner of 
the mark. Opposer, as an importer and distributor, stands in a position 
comparable to a wholesaler who neither owns nor uses the mark within 
the legal concept of ownership and use of a trademark in this country. 
Mackie-Lovejoy v. Birnbaum 102 USPQ 38, (44 TMR 1223) (Com’r., 1954) ; 
Rimmel, Inc. v. Nelson, 102 USPQ 258, 259, (44 TMR 1248) (Com’r., 1954) ; 
Ex parte, E. Leitz, Inc., 105 USPQ 480, (45 TMR 855) (Com’r., 1955) ; 
Ex parte E. Leitz, Inc., 105 USPQ 481, (54 TMR 857) (Com’r., 1955). 


As was stated in the Rimmel case cited above, 


“A distributor in the United States of foreign-made goods bearing 
a foreign mark is not without status to oppose registration of a mark 
which so resembles the foreign mark when applied to an applicant’s 
goods as to cause confusion, mistake or deception of purchasers. This 
is especially true if the distributorship is exclusive in its terms. The 
statute gives to any person who believes he will be damaged the right 
to oppose, and damage might well result to such a distributor through 
loss of sales to him as well as to the owner of the mark. The grounds 
of opposition in such cases, however, are not ownership and use of 
the mark.” 


The statement is equally applicable here. 


The instrument which transferred record title to the registrations 
might well create an estoppel as between the French manufacturer and 
the U. 8. distributor so far as the registrations are concerned; but so long 
as the French manufacturer continues to manufacture the goods and use 
the mark JEAN MARIE FARINA to identify and distinguish its goods sold in 
this country, it owns the mark. The opposition must be dismissed. 


On ex parte consideration of likelihood of confusion, mistake or 
deception of purchasers between applicant’s JANMARIE hair and hand 
preparations and JEAN MARIE FARINA soaps and perfumeries, it is concluded 
that confusion, mistake or deception is not likely, since the marks do not 
look alike, nor do they sound alike ; and the commercial impressions created 
by them when seen upon the goods are distinctly different. 


The decision of the Examiner of Interferences is reversed. 
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WHIRLWIND, INC. et al. v. HAINKE (THE PAUL HAINKE 
MOWER CORPORATION, INC., assignee, substituted) 


No. 6058 — Commissioner of Patents — November 30, 1955 


CANCELLATION PROCEDURE—EVIDENCE 
Petition to cancel from Supplemental Register a registration for THE HAINKE 

WHIRL-CUT used on lawn mowers, snow plows and garden tractors filed by prior 

registrant of WHIRLWIND for lawn mowers was dismissed where submitted merely 

on Patent Office records and such records together with facts in common knowledge 
failed to show that petitioner would be damaged. 

Cancellation proceeding by Whirlwind Inc. and Toro Manufacturing 
Corporation of Minnesota v. Paul W. Hainke (The Paul Hainke Mower 
Corporation, Inc., assignee, substituted). Registration No. 534,817 issued 
December 12, 1950. Petitioners appeal from decision of Examiner of Inter- 
ferences dismissing petition. Affirmed. 


Williamson, Williamson, Schroeder & Adams, of Minneapolis, Minnesota, 
and M. 8S. Meem and Shoemaker & Mattare, of Washington, D. C., for 
petitioners-appellants. 


C. Earl Hovey, of Kansas City, Missouri, for registrant-appellee. 
LEEDs, Assistant Commissioner. 


A petition has been filed to cancel a registration of THE HAINKE WHIRL- 
CUT, issued on the Supplemental Register on December 12, 1950' for lawn 


mowers, snow plows and garden tractors. One petitioner is the owner- 
registrant of WHIRLWIND for lawn mowers,” and the other petitioner is, 
according to the pleadings, the registrant’s parent company. 


The Examiner of Interferences dismissed the petition, and petitioners 
have appealed. 


There is no record other than records of the Patent Office. The burden 
of proof was upon petitioners, and the burden has not been discharged. 
There are no facts in the record, and there are no facts which are common 
knowledge from which it can be concluded that petitioners are or will be 
damaged. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 534,817. 
2. Reg. No. 336,433, issued July 7, 1936 to a predecessor of petitioner, and pub- 
lished in accordance with Sec. 12(c) on September 20, 1949. 
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THE EMPORIUM CAPWELL COMPANY v. EASTERLING 
CHINA COMPANY 


No. 31829 — Commissioner of Patents — December 1, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 









































Use of the letter “E” and the phrase THE BIG E by a department store on its 
displays, packing cartons, gift boxes, shopping and merchandise bags, sales tags, 
sales and credit slips, customers’ bills and in its advertising does not constitute 
trademark use in that they serve merely to identify the business and not the 
particular products sold by it. 


Extensive use of letter “E” in stylized script and of the phrase THE BIG E 
in connection with department store business selling chinaware bearing the manu- 
facturers own trademark held not sufficient to sustain opposition to application for 
letter “E” in fancy script for use on chinaware since evidence failed to show that 
public associated opposer’s mark with goods sold by it rather than with the 
business itself. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 





In determining absence of likelihood of confusion between applicant’s use on 
chinaware of letter “E” and opposer’s use of same letter in connection with depart- 
ment store business selling chinaware, reliance placed upon circumstance that while 
applicant’s mark was imprinted on underside of china to appear as an “E” through 
upper surface it nevertheless appeared as the number “3” together with applicant’s 
name on the underside where by common knowledge china is customarily marked 

; and to which side purchasers ordinarily look for identifying marks. 


Opposition proceeding by The Emporium Capwell Company v. Easter- 
ling China Company, application Serial No. 618,205 filed August 29, 1951. 
§ Applicant appeals from decision of Examiner of Interferences sustaining 
q opposition. Reversed. 


Townsend & Townsend, of San Francisco, California for opposer-appellee. 
a Ooms, McDougall, Williams & Hersh, of Chicago, Illinois for applicant- 
: appellant. 

LeeEps, Assistant Commissioner. 


An application has been filed to register the letter E in a fancy script 
for china tableware. According to the application, the mark is impressed 
3 on the under surface of the chinaware in reversed form so that it shows 
z through the upper surface as an ‘‘E.’’ Viewed from the under surface, it 
; appears as a fancy numeral ‘‘3.’’ Use is asserted since April 9, 1951. 

Registration has been opposed by the owner-registrant of THE BIG E 
for a long list of diverse items sold in department stores." 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer operates two department stores in the San Francisco area. 
One is the main store, and the other is a branch, and each is known as THE 


Seay S hat - 
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: 1. Reg. No. 551,550, issued Dec. 4, 1951 for a line of soft goods; Reg. No. 554,936, 
issued Feb. 19, 1952 for a line of notions; Reg. No. 555,858, issued Mar. 11, 1952 for 
apparel and accessories; Reg. No. 559,780, issued June 10, 1952 for sporting goods and 
toys; and Reg. No. 559,781, issued June 10, 1952 for house furnishings accessories. 
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EMPORIUM. In these stores it sells the usual department store items, includ- 
ing chinaware. Since March of 1949 opposer has used on displays, packing 
cartons, gift boxes, shopping and merchandise. bags, and in advertising, 
a big letter E in a kind of stylized script superimposed on a smaller ellipse 
showing THE EMPORIUM. This display is also used on business cards of 
officials and employes, on sales tags, sales and credit slips, and customers’ 
bills. In addition, opposer has extensively advertised the phrase THE BIG E 
in the area which it serves; and the evidence indicates that opposer’s es- 
tablishment is known in the area as THE BIG E, aS well aS THE EMPORIUM. 

There is nothing in the record which indicates that opposer uses the 
composite of the letter E and THE EMPORIUM as a trademark on items which 
it sells; but this composite is used in advertising and on the cartons, boxes, 
and bags in which merchandise is delivered to identify the establishment. 
So far as chinaware and glassware are concerned, the photographs and 
other exhibits which are in evidence indicate that opposer sells chinaware 
and glassware which are identified with the manufacturers’ marks, al- 
though these products undoubtedly are delivered in cartons showing op- 
poser’s composite identification—“E” and THE EMPORIUM. Opposer’s uses of 
the composite on delivery cartons, boxes, and merchandise bags are merely 
uses identifying the establishment where the goods are purchased, and 
they are not trademark uses for the merchandise packaged therein. Indeed, 
it is common knowledge that more frequently than not the merchandise so 
packaged by department stores is identified by the trademarks of the 
producers of the merchandise. 

So far as the registered mark THE BIG E is concerned, there is nothing in 
the record which shows that it is used on goods, other than a house publica- 
tion THE BIG E LIFE (first published in 1952), to identify them and dis- 
tinguish them from those of others. There is no question but that it has 
been used—and used widely in the Bay area—to identify the establishment, 
or stores, of the opposer. 

It is true that opposer’s witnesses testified in answers to questions by 
its counsel that ‘‘the ‘E’ symbol [is] associated with merchandise’’ sold by 
opposer, and that ‘‘it is also used in connection with the sale of the goods 
by affixing an ‘E’ symbol to packages which contain chinaware,’’ and that 
‘‘the symbol ‘BIG £’ to me represents what the Emporium is,’’ but it is not 
clear from the questions or from the answers that any distinction was 
made between a trademark which identifies products and a name or pseu- 
donym which identifies a business. So far as is disclosed by this record, 
opposer does not sell any goods which bear the letter E or THE BiG E, or the 
composite E and THE EMPORIUM as its trademark for any merchandise 
which it sells. 

The sole question is whether or not, in view of opposer’s use of THE 
BIG E and the composite to identify its stores, purchasers of chinaware 
bearing applicant’s mark are likely to believe that it is a product made 
by or for the opposer. The nature of the use of the mark by applicant 
suggests that purchasers are likely to view it as a design on the chinaware 
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when they see it on the upper surface, as a kind of ‘‘watermark’’—in this 
ease, ‘‘chinamark.’’ It is common knowledge that chinaware is ordinarily 
marked on the under surface and that purchasers and potential purchasers 
eustomarily look to the under surface for identifying marks of origin. 
Purchasers of applicant’s chinaware who follow this custom will see a 
rather fancy numeral ‘‘3,’’ below which appears applicant’s name 
EASTERLING. 

Under the circumstances of this case, there is nothing which leads to 
a conclusion that purchasers are likely to be confused, mistaken or de- 
ceived into believing that applicant’s chinaware is made for or by opposer 
or that opposer will be damaged in any way by the registration of appli- 
cant’s mark. 

The decision of the Examiner of Interferences is reversed. 


KEN STANDARD CORPORATION v. SPRAYERS & NOZZLES, INC. 
No. 30565 — Commissioner of Patents — December 1, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposers prior use of KEN, KEN LINE and its corporate name KEN STANDARD 
CORPORATION in promoting sale of spraying equipment while short of actual trade- 
mark usage held sufficient to sustain opposition to KEN*SPRAYALL for sprayers and 
parts since by reason of such use purchasers would assume that sprayers so marked 
were in opposer’s line. 

Opposition proceeding by Ken Standard Corporation v. Sprayers ¢ 
Nozzles, Inc., application Serial No. 548,424, filed January 30, 1948. Appli- 
cant appeals from decision of Examiner of Interferences dismissing opposi- 
tion, but refusing registration. Affirmed. 

Parry & Giese, of Washington, D. C., for opposer-appellee. 

Richard W. Wynne and Richard L. Underwood, of Washington, D. C., for 
applicant-appellant. 

LEeEps, Assistant Commissioner. 

An application has been filed to register KEN*SPRAYALL for a hand- 
operated sprayer and parts thereof, use in commerce since December 19, 
1947 having been asserted. 

Registration was opposed by one who claimed prior use of KEN and 
KEN LINE on various types of sprayers and spraying equipment.’ The 
Examiner of Interferences dismissed the opposition; but he refused regis- 
tration on the ground that applicant’s mark KEN*SPRAYALL would be likely 
to be confused with the previously adopted and used Ken Standard Corpo- 
ration. It is from this ex parte refusal that applicant has appealed. 

The record shows that Ken Standard Corporation was incorporated on 
November 30, 1945, and on January 1, 1946 it succeeded to such business 

1. Opposer filed, on June 14, 1951, an application to register KEN for hand-op- 


erated sprayers, sprayers for machine mounting, and parts thereof. Applicant opposed 
and the Examiner of Interferences sustained the opposition. No appeal was taken. 
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as may have been owned by Clyde E. Yost, doing business as Ken Products 
Company. As early as October 15, 1946, Ken Standard Corporation advised 
a potential customer that it had “ready for production various items in the 
spray line.” During the early fall of 1947 it commenced advertising KEN 
SPRAY GUNS and KEN LINE SPRAY GUNS, NOZZLES in American Fruit Growers 
magazine and in brochures and pamphlets; and sales of spray guns of 
various types were made by Ken Standard Corporation for several months 
prior to applicant’s claimed first use. There is no satisfactory evidence that 
at that time the spray guns and spraying equipment sold by Ken Standard 
Corporation were identified by the mark KEN, other than in advertising, 
but the record does show promotion of sales under the mark KEN and over 
the name KEN STANDARD CORPORATION. 

The statute provides that registration shall be refused if a mark “con- 
sists of or comprises a mark which so resembles a * * * trade name previously 
used in the United States by another and not abandoned, as to be likely, 
when applied to the goods of the applicant, to cause confusion or mistake 
or to deceive purchasers.” In view of the nature of the business of Ken 
Standard Corporation and of its earlier promotion of sales of KEN SPRAY 
GUNS and KEN LINE SPRAY GUNS in connection with its corporate name, it 
seems inevitable that purchasers seeing applicant’s KEN*SPRAYALL sprayers 
would assume that they were in the line of Ken Standard Corporation. It is 
this kind of purchaser confusion which the statute was intended to prevent. 

The decision of the Examiner of Interferences refusing registration 
is affirmed. 

























BISCEGLIA BROTHERS WINE CO. v. THE GLOBE 
DISTRIBUTING COMPANY 


Oppos. No. 31656, Interfer. No. 4909 — Commissioner of Patents — 
December 5, 1955 










REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Interference should not have been declared after opposition involving same 
applications had been filed. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposition to application for mark Tv first used by applicant on wines in 
1950 sustained where evidence showed that opposer used mark TREASURE VINE 
below which appeared letters Tv in early 1946 for wines and started using letters 
TV on invoices and bills of lading in early 1948, opposer having revised labeling 
in 1951, subsequent to applicant’s filing, so as to give greater prominence to 
letters Tv than to words TREASURE VINE. 
TRADEMARK ACT OF 1946—REGISTRABILITY—CONCURRENT MARKS 
Request for concurrent registration denied after opposition sustained where 
losing party had filed its trademark application only two months after adoption 
of mark and no evidence offered to show that it had acquired substantial rights 
in the mark at that time. 


Opposition proceeding by Bisceglia Brothers Wine Co. v. The Globe 
Distributing Company, application Serial No. 599,757 filed June 26, 1950. 
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Interference proceeding between Bisceglia Brothers Wine Co., applica- 
tion Serial No. 611,884 filed March 28, 1951 and The Globe Distributing 
Company, application Serial No. 599,757. The Globe Distributing Company 
appeals from decision of Examiner of Interferences sustaining opposition 
and granting Bisceglia Brothers Wine Co. right to trademark registration. 
Affirmed. 

Beekman Aitken, of New York, N. Y., for Bisceglia Brothers Wine Co. 


Karl W. Flocks, of Washington, D. C., for The Globe Distributing Company. 
Leeps, Assistant Commissioner. 


On June 26, 1950, The Globe Distributing Company, hereafter called 
Globe, filed an application to register tv for wines, asserting use since 
April 26, 1950. 

On March 28, 1951, Bisceglia Brothers Wine Co., hereafter called 


Bisceglia, filed an application to register Tv for wines, asserting use since 
March 21, 1946. 


The marks shown in both applications were published for opposition 
purposes on June 10, 1952. After obtaining an extension of time for filing, 
Bisceglia filed an opposition to the Globe registration.’ 

The Examiner of Interferences sustained the opposition and found 
Bisceglia entitled to the registration which it sought. Although his decision 
reads on both the opposition and an interference which had been unneces- 
sarily instituted, and Globe has appealed in both proceedings, a decision 
in the opposition proceeding will suffice to establish the rights of the parties. 

Opposer’s record shows that sometime in the spring of 1946 it adopted 
for use on its labels the mark TREASURE VINE and below this mark appeared 
a kind of monogram mark showing the letters Tv in an inverted triangle. 
The first label order is dated February 15, 1946, and the first of such labels 
apparently were delivered about the middle of March of 1946. The appli- 
cation to the Federal Alcohol Tax Unit for approval of the label was filed 
on March 21, 1946, and the certificate of approval was dated April 1, 1946. 


The testimony concerning dates is neither clear nor convincing, so we 
must turn to the documentary evidence. The earliest invoice in the record 
showing sales of TREASURE VINE wines is dated April 11, 1946, but it 
represents an intrastate sale. The exhibits indicate that a considerable 
amount of TREASURE VINE wine was sold in California during 1946 and 1947. 
The earliest evidence of an interstate sale is January 7, 1948. As early as 






1. Two other applicants filed for registration of Tv, one on March 26, 1951, 
asserting use on brandy since March 1, 1951; and the other on April 10, 1951, asserting 
use on soft drinks since December 12, 1950. On September 19, 1952, an interference 
was declared between all four pending applications. The applicants mentioned in 
this footnote were entitled to an interference with Bisceglia but not with Globe; and 
although Bisceglia was entitled to an interference with Globe, it should not have 
been declared after the opposition was filed. Action on Bisceglia’s application should 
merely have been suspended pending final termination of the opposition proceeding. 
No record having been made by either of the later users mentioned herein, the Examiner 
of Interferences held that they were not entitled to prevail. 
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January of 1948, Bisceglia commenced using Tv on its invoices and bills 
of lading in lieu of TREASURE VINE. 

On February 1, 1951, Bisceglia filed for approval of the Federal 
Aleohol Tax Unit a revised label showing Tv predominating over the mark 
TREASURE VINE both in size and position; and on February 9, 1951, the 
certificate of approval of this label was issued: This is the label submitted 
with Bisceglia’s application. The testimony and exhibits indicate that this 
label has been continuously used by Bisceglia since 1951. 

Globe’s record shows that sometime in the spring of 1950 it adopted 
for use on its labels the mark tv. On April 7, 1950, it filed an application 
with the Federal Alcohol Tax Unit for approval of the label; and on 
April 12, 1950, the certificate of approval issued. It is clearly apparent 
that at the time Globe adopted its label and submitted it for approval of 
the Federal Alcoholic Tax Unit, Bisceglia had been using its label showing 
TV in an inverted triangle for more than four years, and it had been using 
TV on its invoices and bills of lading to identify its TREASURE VINE wines 
for more than two years. 

Globe’s mark tv so closely resembles Bisceglia’s mark tv when applied 
to wines, as to make confusion, or mistake, or deception of purchasers 
inevitable. The opposition is sustained. 

In the interference, it is found that Bisceglia is entitled to the regis- 
tration sought; but since the record creates a presumption that its dates 
of first use are incorrect, registration will be withheld until evidence sub- 
stantiating such dates is submitted or the application is amended to recite 
the correct dates. 

A few days after the decision by the Examiner of Interferences, Globe 
filed substitute papers to request concurrent registration with Bisceglia. 
Globe had used its mark for two months at the time it filed its application, 
and it had used it only about eleven months at the time Bisceglia filed its 
application. There is nothing in the record which indicates that Globe 
had substantial rights at the time of the filing of the first application 
involved, or that there are any extraordinary circumstances which would 
justify or support the issuance of concurrent registrations. See Ex parte 
Chadbourn Hosiery Mills, Inc., 107 USPQ 12, (45 TMR 1386) (Com’r. 
1955). The substitute papers will not be entered. 

The decision of the Examiner of Interferences is affirmed. 
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DUBONNET v. CAUGHEY — EX P. NUODEX 


: DUBONNET WINE CORPORATION v. CAUGHEY 
7 FOOTWEAR, INC. 


No. 32265 — Commissioner of Patents — December 5, 1955 





TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Opposition filed by registrant of mark DUBONNET for wines to application for 
DUBONNET as used on ladies’ and misses’ shoes dismissed—purchasers of applicant’s 
products would not be likely to associate mark with opposer or its wines but would 

be more likely to associate it with color. 

Opposition proceeding by Dubonnet Wine Corporation v. Caughey 
Footwear, Inc. application Serial No. 614,615 filed June 1, 1951. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Mock & Blum, of New York, N. Y., for opposer-appellant. 

Alfred E. Page and Philip G. Hilbert, of New York, N. Y. for applicant- 
appellee. 

Leeps, Assistant Commissioner. 

An application has been filed to register pUBONNET for ladies’ and 
misses’ shoes, use since November of 1949 having been alleged. Registration 
has been opposed by the owner-registrant of DUBONNET for wines.’ 

DUBONNET wine is, and has been for many, many years well known. 
The sole issue is: Would purchasers of ladies’ and misses’ shoes be likely, 
upon seeing DUBONNET on the liners or on the shoe box, to associate it with 
DUBONNET wine or its producers?. It is not believed so. Rather, it is 
believed that they would be likely to associate it with, or think of, a color. 

It follows, then, that confusion, mistake or deception within the mean- 
ing of the statute is unlikely. 

The decision of the Examiner of Interferences is affirmed. 
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EX PARTE NUODEX PRODUCTS CO., INC. 


Commissioner of Patents — December 5, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


Csipyet 


Blue annular band used on drum for paint driers and which constituted only 
identifying mark on drum other than applicant’s name and address is registrable 
where it serves to identify applicant’s products and to distinguish them from the 
products of others. 


Se ee aod Ba SY 


Sune Bet: 


The test in determining whether a blue annular band encircling a drum serves 
as a trademark is what such band means to applicant’s customers and where affidavits 
of customers assert that the band is recognized as identifying applicant’s goods 
registration should issue. 


1. Reg. No. 119,580 issued Nov. 27, 1917, renewed, and published in accordance 
with Sec. 12(c) on May 17, 1949; and Reg. No. 319,695 issued Dec. 4, 1934, renewed, and 
published in accordance with Sec. 12(c) on May 17, 1949. 
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Application for registration of blue annular band encircling drum for cobalt 
paint driers approved notwithstanding applicant’s use and pending similar applica- 
tions for gray, red and white bands for lead, manganese and calcium paint driers 
respectively and further notwithstanding use by others of colored band on paint 
and oil drums and the colored warning markings required by governmental agencies 
on gas cylinders and on drums containing weed killers. 

Application for trademark registration by Nuodex Products Co., Inc. 
Serial No. 576,876, filed April 9, 1949. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

See also 42 TMR 458. 

Cornelius Zabriskie, of New York, N. Y., for applicant. 
LeEeEps, Assistant Commissioner. 

An application has been filed to register as a mark “a blue annular 
band encircling substantially the central third portion of a drum” for 
driers for paints, varnishes, enamels and linoleum coatings. Use is asserted 
since 1932. 

Registration has been refused on the ground that “this band does not 
serve to indicate commercial origin of the contents in the applicant, but 
rather [that] it serves only to indicate the type of product so packaged 
and distinguish that particular product from other products of the appli- 
eant.” Applicant has appealed. 

Applicant manufactures driers, commonly called “paint driers,” which 
it sells in drums to paint manufacturers. The drums are marked by colored 
annular bands which encircle the central one-third portion.’ No other mark 
or marking appears on the drums. The blue band identifies applicant’s 
cobalt drier; a gray band identifies its lead drier; a red band identifies its 
manganese drier; and a white band identifies its calcium drier. There is 
no question but that the blue band presented here for registration distin- 
guishes applicant’s cobalt paint drier from its other driers; but it does not 
necessarily follow that merely because it may serve as a type designation 
it cannot also perform a trademark function. It is well established that a 
mark—or a marking—may do both. Hat Corporation of America v. John 
B. Stetson Co., 100 USPQ 147, (44 TMR 680), (Com’r., 1954), and cases 
cited therein. 

These bands have been used by applicant since 1932—a period of more 
than twenty years—and so far as the record shows, they have been the only 
identifying marking on the drum, other than applicant’s business name 
and address. Can it be that industrial paint manufacturers who are the 
purchasers of applicant’s paint driers do not recognize this blue band 
as an indication of origin of the cobalt drier? This question is answered 
by the affidavits of officials of five paint manufacturers who state that the 
bands used by applicant are recognized by them and by the trade generally 
as identifying applicant’s paint driers. 

The Examiner of Trademarks held that the record “contains informa- 
tion showing that it is a practice in the chemical and paint field to employ 


1. Applicant has pending applications to register a gray annular band (S.N. 
576,877), a ‘ns annular band (S.N. 576,878), and a white annular band (S.N. 576,879). 
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distinctive bands of color around the middle or end third portions of drum 
containers, to serve in the capacity of indicating the particular type of 
product so packaged. Moreover, the Department of Defense requires vari- 
ous color codes to identify the ingredients of cylindrical containers.” 

The record contains a clipping which shows a reproduction of a drum 
of p-x motor oil sold by Mid-Continent Petroleum Corporation. The drum 
is painted orange on the upper and lower portions with a central annular 
band of either white or the natural color of the drum. On this central 
band appears an orange diamond upon which the mark p-x is superimposed. 
The p-x with a diamond is the trademark on the oil drum. 

Another clipping shows a reproduction of a drum of product finishes 
sold by The Glidden Company. The drum is painted green on the upper 
and lower portions with a central annular band of either white or the 
natural color of the drum. On this central band appears an ellipse formed 
with concentric black lines, the center of which is green with the mark 
GLIDDEN superimposed in white letters. GLIDDEN and the ellipse is the 
trademark on the paint drum. 

A code book of the military standard color code for compressed gas 
cylinders and pipelines shows certain standard colors for cylinders for 
medical anaesthetic gases, fuel gases, refrigerants, fire fighting gases, 
industrial gases, oxidizing gases, toxics and poisonous materials, and inert 
gases, and for dangerous piping systems. The stated object of the standard 
code is “to establish a common color code for visual warnings to accompany 
the written identification of materials conveyed in piping systems and con- 
tained in compressed-gas cylinders, and to facilitate the segregation of these 
cylinders at depots.” 

A bulletin, a brochure and some clippings show use of a purple annular 
central band recommended by the National Agricultural Chemicals Associa- 
tion for marking drums containing hormone-type weed killers. The stated 
purpose of the marking is to prevent accidental misuse or contamination 
of other agricultural chemicals when the drums are re-used. 

The relevancy of these exhibits is not apparent, although it seems that 
the Examiner of Trademarks relied upon them to support his finding quoted 
above. The first two exhibits referred to show an oil drum and a paint 
drum ornamented with color and bearing the trademarks of the producers 
of the oil and paint. They do not support a finding that “it is a practice 
in the chemical and paint field to employ distinctive bands of color around 
the middle or end third portions of drum containers, to serve in the capacity 
of indicating the particular type of product so packaged.” The military 
standard color code for gas cylinders and piping systems and the purple 
annular band marking sponsored by the National Agricultural Chemicals 
Association for hormone-type weed killers are warning markings, and they 
do not support the finding. 

At one point in the prosecution of the application the examiner referred 
to the co-pending applications to register the red, gray and white bands, 
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in addition to the blue band presented here, and stated: “It would thus 
appear that the applicant seeks a monopoly of color as applied to the central 
portion of a drum for paint and varnish driers.” There is no question of 
monopoly involved in these cases. The question is one of fact, i.e., do the 
colored bands as used by the applicant in fact identify its various paint 
driers to its purchasers and distinguish them from paint driers manu- 
factured and sold by others? To put it another way, what do the colored 
bands mean to applicant’s customers? 

The record supports a finding that they identify and distinguish appli- 
cant’s products—particularly in view of the long use—and since the mark 
has already been published for opposition purposes, the registration should 
issue. 

The decision of the Examiner of Trademarks is reversed. 


SLATER v. POULOS (PLANT MAGIC PRODUCTS, INC., 
assignee, substituted) 


No. 32355 — Commissioner of Patents — December 5, 1955 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Opposition to application for PLANT MAGIC used on plant food and fertilizer 
sustained upon basis of opposer’s registration and prior use of PLANT MARVEL for 
plant food, said marks stimulate same mental reactions and recollections of pur- 
chasers of such goods under ordinary circumstances is not faultless. 


Opposition proceeding by Joseph D. Slater v. Spiros. Poulos (Plant 
Magic Products, Inc., assignee, substituted), application Serial No. 617,376 
filed August 6, 1951. Applicant appeals from decision of Examiner of 
Interferences sustaining opposition. Affirmed. 


Hill, Sherman, Meroni, Gross & Simpson, of Chicago, Illinois, for opposer- 
appellee. 

Nathaniel Frucht and Elliot A. Salter, of Providence, Rhode Island, for 

applicant-appellant. 

LeEps, Assistant Commissioner. 


An application has been filed to register PLANT Maaic for a plant food 
and fertilizer, use since June 18, 1951, having been asserted. Registration 
has been opposed by the owner-registrant of PLANT MARVEL for plant foods.' 
The Examiner of Interferences sustained the opposition, and applicant has 
appealed. 

The record shows use of PLANT MARVEL by opposer and his predecessors 
since 1922; and the product has been sold and widely advertised throughout 
the United States. 


1. Reg. No. 579,160 issued during the pendency of this proceeding on August 25, 
1953; and Ses. No. 162, 226, issued to a predecessor on December 12, 1922. 
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PLANT MAGIC and PLANT MARVEL stimulate substantially the same mental 
reactions and associations when applied to plant foods; and, giving due 
consideration to the fact that the recollection of purchasers of such goods 
under the ordinary circumstances and conditions of trade is not altogether 
faultless, it is believed that confusion and mistake of purchasers would 
be inevitable. 

The decision of the Examiner of Interferences is affirmed. 


LEVI STRAUSS & COMPANY v. KOTZIN 
No. 31612 — Commissioner of Patents — December 12, 1955 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Application for the registration of GOLD RIVET as secondary meaning mark for 
trousers, dungarees and jackets has been opposed by owner of mark LEvi’s for same 
goods using the phrase “THE RED TAB ON THE BACK POCKET”, and use in advertising 
of its overalls and jeans as “copper riveted” and “reinforced with copper rivets.” 
Opposer pleaded that he had adopted and used the words “copper rivets” and 
had become known to trade and public as the garments with the copper rivets. 
Applicant’s words GOLD RIVET are substantially identical and deceptively similar to 
opposer’s use of the words COPPER RIVETS indicating origin. 
TRADEMARK AcT OF 1946—REGISTRABILITY—TITLE 


It is common knowledge that manufacturers of jeans, dungarees and overalls to 
reinforce and strengthen such garments at the points of greatest stress use rivets and 
those utilizing this construction are entitled to describe it in some way. Under such 
circumstances it is not seen that description “copper riveted” or “copper rivets” 
can indicate origin and since opposer has failed to discharge burden of proof that 
the use of these terms indicate opposer’s goods only, the opposition is dismissed. 
Opposition proceeding by Levi Strauss & Company v. Tobias Kotzin, 
application Serial No. 488,961 filed September 25, 1945 under Act of 1905 
and November 16, 1948 under Act of 1946. Applicant appeals from decision 
of Examiner of Interferences sustaining opposition. Reversed. 

See also 42 TMR 353. 


Boyken, Mohler & Wood, of San Francisco, California, for opposer-appellee. 
John Flam, of Los Angeles, California, for applicant-appellant. 
Lreps, Assistant Commissioner. 


An application has been filed to register GOLD RIVET as a secondary 
meaning mark for trousers, dungarees and jackets, use since August 30, 
1945 having been alleged. Registration has been opposed by a competitive 
manufacturer of trousers, dungarees and jackets which it sells under the 
trademarks LEVI’s and THE RED TAB ON THE BACK POCKET; and in advertising 
its products it has referred to its overalls and jeans as “copper riveted”, 
“reinforced with copper rivets” and like phrases. The Examiner of 
Interferences sustained the opposition, and applicant has appealed. 

According to some of the exhibits in the record, in 1850 a gentleman 
by the name of Levi Strauss went to the San Francisco area of California 
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to try to make his fortune in the gold rush. He took with him a roll of 
canvas which, according to legend, he intended to sell to a tentmaker to 
get enough cash for a grubstake. One of the prospectors whom he met 
soon after his arrival, however, told him that pants didn’t wear at all 
well in the “diggings”, and instead of selling his canvas, Levi Strauss had 
a tailor cut a pair of trousers from it. The trousers were referred to by 
the prospectors as “these pants of Levi’s.” Soon Levi Strauss found him- 
self in the pants business; and the trademark LEvi’s was born. 

There was in the Virginia City area, so the story goes, a prospector 
named “Alkali Ike” who had a habit of filling his pants pockets with 
tools, nuggets and mined specimens to the extent that each time he came 
to town he had to call on the tailor, Jacob W. Davis, to sew up his pockets. 
As fast as they were repaired, they were again filled to over-capacity and 
again ripped. One day Davis, the tailor, as a prank, took the pants to a 
harness-maker and fastened the corners of the pockets with copper harness 
rivets. The enthusiasm of the prospector for the result—unripped pockets 
—spread, and Davis found himself riveting the pockets of all the pros- 
pectors’ pants. He took his “idea” to Levi Strauss, a lawyer was called in, 
a patent application was filed, and Davis became the head of the Levi 
Strauss overalls factory. The foregoing is taken from stories published 
in magazines in connection with the centennial celebration of Levi Strauss 
& Company. 

A patent (No. 139,121) issued on May 20, 1873 to Jacob W. Davis, 
“assignor to himself and Levi Strauss & Company,” disclosing an invention 
consisting in “the employment of a metal rivet or eyelet at each edge of 
the pocket-opening, to prevent the ripping of the seam at those points. 
The rivet or eyelet is so fastened in the seam as to bind the two parts of 
cloth which the seam unites together, so that it shall prevent the strain 
or pressure from coming upon the thread with which the seam is sewed.’”* 

Opposer, during the life of the patent, advertised its overalls and 
jeans as “celebrated patent riveted clothing,” “patent riveted clothing,” 








































1. On April 30, 1935 a patent (No. 1,999,927) issued to Milton Greenbaum 
(assigned to Levi Strauss & Company) for a riveted garment. The specification reads in 
part as follows: 

“In the manufacture of garments, such as overalls and the like, it is common 

practice to reinforce and strengthen such garments at the points subjected to the 

greatest strain; for instance; at the corners and so on, by placing copper rivets at 
these points. 

“Overalls are worn by many people and among them cattlemen, farmers, and 
many outdoor workers. In the case of cattlemen, the projecting rivets often scratch 
or mar the saddle leather. In the case of farmers and other outdoor workers who 
use automobiles more than horses, there is a chance that the rivets may scratch the 
finish of the car, the upholstering, the furniture in the home, and so on, and besides 
that the rivets are unsightly and do not add but rather detract from the finish and 
general appearance of the garment. 

“The object of the present invention is generally to improve the construction 
and operation of garments of the character described, and especially to so construct 
and arrange the fabric during the assembling and sewing thereof that the reinforcing 
rivets will become covered and concealed and thereby improve the appearance of the 
garment, and more important avoid scratching or marring of the objects with which 
the garments may contact.” (Emphasis added.) 
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and it identified itself in advertising as “manufacturers and patentees of 
the riveted duck and denim clothing.” 

At some later time probably around the turn of the century, and at 
least as early as 1908, opposer started using the trademark LEvi’s, and at 
a time not clearly fixed it started advertising its overalls and jeans as 
“copper riveted.” Sometime after issuance of a second patent, it adver- 
tised its products “with concealed copper rivets on back pockets”, and it 
now offers for sale “copper riveted overalls”, “overalls with concealed rivets” 
and “unriveted overalls.” 

According to the record tens of millions of pairs of waist overalls with 
copper alloy rivets at the points of stress and strain have been sold under 
the trademark LEVI’s; approximately seven million garments are presently 
being sold annually; sales are made through department stores and general 
merchandise stores throughout the country and in some foreign countries; 
the jeans and jackets have been widely advertised in almost every available 
medium; advertising expenditures average about one dollar per dozen 
items, which would mean that for the past few years approximately a 
half million dollars have been spent by opposer; and its retail outlets also 
advertise the Levi’s. Much of the advertising has referred to “copper 
rivets” or has described the garments as “copper riveted waist overalls”, 
or the original “copper riveted overalls.””? 

Opposer alleged, in effect, in its pleadings that it adopted, commenced 
to use and has continued to use rivets, including copper rivets, long prior 
to applicant’s use of the term GOLD RIVET, as “a symbol for indicating the 
source of origin and ownership of its goods”; that it has used the words 
“copper rivet” and “copper rivets” to the extent that “such apparel has 
become known to the trade and the purchasing public as the garments 
‘with the copper rivets’ ;” and that “said rivets and said construction and 
said words ‘copper rivet’ and ‘copper rivets’ have been so thoroughly 
advertised and said goods so widely sold throughout the world as to be 
well, familiarly and favorably known as indicating origin in opposer.” 

Applicant in its answer, denied generally these allegations and alleged, 
among other things, that such use of copper rivets as has been made by 
opposer does not, and did not at any time, “establish a symbol indicating 
the source or origin or ownership of the opposer’s goods”, and that there 
are other manufacturers who use copper rivets in the manufacture of 
dungarees and jeans and who use the terms “copper rivet” and “copper 
rivets” to describe such garments. 

Opposer took a considerable amount of testimony and introduced 
numerous exhibits showing use of copper rivets in the construction and 
use of the terms “copper rivets” and “copper riveted” to describe its 
garments. There is nothing in the record, other than some self-serving 
statements by opposer’s advertising manager, which indicates that opposer’s 


2. For some reason which is not clear, applicant’s attorney objected to all testimony 
concerning sales and advertising and all exhibits in connection therewith on the ground 
of irrelevancy and immateriality. 
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garments have become known to the trade and the purchasing public as 
“the garments ‘with the copper rivets’,” or that as a result of opposer’s 
wide advertising and sale of its garments with the copper riveted con- 
struction and its use of the words “copper rivets” in connection with such 
advertising and sale, the words and the construction indicate origin in 
opposer. 

On cross-examination of opposer’s advertising manager applicant 
attempted to elicit information concerning his knowledge of use of the 
copper riveted construction and use of the words by others to describe 
their garments. Relying upon an action of the Examiner of Interferences 
sustaining objections to certain interrogatories in discovery proceedings, 
opposer’s attorney instructed the witness not to answer. Aside from the 
fact that the ruling in the discovery proceedings in preparation for trial 
has nothing to do with the examination of witnesses during the trial, the 
information sought by applicant’s attorney was relevant and material to 
the issues raised by the pleadings, the questions asked were clearly within 
the scope of the direct examination, and the questions should have been 
answered. 

Applicant submitted no testimony as such. It did, however, submit 
stipulations as to what two merchants would testify, if called as witnesses. 
One, an owner and operator of a shoe store in Burbank, California, was, 
from 1926 to 1936, employed as a salesman and buyer for a store handling 
men’s goods, including jeans, dungarees and overalls. From 1936 to 1951 
he owned and operated his own store which carried a large stock of men’s 
and boys’ work clothing, including jeans, dungarees and overalls. He 
stated that he was, by virtue of his experience in this line of clothing, 
thoroughly familiar with the construction of jeans, overalls and dungarees 
and the use of copper rivets in connection therewith, and with the mer- 
chandising and advertising of such items. Eleven manufacturers were 
identified, in addition to the parties here, as being manufacturers of items 
of clothing utilizing copper rivets or copper colored rivets; he knew that 
such items are staple articles of commerce distributed through chain stores, 
department stores, and merchants dealing in men’s and boys’ wear; he had 
seen many advertisements of the identified manufacturers and they com- 
monly referred to “copper rivets”, “copper riveted” and words of similar 
import, both in advertising and on labels; and in his experience he had 
never known “copper rivets” or “copper riveted” to be used as an identifi- 
cation of any one particular brand, but they had been used only in connec- 
tion with a general class of garments, that is, those bearing copper rivets 
or copper colored rivets, of which there are many different brands. 

The second merchant would have testified that since 1945 he has owned 
one or more stores located in Southern California dealing in boys’ and 
young men’s clothing. From 1927 to 1945 he was supervisor of men’s and 
boys’ clothing for the Southern California stores of Sears Roebuck & Co. 
During his experience in this field he has become familiar with, and has 
handled, jeans, dungarees and overalls of eight identified manufacturers, 
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in addition to the parties here, which utilize, and have utilized for many 
years, copper rivets or copper colored rivets in the manufacture of such 
garments which are often displayed side by side in retail stores. This 
merchant would have testified further that the words “copper rivets” or 
“copper riveted” are often applied to such garments in the advertisements 
of the identified manufacturers in a descriptive sense to differentiate them 
from those in which no rivets are used. 

The stipulations were entered “subject to a motion to strike and to 
all pertinent objections on behalf of opposer, including those that such 
testimony is incompetent, irrelevant and immaterial, involves an expression 
of opinion and/or a legal conclusion, is not pertinent to the issues of this 
proceeding because it is immaterial whether opposer possesses any exclu- 
sive right to the words COPPER RIVET, and has no proper bearing on the 
question of opposer’s rights as against applicant in this proceeding.” 

The Examiner of Interferences, in his final decision, granted opposer’s 
motion to strike “to the extent that in so far as it pertains to the question 
of exclusiveness of the use or right to use copper rivets or the notation 
COPPER RIVET and its derivatives by opposer is not considered, but by the 
same token opposer’s testimony pertaining to the same question is given 
no consideration for the reason that this question has been ruled to be not 
material to this proceeding, and the parties acquiesced to such ruling.” 
The ruling referred to apparently was the action sustaining objections to 
certain interrogatories served by applicant. 

The interrogatories were as follows: 

“8. Does opposer have the exclusive right to use the words 
COPPER RIVET and COPPER RIVETS in connection with its garments that 
incorporate such rivets? 

“9. If your answer to Interrogatory No. 8 is in the affirmative, 
state whether opposer ever took any steps whatever to exclude any 
others from using either copper-colored rivets for garments or the 
words COPPER RIVET Or COPPER RIVETS ? 

“10. Are there a number of manufacturers producing and selling 
garments of the general class herein involved, including either jeans, 
overalls, work clothes, or the like, bearing copper rivets or copper- 
plated rivets?” 

The Examiner of Interferences, in sustaining opposer’s objections, 
stated : 

“The examiner concurs in the opposer’s objection that interroga- 
tories 8 through 10 call for an expression of opinion, and that none 
of the information requested in the interrogatories has a material 
bearing upon the opposer’s rights as against the applicant in this 
proceeding.” 


On reconsideration, he stated: 


“The notice of opposition in this case interalia is predicated upon 
the ground that the mark GoLp RIVET which applicant seeks to register 
so resembles the notation COPPER RIVET and the copper rivets with 
which articles of clothing of the opposer’s manufacture have long been 
identified as to be likely to cause confusion in trade; and should it 
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hereinafter appear that such confusion would be likely, it would be 

quite immaterial in this case whether or not the opposer may possess 

an exclusive right to the use of copper rivets or the literal equivalent 
thereof in connection with its goods.” 

The objection to Interrogatory No. 8 should have been sustained on 
the ground that it called for a conclusion, and was therefore improper. 
Interrogatory No. 9 was improper because it was based upon an answer 
to No. 8. Interrogatory No. 10 was improper because it related to matter 
not peculiarly within the knowledge of the interrogated party. These 
interrogatories were not proper in discovery proceedings, but in view of 
the pleadings, they embodied proper subject matter for inquiry during 
the trial. 

Briefly, opposer pleaded that it had adopted and used copper rivets 
as a symbol for indicating origin of its goods; it had used the words 
“eopper rivets” to the extent that its goods had become known to the 
trade and public as the garments with the copper rivets; that the riveted 
construction and the words “copper rivets” had become known as indi- 
eating origin in opposer; applicant’s words GOLD RIVET are substantially 
identical and deceptively similar to opposer’s use of the words COPPER 
RIVET and COPPER RIVETS, referring to such rivets, and such construction ; 
and applicant’s use of GOLD RIVET will cause confusion in trade and deceive 
purchasers, particularly as to the source or origin of said goods. Any 
reasonable construction of the pleading leads to a conclusion that opposer 
claims trademark rights in COPPER RIVET and COPPER RIVETS. The burden 
of proving the allegations was upon opposer. The Patent Office was entitled 
to know of any use by others of the riveted construction and the use of 
the terms “copper rivets” and “copper riveted” in connection with gar- 
ments sold in competition with opposer so that it could be determined 
whether or not, under the facts and circumstances of the case, opposer 
had discharged its burden of proof. Applicant’s attempted cross-examina- 
tion and the stipulated testimony were relevant and material to the issues 
raised by the pleadings, and the Examiner of Interferences was in error 
in granting any portion of the motion to strike. 

It is clearly apparent from the record, it was admitted as long as 
twenty years ago in opposer’s patent No. 1,999,927, and it is common 
knowledge, that it is common practice for manufacturers of jeans, dun- 
garees and overalls to reinforce and strengthen such garments at the 
points subjected to greatest strain by placing copper rivets at these points. 
It is equally apparent that opposer has used “copper rivets” and “copper 
riveted” to describe this construction. All others who utilize the construc- 
tion with such rivets are entitled to do likewise, and they probably do. 
Under such circumstances, it is not seen how either the construction with 
copper rivets or the description “copper riveted” or “copper rivets” can 
indicate origin of the garments in opposer. Opposer has failed to discharge 
its burden of proof, and the opposition is dismissed. 

Opposer attempted to show by the testimony of one of its adjustment 
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clerks that actual confusion had taken place. The witness testified that 
on three occasions he had received merchandise manufactured by appli- 
cant which had been mistakenly sent to opposer for adjustment. It appears 
from his testimony that about a quarter million dollars worth of mer- 
chandise is returned annually to opposer for one reason or another; 
that in three instances within six months the garments received had been 
made by applicant; that merchandise made by manufacturers other than 
applicant had likewise been sent to opposer by mistake; and that he was 
unable to say whether there had been more of applicant’s merchandise 
sent by mistake than that of other firms in the field. Under such eir- 
cumstances, it cannot be found that applicant’s use of the word mark 
GOLD RIVET has created any confusion. These not uncommon clerical mis- 
takes are more likely to have resulted from familiarity with opposer and 
its merchandise. 

Applicant’s mark was found by the Commissioner to have acquired 
a secondary meaning (Ez parte Kotzin, 92 USPQ 281-1952, 42 TMR 353), 
and there is nothing in the record here which would support any disturb- 
ance of that finding. The registration should therefore issue. 

The decision of the Examiner of Interferences is reversed. 


THE WILLIAM CARTER COMPANY v. 
THE ASSOCIATED MERCHANDISING CORPORATION 


No. 32079 — Commissioner of Patents — December 28, 1955 


EFFECT OF REGISTRATION—IN GENERAL 
Registration is prima facie evidence of ownership of mark, validity of registra- 
tion, and exclusive right to use mark on stated goods. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


TRADEMARK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
It is common knowledge that TIKE is an accepted word of the language meaning 
a small child, but when word is applied to children’s and infants’ underwear, it 
may achieve degree of distinctiveness sufficient to support opposer’s exclusive right 
to use it to identify and distinguish such merchandise. 


REGISTRATION PROCEDURE—OPPOSITION— EVIDENCE 
It is common knowledge that in ordering products by brand name, public fre- 
quently pluralizes trademarks which are used in the singular and vice versa; it 
is also common knowledge that purchasers are not conscious of slight differences in 
spelling when words are pronounced the same. 


TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
It is not necessary to make finding as to “distinctiveness” and “dominance” 
of portion of applicant’s mark where mark is compound word mark displayed in 
single line and in type of equal size. 
In view of fact that opposer has had word TYKEs registered for some 18 years, 
and in light of meaning of word TIDY when combined with TYKE as used by appli- 
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cant on its merchandise, it is believed that average purchaser would be likely to 
associate TIDY TIKE underwear with TYKES underwear and assume that they were 
products in line of single producer. 

Opposition proceeding by The William Carter Company v. The Asso- 
ciated Merchandising Corporation, application Serial No. 605,506 filed 
October 26, 1950. Applicant appeals from decision of Examiner of Inter- 
ferences sustaining opposition. Affirmed. 

See also 46 TMR 237. 

Rowland V. Patrick, of Boston, Massachusetts, for opposer-appellee. 

Sylvan Gotshal, of New York, N. Y., and Ely Kushel, of Washington, D. C., 
for applicant-appellant. 

LEEDs, Assistant Commissioner. 

An application has been filed to register Tipy TIKE for infants’ and 
children’s underwear,’ use since September 15, 1950 having been asserted. 
Registration has been opposed by the owner-registrant of TyKeEs for chil- 
dren’s and infants’ underwear.? The Examiner of Interferences sustained 
the opposition, and applicant has appealed. 

Opposer’s record consists of a copy of its registration, which is prima 
facie evidence of ownership of the mark, validity of the registration, and 
opposer’s exclusive right to use TYKES on children’s and infants’ underwear. 

Applicant took the testimony of a witness who was, from 1949 to 
October 15, 1953,° merchandise representative for its knit underwear 
department. It appears that applicant buys merchandise for its affiliated 
stores, which, in turn, sell such merchandise at retail to the purchasing 
public. Applicant apparently adopts and uses trademarks of its own on 
some of the merchandise which is shipped to its affiliated stores, and such 
marks remain on the merchandise as it moves through the retail outlets. 
TIDY TIKE is one of the marks so adopted and used on infants’ and children’s 
underwear. 

Obviously, the merchandise of the parties would be sold to the same 
“average purchasers” under the same circumstances and conditions of 
purchase. The only question, then, is whether or not purchasers who are 
familiar with opposer’s TYKES underwear for infants and children would, 
upon seeing applicant’s TIDY TIKE underwear for infants and children, be 
likely to assume that they are products of a single producer. 

Applicant contends that TYKE, or its alternate spelling TIKE, is a com- 
mon and accepted word of the English language used to refer to a small 
child; that words in common usage have a lesser degree of distinctiveness 
than words which are fanciful; that opposer’s mark is a plural form spelled 
with a “y”, whereas applicant’s is a singular form spelled with an “i”; 
and that the word Tipy in applicant’s mark is “distinctive and dominant” 


1. The goods are specifically identified as shorts, briefs, athletic shirts, tee shirts, 
and girls’ vests and panties, pajamas and sleepers. 
2. Reg. No. 353,040, issued Dec. 21, 1937. 

3. Testimony was taken on December 24, 1953. 
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and is sufficient in the light of the significance of the word TYKE to differen- 
tiate the two marks and avoid confusion. 

With reference to the first two contentions, it is common knowledge 
that “tike” is an accepted word of the language meaning a small child, but 
when the word is applied to children’s and infants’ underwear, it may 
achieve a degree of distinctiveness sufficient to support opposer’s exclusive 
right to use it to identify and distinguish such merchandise, as evidenced 
by its registration. 

It is common knowledge that in ordering products by brand name the 
public frequently pluralizes trademarks which are used in the singular, 
and vice versa; and it is also common knowledge that purchasers are not 
conscious of slight differences in spelling when words are pronounced the 
same. In view of these facts, applicant’s third contention is believed to be 
without merit. 

It is not necessary to make a finding as to “distinctiveness” and “domi- 
nance” of a portion of applicant’s mark where, as here, the mark is a 
compound word mark displayed in a single line and in type of equal size; 
but it is observed that there is no evidence to support the contention of 
distinctiveness of a portion of the mark. In view of the fact that opposer 
has had the word TYKEs registered for some eighteen years, and in the light 
of the meaning of the word Tipy when combined with TIKE as used by 
applicant on its merchandise, it is believed that the average purchaser 
would be likely to associate TIDY TIKE underwear with TYKES underwear 
and assume that they were products in the line of a single producer. 

The decision of the Examiner of Interferences is affirmed. 


TIDY PRODUCTS COMPANY (TIDYKINS, INC., assignee, substituted) 
v. THE ASSOCIATED MERCHANDISING CORPORATION 


No. 32088 — Commissioner of Patents — December 28, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

In view of opposer’s long use of A TIDY PRODUCT on labels attached to its 
sleeping garments, sleeping bags, blankets and snowsuits for children, and of 
its extensive advertising of TIDYKINS for infants’ and children’s snowsuits, which 
frequently is associated with A TIDY PRODUCT in such advertising, it is believed 
inevitable that purchasers of applicant’s TIDY TIKE underwear for infants and 
children would assume that it is another TIDY PRODUCT and that as such it emanates 
from opposer. 

Opposition proceeding by Tidy Products Company (Tidykins, Inc., 
assignee, substituted) v. The Associated Merchandising Corporation, appli- 
eation Serial No. 605,506, filed October 26, 1950. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Affirmed. 


See also 46 TMR 235. 
























THE TRADEMARK REPORTER Vol. 46 T. M. R. 





238 





Jacob T. Basseches and Paula T. Basseches, of New York, N. Y., for opposer- 
appellee. 

Sylvan Gotshal, of New York, N. Y., and Ely Kushel, of Washington, D. C., 
for applicant-appellant. 

Leeps, Assistant Commissioner. 

An application has been filed to register Tipy TIKE for infants’ and 
children’s underwear,’ use since September 15, 1950 having been asserted. 
Opposition has been filed by the user of Tiny as the distinguishing word 
in its trade name, user of A TIDY PRODUCT on its labels and tags for its 
sleeping garments, sleeping bags, blankets and snow suits for children, and 
owner-registrant of TiIpyKins for infants’ and children’s snow suits.2 The 
Examiner of Interferences sustained the opposition, and applicant has 
appealed. 

Opposer’s record shows that it is a manufacturer of carriage suits, 
pram suits, snow suits, blankets, overalls and jackets for children up to 
six years of age. From 1929 to 1942 opposer was a corporation operating 
under the name TIDY PRODUCTS CoRP., and since 1942 it has been a partner- 
ship engaged in business under the trade name TIDY PRODUCTS COMPANY.’ 
Since 1929 opposer and its predecessors have used the phrase A TIDY PRODUCT, 
as well as various specific trademarks, on labels attached to merchandise 
of its manufacture. The specific trademark TipYKINs has been used since 
1945. Opposer sells its products to some 3500 department stores and 
specialty shops located in all sections of the country, and all of the products 
so sold have, for many years, borne a label showing a TIDY PRoDUCTS. Sales 
volume amounts to approximately two million dollars annually. 

Opposer spends approximately forty thousand dollars annually in 
advertising—chiefly in trade periodicals—its products sold under the Tipy- 
KINs mark, and much of the advertising includes the phrase a TIDY PRODUCT 
as well. In addition to opposer’s own advertising, its retail outlets advertise 
opposer’s products in their local newspapers. 

One of opposer’s witnesses was for four and a half years prior to 1950 
buyer of infants’ and toddlers’ apparel for applicant. During that time 
she purchased considerable merchandise from opposer for applicant. She 
testified that she had known of opposer and its products for ten years; she 
considered opposer the “best makers of infants’ and toddlers’ snow suits” ; 
and she associated a TIDY PRODUCT with opposer. 

The average purchasers of the merchandise of the parties are the same, 
and the circumstances and conditions of purchase are substantially the same. 


1. The goods are specifically identified as shorts, briefs, athletic shirts, tee shirts, 


girls’ vests and panties, pajamas and sleepers. 

2. Reg. No. 420,765, issued Apr. 30, 1946. Opposer also owns Reg. No. 263,454— 
TIDY-ROBE—and Reg. No. 406,493—TIpY DOWN, but they need not be considered in 
arriving at a conclusion in the case. 

3. <A few days after this appeal was filed, opposer was incorporated under the name 
TIDYKINS, INC., and the trademarks of the partnership and their registrations were 


assigned to Tidykins, Inc. 
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In view of opposer’s long use of A TIDY PRODUCT on the labels attached 
to its merchandise, and of the extensive advertising of TmYKINs, which 
frequently is associated with A TIDY PRODUCT in such advertising, it is 
believed inevitable that purchasers of applicant’s TIpy TIKE underwear for 
infants and children would assume that it is another Tipy propuct, that is, 
it emanates from opposer. 


The decision of the Examiner of Interferences is affirmed. 
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